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Summary of Facts and Subm ssi ons

The European patent application No. 98 ... was filed on
5 August 1998 as a divisional application based on the
earlier application No. 92 ... filed on 28 April 1992.

. By a communi cati on under Rule 51(4) EPC dated 16 Apri
1998 the applicant was infornmed of the text on which
the Exam ning Division intended to grant a patent on
the earlier application. The approval of the applicant
was given by letter dated 10 June 1998 whi ch was
recei ved by the EPO on 15 June 1998. On 24 June 1998
the Exam ning Division issued a Rule 51(6) EPC
Conmmuni cat i on.

L1, By telefax dated 6 August 1998 the applicant w thdrew
its prior approval and requested anmendnents, stating
its final approval of the text on the assunption that
t he amendnents woul d be incorporated into the final
text to be granted. By Communi cation dated 9 Septenber
1998 the Exam ning Division allowed the requested
amendnent s.

| V. On 11 Septenber 1998 the Receiving Section issued a
"Noting of loss of rights pursuant to Rule 69(1) EPC'
informng the applicant that the second application
woul d not be treated as a divisional application as it
was filed after approval had been given of the earlier
pat ent application in accordance with Rule 51(4) EPC

V. By a letter received by the EPO on 18 Septenber 1998
the applicant's representative set out that the
applicant had stated its final approval of the text in
a letter of 6 August 1998 i.e. after the filing of the
di vi sional application, and requested a decision under
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Rul e 69(2) EPC.

On 6 Novenber 1998 the Receiving Section decided on the
basis of Rule 25(1) EPC that European patent
application No. 98 ... would not be treated as a

Eur opean di vi sional application. The Exam ning Division
stated that it had only given its consent under

Rule 86(3) EPC to the requested anendnents and that it
regarded the applicant's approval of 15 June 1998 as
the final approval in accordance with Rule 51(4) EPC.

It was only if exam nation proceedi ngs were reopened by
the Exam ning Division after the approval in accordance
with Rule 51(4) EPC because - for whatever reason - the
proposed text for grant was to be anended, that

Rul e 51(4) EPC required that an applicant once again be
informed of the text in which the Exam ning D vision
intended to grant the European patent. However, the
proceedi ngs had not been reopened.

On 5 January 1999 the applicant | odged an appeal

agai nst the decision of the Receiving Section and paid
t he appeal fee on 6 January 1999. It requested that the
deci si on under appeal be set aside and that the

di vi sional application be allowed to proceed.

In the grounds of appeal, submitted on 9 February 1999
t he appellant essentially set out that the filing and
al  ownance of the anendnents submtted with its letter
of 6 August 1998 under Rule 86(3) EPC necessarily

i nvol ved reopeni ng of the exam nation proceedi ngs by

t he Exam ni ng Divi sion, which nust have acqui esced to
the applicant's withdrawal of its prior approval and

t hat paragraphs 6 and 7 of the Reasons of Opinion

G 10/92 indicated that when the Exam ning D vision
reopened the exam ning proceedings it was possible to
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file a divisional application prior to the applicant's
final approval of the text. Thus, as the divisional
application was filed prior the applicant's final
approval of the text, the divisional application was
filed in due tine.

On 6 Novenber 2000 the Board issued a prelimnary

opi nion pointing out in particular that, as the

Exam ning Division had i medi ately all owed the
amendnents requested after the issuing of a Rule 51(6)
EPC Conmuni cation, no reopening of the exam nation
proceedi ngs was necessary and no new Communi cati on
under Rule 51(4) EPC had to be issued so that what the
appellant calls its "final approval” was not in fact
given in accordance with Rule 51(4) EPC as required by
Rul e 25(1) EPC. The only approval given by the

appel lant in accordance with Rule 51(4) EPC was
received on 15 June 1998, i.e. before the filing of the
present application.

The appellant's representative did not file coments in
response to the Board's conmunication. Oral proceedings
were held on 16 March 2001.

Reasons for the Deci sion

1
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The appeal is adm ssible.

According to Article 97(2)(a) EPC, if the Exam ning
Division is of the opinion that the application and the
invention to which it relates neet the requirenents of
the Convention, it shall decide to grant the European
patent for the designated Contracting States provided
that it is established in accordance with the
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provi sions of the Inplenenting Regulations, that the
appl i cant approves the text in which the Exam ning
Division intends to grant the patent (cf. also
Article 113(2) EPC). Hence, in order to establish that
approval, Rule 51(4) EPC provides that, before the
Exam ni ng Di vi sion decides to grant the European
patent, it shall informthe applicant of the text in
which it intends to grant it and shall request himto
i ndicate his approval of the text notified.

This approval is a procedural statenent and sets a
clear point in time for both the EPO and the appli cant
as Rule 25(1) EPC allows an applicant to file a

di visional application only up to the approval in
accordance with Rule 51(4) EPC. However, as stated in
t he Enl arged Board's Opinion of 28 April 1994 (QJ EPO
1994, 633, point 7 of the reasons), "for a Rule 25 to
apply it is the applicant's final approval of the
proposed text for grant that is decisive. If

exam nation proceedi ngs are reopened by the Exam ni ng
Division after the approval in accordance with

Rul e 51(4), because - for whatever reason - the
proposed text for grant is to be anended, Rule 51(4)
EPC requires that the applicant once again be inforned
of the text in which the Exam ning Division intends to
grant the European patent. In this case, for Rule 25 to
apply, it is the last approval given by the applicant
during proceedings that is decisive. Hence a divisional
application may always be filed up until the
applicant's final approval in accordance with

Rule 51(4) EPCi.e. until it is clear that the
appl i cant approves the final text proposed by the
Exam ning Division".

The said words "until it is clear that the applicant
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approves the final text proposed by the Exam ning
Division" inply that when the applicant files
anmendnents after the approval in accordance with

Rul e 51(4) EPC, the proceedings are formally reopened
for objections made by the Exam ning Division and that
t hese objections are eventually nmet by the applicant.
In that case a second conmuni cation under Rule 51(4)
EPC is required. This is also the case when objections
made by the Examining Division to the amendnents filed
by an applicant in reply to a Rule 51(4) EPC

conmuni cation are net (cf. J 20/99).

Contrary to the appellant's allegations, allow ng
amendnents after the approval of the proposed text for
grant pursuant to Rule 51(4) does not necessarily

i nvol ve a reopeni ng of the exam ning proceedings. It is
of course true that the Exami ning Division has to

exam ne the proposed anmendnents with regard to their

al lowability. But this exam nation does not yet inply
the formal step of reopening the exam ning proceedings.
| f the proposed anendnents can be all owed, no reopening
i s necessary. This happened in the case of the parent
application of the application under consideration.
Only if the Exam ning Division had not agreed to the
amendnent s proposed by the appellant with regard to the
parent application and had neither nerely rejected them
but reached the conclusion that objections were stil

to be net, would a reopening of the exam nation
proceedi ngs have then been necessary. This woul d have
inplied a formal comunication informng the applicant
that the exam nation proceedi ngs were reopened. Since
this was not the case here, no reopening took place.

Therefore, in the present case in which the Exam ni ng
D vision has i medi ately allowed the anmendnents
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requested after the issuing of a Rule 51(6) EPC
conmuni cation, no reopening of the exam nation
proceedi ngs was necessary and no new conmmuni cati on
under Rule 51(4) EPC had to be issued. Such reopening
of the proceedi ngs and such comruni cati on woul d have
been pointless as the Exam ning Division could
establish the approval of the text intended for grant.
For the same reason no second communi cation under

Rul e 51(4) EPC is required when anendnents requested by
an applicant in reply to a conmmunication in accordance
with said Rule can be i medi ately accepted by the
Exam ning Division (cf. J 29/95 QJ EPO 1996, 489).

Thus, what the appellant calls its final approval was
not given in accordance with Rule 51(4) EPC as required
by Rule 25(1) EPC. The only approval given by the

appel lant in accordance with Rule 51(4) EPC was
received on 15 June 1998 i.e. before the filing of the
present application on 5 August 1998 so that the latter
i s bel at ed.

As to the appellant's withdrawal of its prior approval,
t he Exam ning Division was not required to acqui esce.
The Exam ning Division rightly stated that, by

wi t hdrawi ng this approval, the applicant could not
alter the fact that it was once given and correctly
regarded the applicant's approval of 15 June 1998 as
the only final approval in accordance with Rule 51(4)
EPC.

Or der

For these reasons it is decided that:
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The appeal is dism ssed.

The Regi strar: The Chai r man:

M Beer J.-C. Saisset
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