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Summary of Facts and Submn ssions

0835.D

Thi s appeal, which was filed on 28 Novenber 2000, lies
agai nst the decision of the Exam ning D vision dated

21 Septenber 2000, refusing European patent application
No. 97 402 823.5 filed on 25 Novenber 1997 in the nane
of KANEKA COPORATI ON, and published under

No. O 844 257. The appeal fee was paid together with
the Notice of Appeal and the Statenent of G ounds of
Appeal was filed on 2 February 2001

The deci si on under appeal was based on a set of eight
clains filed with a subm ssion dated 4 Novenber 1999.

Claim1l reads as foll ows:

"1l. A curable conmposition conprising the conponents
(A, (B, (© and (D) bel ow

(A) an isobutyl ene polyner which contains in a
nol ecul e, at |east one al kenyl group capabl e of
hydrosi l yl ati on reacti on;

(B) a curing agent which contains at |east two
hydrosilyl groups in a nol ecul e;

(C a hydrosilylation catal yst; and

(D) an organic conpound selected fromthe group
consisting in the a-olefins having 6 to 20,

advant ageously 8 to 20 carbon atons which contain, in a
nol ecul e, at | east one al kenyl or al kynyl group capable
of hydrosilylation reaction and the organi c conpounds
whi ch contain in a nol ecul e, one al kenyl or al kynyl
group capabl e of hydrosilylation reaction.™
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The part of the definition of conponent (D) "sel ected
fromthe group consisting in .... and the organic
conpounds which contain in a nol ecul e, one al kenyl or
al kynyl group capable of hydrosilylation reaction” is
essentially identical to the corresponding definition
of aiml as filed but for the replacenent of the

original term"at |east one al kenyl by the term

"one al kenyl ...".

L1l That deci sion argued that the enbodinent of Caiml
wherei n conponent (D) was defined as "the organic
conpounds whi ch contain in a nol ecule, one al kenyl or
al kynyl group capable of hydrosilylation reaction”
(hereinafter "variant (ii)") was anticipated by the
di scl osure of docunents

Dl: EP-A-0 709 403 and

D2: EP-A-0 658 575.

In the Examining Division's view, conmponents (A), (B)
and (C) of the curable conpositions according to both
docunents were identical to the correspondi ng
conponents of Claim1l of the application in suit and

t he pl asticizing conpounds pol ybutene, a-nethyl styrene
and |iquid pol ybutadi ene nentioned by DI and D2 as
further additives satisfied the definition of
conmponent (D) of present Caiml.

| V. Wth the Statenent of G ounds of Appeal the Appell ant
subm tted four sets of anended cl ains and requested
inter alia that the decision under appeal be set aside
and that the appeal fee be reinbursed because, in the
Appel lant's view, the Examning Division in issuing its
deci sion had conmmtted a substantial procedura

0835.D Y A
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vi ol ati on.

In view of the afore-nentioned anended sets of clains
the Exami ning Division, by its decision dated 6 March
2001, rectified the appeal ed deci sion under

Article 109(1) EPC but did not allow the Appellant's
request for reinbursenent of the appeal fee. In that
respect the Examining Division referred the case to the
boards of appeal .

Reasons for the Deci sion

1

0835.D

The appeal is adm ssible.

The decision J 32/95 (QJ EPO 1999, 713) held that
"under Rule 67, second sentence, EPC the departnent of
first instance, in the event of an interlocutory

revi sion, can order reinbursenent of the appeal fee but
cannot refuse it and that the power to do so resides
only with the board of appeal" (Reasons, Section 2.4,

| ast paragraph).

Accordingly, it was concluded in lines 10 to 16 of the
follow ng Section 2.5 of J 32/95: "If given this
situation, it [ie the departnent whose decision is
contested] does not consider the request for

rei mbursenent of the appeal fee to be well-founded, it
has to grant interlocutory revision and to remt the
request for reinbursenent of the appeal fee to the
board of appeal for a decision.”

The board which issued decision J 32/95 arrived at this
concl usi on because, in its opinion, Rule 67 EPC
reveal ed "sonething of a lacuna”" with respect to the
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instance entitled to decide on the request for

rei mbursenent of the appeal fee (cf. third but |ast
sentence of Section 2.4). This "lacuna", if proper
account was taken of the procedural requirenents at
this juncture, could only be "filled" by the devolution
to the boards of appeal of the power to decide on the
request for reinbursenent of the appeal fee; the
reasons being essentially (i) that, according to
Article 109 EPC, the departnment of first instance was
only entitled to decide in favour of the Applicant, ie
to grant an interlocutory revision (cf. first sentence
of Section 2.2.2), (ii) that the remttal to the boards
of appeal of the decision concerning the issue of

rei mbursenent of the appeal fee accel erated and
facilitated the proceedings for the applicant (first
par agr aph of Section 2.2.4), and (iii) that such
remttal was the only equitable way of procedure for
applicants entitled to a refund of the appeal fee
(Section 2.2.5).

Decision J 32/95 was followed by decision T 790/98
dated 15 June 1999 which was essentially based on the
ground that a strict interpretation of Rule 67 EPC
woul d ead to an inequitable situation for applicants
entitled to a refund of the appeal fee.

It is a particularity of the above case |aw, that the
| ower instance, whilst not being permtted to refuse
rei mbursenent of the appeal fee, is neverthel ess
permtted, and indeed required, to remt the case to
the higher instance, ie the Board of Appeal, for
further prosecution in this respect. Wilst the | ega
situation thus created is novel, not |east because the
board of appeal is called upon although the decision
under appeal has been set aside, the Appellant's
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procedural rights are preserved, and in any case the
Appel  ant did not contest the remttal.

As a consequence of this procedural characteristic the
board of appeal derives its conpetence only by the
remttal of the request for reinbursenent of the appea
fee. This situation is not envisaged by Article 21 EPC
whi ch only deals with the conposition of boards in the
case of an appeal. Mreover, as such a request is
accessory to the main request, the remttal predicates
that a technical board which woul d have been conpetent
if no interlocutory revision had been granted is
conpetent to deal with the case.

Finally, such a conclusion is all the nore evident in
the present case, in which the alleged substantia
procedural violation relates to technical issues upon
whi ch the refusal of the application was based.

The Appellant's request for reinmbursenent of the appea
fee can only be granted if, in arriving at their

deci sion of refusal, the Exam ning Division had
commtted a substantial procedural violation (Rule 67
EPC) .

According to the decision under appeal, Dl and D2
anticipated the clained subject-matter because, in the
Exam ning Division's view, their disclosures conprised
conposi tions which not only contained conponents

(A, (B) and (C) but also conponent (D) of this

subj ect-matter

In this respect, the decision under appeal set out in
paragraphs 4 and 6 of Section Il
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"At page 9, lines 29 to 32 pol ybutene, &-nethylstyrene
and |iquid pol ybutadi ene are explicitly nentioned as

pl asti ci zi ng conponents, these conpounds being

particul arly distinguished fromtheir hydrogenated
equi val ents contai ning no unsaturated bonds, therefore,
these plasticizers contain at | east one al kenyl group

in the nolecule.” (enphasis by the Board)

"The sane argunents apply for D2 (Cains 1 to 10)

di sclosing at page 5, lines 37 to 41 the sane

pl asti ci zi ng conpounds as D1 containing at |east one

al kenyl group in the nolecule.” (enphasis by the Board)

6. This argunentation contrasts with the fact that
variant (ii) of Cdaim1 defines conmponent (D) as "the
or gani ¢ conpounds which contain in a nol ecul e, one
al kenyl or al kynyl group capable of hydrosilylation
reaction" (enphasis by the Board).

7. It thus appears that the decision under appea
conpletely ignored the fact that variant (ii) of
Caim1l had been anended with respect to the
correspondi ng enbodi nent of original Caiml by the
substitution of the wording "one al kenyl or al kynyl
group” for the original |anguage "at |east one al kenyl
or al kynyl group" (cf. |ast paragraph of Section I
supra).

8. However, this anendnent is not only apparent on a
careful reading of Caim1l but was even highlighted in
the Appellant's subm ssion dated 4 Novenber 1999 whose
| ast two paragraphs on page 4 of the attached
" Cbservations" read:

"The docunents D1 and D2 do not explicitly disclose an

0835.D Y A
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organi ¢ conpound containing in a nol ecul e one al kenyl
or al kynyl group capable of hydrosilylation reaction
(enmphasi s by the Applicant/Appellant!).

Thus, the disclosure of DI and D2 does not anticipate
the subject matter of variant (ii) of the present

i nvention."

By the reference in the decision under appea

(cf. statenents referred to in point 4 supra) to
conmpounds al | egedly having in the nolecule "at | east
one al kenyl group in the nolecule", ie to a feature
different fromthe corresponding feature of Caim1l,
and by the lack of any reference to the (anmended)
operative feature of variant (ii) of Claim1l1l "one

al kenyl group in the nol ecul e", the Exam ning D vision
contravened Article 113 EPC

It can only be speculated if the Exam ning D vision
over| ooked this amendnent, and thus, in contravention
of the provision of Article 113(2) EPC, based its
decision on a text not submtted and agreed by the
Applicant, or if the Exam ning Division was of the

opi nion that the anendnent had no significance for the
assessnent of novelty and thus, in contravention of the
provision of Article 113(1) EPC, based its decision on
a ground on which the Applicant had not had the
opportunity to present its conments.

In both cases the reasoni ng of the decision under

appeal violates the Applicant's fundanental right to be
heard, which conduct anmounts to a substantia

procedural violation justifying reinbursenent of the
appeal fee.



O der

For these reasons it is decided that:

The rei nbursenment of the appeal fee is ordered.

The Regi strar: The Chai r man:

E. Gorgnmuaier R Young
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