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Catchword: 
1. Article 69 EPC and its Protocol on interpretation do not 
provide a basis for excluding what is literally covered by the 
terms of a claim (see point 3.5 of the reasons). 
 
2. In the context of an appeal by Appellant-Opponent from an 
Opposition Division decision maintaining the patent in amended 
form, the Board of Appeal only has to consider the appeal as 
regards claims upon which the Appellant-Opponent has advanced 
arguments and those claims that are dependent, either wholly 
or partially, on these claims and has to apply the provision 
of Article 114(1) EPC in a restricted manner (see points 2.1 
and 2.2 of the reasons). 
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Summary of Facts and Submissions 

 

I. The Appellant (Opponent) lodged an appeal against the 

interlocutory decision of the Opposition Division 

maintaining the European patent 0 892 789 in amended 

form pursuant to Article 102(3) EPC. 

 

II. The set of claims maintained by the Opposition Division 

contains seventy claims. In particular, independent 

Claim 18 identical to Claim 18 as granted reads as 

follows: 

 

"18. A compound having the formula II 
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n is 1 to 4, p is 0 or 1, and the pharmaceutically acceptable salts, thereof". 
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III. Notice of opposition had been filed by the Appellant 

requesting revocation of the patent as granted in its 

entirety on the ground of lack of novelty and of 

inventive step in view of the following documents: 

 

(1) US 60/011128 (Priority document of EP-A-787 722), 

 prior art under Article 54(3) and (4) EPC,  

(2) EP-A-635 498 

(3) WO95/19774 

 

IV. The Opposition Division held, in particular, that the 

wording of Claim 18 was silent as to the values of X, 

when Y was not present. In view of this lack of 

information, the skilled reader would have referred to 

the content of the description in order to clarify the 

value of X when Y was absent. It turned out from the 

description of the patent that all the claimed 

compounds had a Michael acceptor side-chain. Hence, the 

skilled reader would have corrected this lack of 

information in Claim 18 by the content of the 

description and would have concluded that in the 

absence of Y, X had to be a Michael acceptor side-chain. 

For this reason the subject-matter of Claim 18 was 

novel over document (3). 

 

Furthermore, starting from document (3) as the closest 

state of the art, the technical problem to be solved 

could be seen in the provision of alternative compounds 

having irreversible tyrosine kinase inhibitory 

properties. In the absence of evidence that the 

technical problem was not solved within the whole scope 

of the claimed subject-matter, the onus of proof lying 

on the Opponent, the Opponent's allegation was not 

substantiated. Document (3) did not point the person 
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skilled in the art in the direction of the claimed 

compounds as a solution to the technical problem to be 

solved so that said compounds involved an inventive 

step. 

 

V. In its statement of grounds of appeal, the Appellant 

disputed that Claim 18 was silent for the values of X, 

when Y was not present. From a proper understanding of 

Claim 18 it was clear that in this case X could take 

any one of the five meanings listed, namely -D-E-F-, -

SR4, -OR4, -NHR3 or hydrogen. It followed that the 

claimed compounds when Q corresponded to the second and 

third heterocycle moieties were anticipated by document 

(3) when X meant -OR4, -NHR3. 

 

Regarding inventive step, the Appellant contended that, 

in view of document (3) as the closest state of the art, 

the technical problem to be solved could be seen in the 

provision of alternative compounds having irreversible 

tyrosine kinase inhibitory properties. However, no data 

had been provided to show a single compound encompassed 

by Claim 18 to be an irreversible tyrosine kinase 

inhibitor, far less to establish the activity across 

the scope of the claim. Indeed, Claim 18 covered tri-

substituted phenyl compounds, i.e. in which E1, E2, E3 

may be anything but hydrogen. In view of the lack of 

data to show even a single compound of Claim 18 to be 

an irreversible tyrosine kinase inhibitor the burden of 

proof remained with the Proprietor of the patent.  

 

VI. At the oral proceedings before the Board, the 

Respondent (Proprietor of the patent) submitted two 

auxiliary requests. 
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Auxiliary request I contains seventy one claims. 

Compared to Claim 18 as maintained (see point II above), 

independent Claim 19 differs in that Q is a pyrido[4,3-

d]pyrimidine, pyrido[3,4-d]pyrimidine or pyrimido[5,4-

d]pyrimidine moiety and X means -D-E-F- (Q is 

pyrido[3,2-d]pyrimidine was deleted). 

 

Auxiliary request II contains sixty four claims. 

Independent Claim 18 differs from Claim 18 as 

maintained (see point II above) in that Q is a 

pyrido[3,2-d]pyrimidine moiety (the other meanings of Q 

are deleted). The connotation p is 0 or 1, last line, 

is deleted as redundant. 

 

Independent Claim 22 reads as follows: 

 

"22. A compound having the formula II 
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n is 1 to 4 and the pharmaceutically acceptable salts, thereof." 

 

VII. Oral proceedings took place on 24 April 2007. The Board 

was informed by a letter received on 12 March 2007 that 

the Appellant would not be represented at these oral 

proceedings. The oral proceedings were thus held in the 

absence of the duly summoned Appellant in accordance 

with Rule 71(2) EPC. 
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VIII. The Respondent submitted in writing and at the oral 

proceedings the following arguments: 

 

The grounds of appeal only contained arguments directed 

against maintained Claims 18 to 25, 66 and 69. No 

substantiated objections were raised to Claims 1 to 17, 

26 to 65, 67, 68, and 70.  

 

The Opposition Division was correct that Claim 18 as 

maintained was silent regarding the meaning of X when Y 

was absent. In such circumstances, Claim 18 had to be 

interpreted by reference to the description in 

accordance with Article 69 EPC and its protocol of 

interpretation. From the description, the person 

skilled in the art would have understood that X in the 

absence of Y was a Michael acceptor. Claim 18 was, 

therefore, novel over Document (3). 

 

Regarding Claim 19 of auxiliary request I, support for 

the amendments could be found in the description and 

Claim 18 as filed. 

 

Regarding Claims 18 and 22 of auxiliary request II, 

starting from document (3) as the closest state of the 

art, the technical problem to be solved was indeed to 

be seen in the provision of irreversible inhibitors of 

tyrosine kinases. The mere allegation of the Appellant 

that Claim 18 comprised compounds which did not work 

could not be considered a convincing argument since it 

was not properly substantiated. The Appellant 

disregarded in that respect that in opposition 

proceedings, the burden of proof that the claimed 

subject-matter did not solve the technical problem 

remained with the Opponent. 


