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4. The length of time between the Examiner's last action for his forner

enpl oyer and his first action as Examiner in a particular case to which this
enployer is a party may be inportant, since any residual bias which may be
caused by this enpl oynment would gradually fade away with tine. Gven the
relatively long period of 21 nmonths in this respect, there is no good reason
to suspect that the Examiner at the time in question was unduly influenced by
hi s previous enpl oynent.
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Summary of Facts and Submissions

The Appellant is the proprietor of European patent

No. O 045 117 which was granted on European divi sional
pat ent application No. 81 201 022.1, filed on the
earlier (parent) application No. 79 300 490.4
(publication No. 0 005 316) having a filing date of

27 March 1979.

The appeal contests the decision of the Opposition
Di vision, follow ng an adm ssi bl e opposition, to revoke
t he patent.

The opposition, referring to the ground nmentioned in
Article 100(a) EPC, was based on the follow ng prior
art references:

A J SMPTE, Vol. 83, July 1974, pages 554 to 559,
this docunent being a reprint of a docunent cited
in the patent, colum 2, lines 43 to 46,

B: DE- A-2 462 834,
a DE- A-docunent having this nunber not being in
exi stence and the "correspondi ng" DE-C 2 462 834
not being prior art, this citation is taken by the
Board as neaning DE-A-2 462 514 (which is the
publ i shed earlier [parent] application of the
| ater [divisional] patent having the cited
nunber) ,

C JP- A-53-9101
t his docunent, which had al ready been consi dered
in the pre-grant proceedings, being interpreted in
the light of Patents Abstracts of Japan, Vol. 2,
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No. 45 (27 March 1978), page 525 E78, and in the
light of an English translation on file.

In the course of the opposition proceedings the
following references were cited by the Opponent:

D US-A-3 579 145 (cited in the Search Report),

E: Optics and Laser Technol ogy, Vol. 9, No. 4
(August 1977), pages 169 to 173 (consi dered
already in the pre-grant proceedi ngs),

and the follow ng reference was cited by the Opposition
Di vi si on:

F: NL- A-7 709 928,
this docunent being interpreted in the |ight of
corresponding US-A-4 162 398 (itself not prior
art).

Fol  owi ng a conmmuni cati on of the Primary Exam ner for

t he Qpposition Division, the Patentee submitted that it
m ght be nore appropriate if the Primary Exam ner were
repl aced by a different person because he had
prosecuted, as representative of the same Opponent, an
opposi ti on agai nst European patent No. 0 011 990 owned
by the sane Proprietor, that patent being in the sane
technical field.

In response, the director responsible for the
conposition of the Opposition Division wote a letter
to the Proprietor rejecting this proposal.
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The deci sion under appeal was then taken by the

Di vi si on unchanged and the witten decision contains no
reference to the request for replacenent of the Primary
Exam ner.

In its decision, the Qpposition Division held that,
starting fromdocunent F and having regard furthernore
to A, Cand D, the subject-matter of Caim1l, version
Il filed on 23 February 1988, |acked an inventive step.
Claim1l, version | filed on the sane day, and Caimi4
as granted were rejected for essentially the sane
reason, and a simlar conclusion was drawn for the
dependent cl ai ns.

In the Statenment of G ounds of Appeal, the Appellant,
apart fromrequesting that the decision under appeal be
set aside and the patent nmintained as anmended, filed a
request that the appeal fee be refunded because the
appoi ntment and conti nuance of the said Primary

Exam ner to the Opposition Division constituted a gross
procedural violation.

In view of this latter subm ssion, the Board in an
interlocutory decision of 28 March 1991, T 261/88 (QJ
1992, 627), referred to the Enlarged Board of Appeal
guestions on inportant points of lawwith regard to the
procedure and the principles to be followed in such a
case concerning the conposition of the Opposition

Di vi si on.

In its decision of 5 May 1992, G 5/91 (QJ 1992, 617),
t he Enl arged Board answered these questions as foll ows:
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1. Al t hough Article 24 EPC applies only to nenbers of
t he Boards of Appeal and of the Enlarged Board of
Appeal , the requirenent of inpartiality applies in
principle also to enployees of the departnents of
the first instance of the EPO taking part in
deci si on-making activities affecting the rights of
any party.

2. There is no | egal basis under the EPC for any
separate appeal against an order of a Director of
a departnment of the first instance such as an
Qpposition Division rejecting an objection to a
menber of the Division on the ground of suspected
partiality. However, the conposition of the
Qpposition Division may be chall enged on such a
ground on appeal against the final decision of the
Di vision or against any interlocutory decision
under Article 106(3) EPC all ow ng separate appeal .

In a comuni cation, the present Board then expressed
its provisional viewthat the facts of the case did not
show that the first exam ner of the Opposition D vision
was disqualified by partiality.

In a further conmunication, issued pursuant to

Article 11(2) Rules of Procedure, the Board expressed
its provisional view that, starting from docunment A as
appearing to cone nearest to the clainmed invention, and
t aki ng common knowl edge into account, the subject-
matter of apparatus Claim 1l (both versions) and nethod
Claim4 did not seemto involve an inventive step, and
that this view was supported by docunment D.



Xl .

- 5 - T 261/ 88

From what he requested as the Qpponent, it follows that
t he Respondent requests that the appeal be di sm ssed.

During the appeal proceedi ngs, however, no other
response was received fromhimthan that he woul d not
attend the oral proceedi ngs schedul ed for 16 February
1993 and that he "w thdraws fromthe proceedi ngs".

In the oral proceedings, held on 16 February 1993 on
the Appellant's auxiliary request, the Appellant filed
new Clains 1 to 6, the independent ones of which read
as foll ows:

"1. Apparatus for witing a signal information track,
including: a disc (10) having a surface (26) capable of
responding to a certain intensity of laser (30) or
other radiation (the threshold | evel) by being
converted from having one radi ation reflecting
characteristic to having a second characteristic; neans
(44) for nodulating in intensity a beamof radiation
(29') directed at a local point along the track as the
beam noves al ong the track, the nodul ation being in
accordance with the signal information (16), the

nodul ati on bias being controlled to m nim ze second
harnoni ¢ distortion, and characterised by a second

har noni ¢ detector for generating a signal (268)
representing the second harnonic content of the
intensity nodul ated beam (29') at the signal
information carrier frequency and a feedback circuit
(268) arranged to bias the nodul ating neans (68) in
response to the second harnonic signal such that the
second harnonic distortion of the nodulated witing
beamis a m ni num
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4. A nmethod of witing a signal information track on a
disc (10) having a surface (26) capable of respondi ng
to a certain intensity of laser (30) or other radiation
(the threshold I evel) by being converted from having
one radiation reflecting characteristic to having a
second characteristic in which a beam of radiation
(29') directed at a local point along the track is
nodul ated in intensity in accordance with the signal
information (16), the nodul ati on bias being controlled
to mnimze second harnonic distortion characterised in
that a signal (268) representing the second harnonic
content of the intensity nodul ated beam (29') at the
signal information carrier frequency is fed back (268)
to provide a nodul ating bias | evel such that the second
harnmoni ¢ distortion of the nodulated radiation is a

m ni mum "

Furthernore, the Appellant requested naintenance of the
patent in anended formon the basis of the foll ow ng
docunent s:

Description: colums 1 and 2 and insertion A (one page)
to fit in colum 2 after line 58, al
filed on 16 February 1992,
colums 3 to 6 as publi shed;

Cl ai ns: 1to 6 filed on 16 February 1993;

Dr awi ngs: sheet 1 to 3 as published.

In support of this request, the Appellant argued, in
essence, as follows:
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Docunent F is not the one com ng nearest to the clained
i nvention.

Docunent A only discloses an (occasional) nanual

adj ustment of the nodul ating bias so as to m ninm se
second harnonic distortion created in the cutting
process directly on the disc. Nothing in A would give
an incentive to consider mnimsing second harnonic

di stortion which may already be present in the input
signal to the nodulator, and to performthis

m ni m sation continuously by a feedback | oop. In
contrast to known prior art arrangements where it is
often sought to maintain the operating point in the

| inear part of the nodul ati on characteristic, in
accordance with the invention the feedback circuit may
bi as the nodul ati ng nmeans so that an operating point in
the non-linear part results.

M ni m sation of second harnonic distortion, or
conpensation of a duty cycle deviating from 50%
stenmm ng fromthe nodul ator input signal, is not taught
by docunent

D or any of the other pieces of prior art either.

Reasons for the Decision

1

Admissibility

In the interlocutory decision of 28 March 1991 (cf.
paragraph VI), the Board inplicitly (by accepting the
appeal for consideration) already acknow edged that the
appeal is adm ssible.
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The issues

Following the state of affairs set out in paragraphs
11, V and VII above, the first issue to be decided in
the present case is, in effect, whether the decision
under appeal was taken by an incorrectly conposed
Qpposition Division; for, should the Board so decide
the case nust be remtted, w thout any consideration as
to substance, to the first instance for further

exam nation of, and decision on, the opposition by a
properly constituted Opposition Division.

In this event, furthernore, the Appellant's request for
rei nbursenent of the appeal fee would have to be
al | oned.

| f, however, the Board decides the first issue to the
contrary, and only then, the next issue to be decided
woul d be whether the clainmed subject-matter is

pat ent abl e and the Appellant's request for maintenance
of the patent as amended (paragraph Xl1) can
consequently be al | owed.

O herwi se, the Respondent's request (paragraph X) would
have to be all owed.

The Composition of the Opposition Division

The Enl arged Board's decision, G5/91 (cf. point VII
above), makes the principle of inpartiality applicable
al so to enpl oyees of the departnents of the first

i nstance of the EPO taking part in decision making
affecting the rights of any party.
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The Enl arged Board in the above decision further
decided that there is no separate appeal against an
order of a Director of a department of the first

i nstance rejecting an objection on partiality and that,
if raised on appeal against the final decision of the
first instance, this issue has to be decided by the
Board responsi ble for the appeal, since the issue has
to be decided on the basis of the particul ar

ci rcunst ances of each case. The present Board of
Appeal , 3.5.2, nust therefore now deci de whet her or not
the first exam ner of the Opposition Division is

di squalified on the ground of partiality.

Disqualifying partiality is limted to situations where
t he opi nion of a person responsible for taking
decisions affecting the right of parties (e.g. a judge)
is swayed by his attitude toward a party. Conversely,
such a person would not be disqualified for having a
certain tendency or holding a particular view on an

i ssue. To give an exanple, a patent exam ner woul d not
be disqualified nerely because he is known to set very
hi gh standards for inventive step.

The present case involves factual questions of degree
rather than points of law, cf. G 5/91, point 6, as none
of the situations nentioned in Article 24(1) EPC
applies and the Appellant only alleges that the

exam ner was inadvertently partial, this being an

i nevitabl e consequence of his previous enploynent.
Furthernore, his partiality would be reveal ed by

mani fest errors in judgnent appearing in the decision.

The Board has consi dered the subm ssions on this point
in the Statenent of G ounds of Appeal, points 1 to 11
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(pages 33 to 36), as well as the correspondence in the
course of the proceedings before the Opposition
Division, in order to ascertain whether the reasoning
under | yi ng the decision under appeal shows major
deficiencies to such an extent that there is reason to
believe that the first exam ner was, either

del i berately or inadvertently, trying to "bend" the
facts of the case, and that this was done because of a
preconceived attitude towards one of the parties to the
case.

Wt hout necessarily sharing the views of the first

exam ner as expressed in his comuni cation of 9 March
1987, in the mnutes of the oral proceedings on

23 February 1988, and as endorsed by the other nenbers
of the Qpposition Division through the decision under
appeal, having regard to the points raised by the
Appel | ant, the Board cannot find anything basically
and/ or conspi cuously wong with his analysis of
techni cal questions. The file does not go outside the
framewor k of a normal discussion between the EPO and an
applicant, and there is nothing mani festly unreasonabl e
to be found in the reasoning.

The Board was thus unable to find any bias, much |ess
any deliberate "bendi ng" of the material under
consideration. It is to be noted that the fact that an
exam ner interprets substantial issues differently from
the applicant is in itself not disqualifying. The

i nstrunment of renedy provided for this situation is the
appeal, of which the Appellant has availed hinself in

t he present case.
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The length of tinme that has el apsed fromthe | ast date
when the exam ner acted as representative for the rival
conpany, to the date on which he first acted as

exam ner in the present case may be of inportance,
since pre sunmably any residual bias caused by the
former enploynment would gradually fade away with tine.

As referred to by the Appellant, the |ast action taken
for the rival conpany in a technically simlar case
pendi ng before the EPO was in June 1985 and consi sted
of informng the Ofice that the Qpponent refrained
fromoral proceedings. The previous action, in

May 1984, by him had been the filing of a notice of
opposition (this case |ater becane appeal case

T 272/ 86). As far as the Board has been able to
establish, the said person filed oppositions for the
rival conpany in two other technically simlar cases
(which | ater becane appeal cases T 362/86 and T 318/ 86)
in January and February 1985, respectively. In

March 1987 this exam ner acted in the present case for
the first tine.

This means that there el apsed a period of 21 nonths
fromhis last formal action for the rival conpany until
he first acted as first exam ner for the Qpposition
Division in the present case and nore than two years
fromthe |l ast substantive action for the rival conpany.
Gven this relatively long time period, there would be
no good reason to suspect that the first exam ner at
the tinme in question was unduly influenced by his

previ ous enpl oynment .

The Board is thus satisfied that the first exam ner of
the Opposition Division was not disqualified with
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regard to the decision under appeal. Consequently, the
decision is legally valid and nmust be considered in the
appel l ate review having regard to the full nerits of

t he case.

Patentability, in particular inventive step

As a prelimnary point, it is noted that no objection
arises in respect of the anmendnments made, in particul ar
to the independent clainms (Article 123(2) and (3) EPC

The only issue to be decided in respect of substance,
is therefore that of patentability (Article 52), nore
particularly the question whether the subject-matter of
t he i ndependent cl ains involves an inventive step
(Article 56 EPC), the other requirenments such as

novel ty neither having been questioned nor been in
doubt .

According to the decision under appeal, the Opposition
Division started from docunent F when dealing with the
question of inventive step. The Board finds, in
agreenent with the Appellant, that docunent Ais a nore
conveni ent starting point, having regard to the fact
that the feedback loop in Fis neither intended to

m ni mse any second harnonic distortion nor to mnimse
any deviation of the duty cycle froma nom nal 50%

The line of argunmentation taken by the Opposition
Division was duly considered in the issue of suspected
partiality (paragraph 3.3) but, since the Board w ||
apply its owmn |ine of argunentation on the issue of
inventive step, no further reference will be nmade to
the Opposition Division's argunents.
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Turning now to the independent clainms (cf. paragraph
XI), it is noted that while Claim1l is of the apparatus
category, Caim4 defines the function, in use, of the
sane apparatus in terns of nethod steps. Mire
particularly, the step in Caim4 that "a signa
representing the second harnonic content ... is fed
back to provide a nodulating bias level ..." is to be
interpreted as the function of a feedback circuit as
defined in Caim1. Furthernore, such a circuit feeding
back a signal representing the second harnonic content
necessarily inplies that such signal is generated in
what can be terned a "second harnonic detector".

The term "controlled" in the preanble of C aim4 nust
therefore, as in the preanble of Claim1l, be
interpreted as including an automatic control, but not
excl udi ng any manual control, or adjustnment. For this
reason, it suffices, in the followng, to consider in
detail only Cdaiml, any statenent nmade and concl usion
drawn for this claimthen being applicable to Caimi4
as wel | .

An apparatus of the kind defined in the preanble of the
i ndependent claim's) is known from docunent A
Regardi ng the | ast phrase of the preanble, according to
docunent A, page 554, right-hand colum, |ast sentence
of the last but one paragraph, the nodul ation bias is
"adj ustable” to m nimse second harnonic distortion

t hat can be "generated in the cutting process".

Concerning the meaning to be given to these two terns
t he Board takes the foll ow ng view
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The word "adjustable" should in accordance with conmon
usage be understood as conveying the notion of varying
a physical or nechanical quantity manually fromtine to
time so as to obtain an inproved performance. The
expression "cutting process" appears in a chapter
headed "Mastering” which suns up the different steps
involved in preparing a recorded master disc. In this
context "cutting process” should be understood to refer
to the cutting action perfornmed by the witing beam
when i nmpinging on the disc. The mnim sation, by bias
control, of the second harnonic distortion generated in
the cutting process inplies that the necessary
nmonitoring of this distortion is done on the reading
side (read-while-wite or replay). This interpretation
woul d be confirmed by, in particular, page 555, left-
hand col unm, second paragraph, of docunent A

According to the characterising portion(s) of the
i ndependent clain(s), the clained invention differs
fromthis prior art, in essence by two features:

(a) it is the witing beam whose second harnonic
content of the information carrier is nonitored,
and

(b) bias control is automatic by neans of a feedback
circuit.

The probl em solved by the clained invention can be
understood fromthe description: the clainmed feedback
circuit for automatically controlling the nodul ating
bias is used to "conpensate for any second harnonic

di stortion products contained in the video information



4.

- 15 - T 261/ 88

i nput signal which would show up in the nodul ated |ight
beamt (colum 4, lines 58 to 62).

This problemis apparently, and in accordance with the
Appel I ant' s subm ssions, based on the recognition that
second harnonic distortion may not only be generated in
t he radi ati on beam nodul ator (optical nodulator) as is
wel | known, but may already be present in the input
signal to the FM nodul ator, or be generated in this
nodul at or, as contrasted agai nst any second harnonic

di stortion generated in the subsequent cutting process
on the disc, and that decoupling the m nimsation of
the former fromthat of the latter by mnimsing the
former even before the latter is created would have the
advantage that the latter can be dealt with

i ndependently of the forner.

Bef ore proceeding to the question whether, for solving
the said problem it is obvious fromthe prior art to
apply the novel features identified in the independent
claims, it should be stated that prior art dealing with
duty cycle control of the witing beamis as rel evant
for the clainmed invention as prior art dealing with
second harnonic control, for the follow ng reason

As is typical for the relevant technol ogy (confirned by
virtually all the cited docunents), the optica

nodul ator in question switches the radiation beam
periodically on and off. A "second harnonic distortion”
or a "second harnonic content” of the resulting
squarewave signal (cf. e.g. docunent E, Figure 5, or
docunent C, Figure 1, or docunent F, Figures 2 and 4)
will therefore, according to comon know edge,
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effectively show up as a deviation froma 50% duty
cycl e.

This statenent is noreover clearly confirmed by the

di sclosure in the patent, and the application, itself:
The second harnoni c detector (261) may be inpl enented,
according to Claim2 and the enbodi nent described with
reference to Figure 3, as a duty cycle nonitor

(colum 6, lines 24 ff.).

The recognition nmentioned in paragraph 4.5, and thus
the specific problemsolved by the clained invention,
is considered to be novel not only agai nst docunent A
but agai nst any of the other pieces of prior art on
file as well:

Docunent D di scl oses a feedback | oop for controlling
the operating point of an optical nodulator. In the
first of three enbodi nents (Figure 3), reference is
made to a frequency doubling effect at the preferred
operating point (A which in this case is at a m ni mum
of the nodul ation function (Figure 2); but no
conclusion relevant for the problemto be solved by the
patent in suit can be drawn fromthis fact:

In the second enbodi ment (Figure 4) of D, the preferred
operating point (B) is in the nost linear region and
the criterion for a deviation fromthis point used for
bias control (14) is the phase (42) of a second
harnoni ¢ content in the nodul ated beam at a pil ot
frequency (fp), superinposed on the information signal
(13), relative to a reference signal of double the
pil ot frequency (41). This arrangenent may as well| have
the effect of mnimsing a second harnonic at the
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i nformati on bearing nodul ati ng signal frequency, if
such a harnonic is created in the optical nodul ator
(10) by a shift of the operating point into a non-

i near region. However, it is clearly not addressing

t he probl em of including any second harnonic distortion
contained in the information input signal (13) in the
m ni m sation process.

The third enbodi ment (Figure 5) of D, using directly
any deviation of the average beamintensity froma
reference value for operating point control, is not
relevant at all to the present problem

Docunent E discloses the use of a signal nonitor for
checking the correct duty cycle of the nodul ated beam
(page 171, right-hand colum, second paragraph, and
Figure 4). However, this cannot be interpreted as
meaning that it is intended to control the nodul ating
bias so as to mnimse any deviation of that duty cycle
from50% What can be derived from docunent E is that
it is intended to keep, by controlling recording
exposure and devel opnment, the duty cycle of the
recorded signal within a tolerance range of 40 to 60%
around a nom nal 50% (page 172, |ast paragraph and
page 173, first paragraph).

But, as the Appellant has credi bly pointed out by
referring to a recording threshold and as foll ows al so
fromthe reference in E to exposure and devel opnent,
there is no one-to-one relationship between the duty
cycle of the nodul ated witing beamand the duty cycle
of the recorded signal on the disc. The duty cycle of
the beam for best recording results, therefore, need
not be equal to 50% No hint at the problemidentified
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above (4.5) of mnimsing second harnonic distortion in
the witing beamin the presence of such distortion in
the i nput nodul ati on signal can be derived fromthe
teachi ng of docunment E.

Docunment C deals with the second harnmonic distortion of
the recorded signal by using the second harnonic
content in the reading beamfor controlling a second
nodul ator in the path of the witing beam Its teaching
is therefore simlar to that of document A, confirmng
the interpretation given above (paragraph 4.3) to the
expression "in the cutting process”. No incentive for
considering any problemw th a second harnonic

di stortion of, or content already present in, the

nodul ati on i nput signal can therefore be derived from
t he teachi ng of docunent C either.

Docunment B is not concerned with any second harnonic
distortion or duty cycle control. A stabilising circuit
(44) is intended to conpensate for any drift in the
nodul ati on function; but the criterion is effectively
the sane as in Figure 5 of docunent D.

The teachi ng of docunent F, using the average beam
intensity as criterion for bias control, is again
simlar to that of docunent B and Figure 5 of docunent
D, and no incentive for using a second harnoni c content
as criterion for mnimsing second harnonic distortion
i ncl udi ng such distortion stenm ng fromthe input

nodul ati ng signal can therefore be derived fromit.

In these circunstances, where the problemto be sol ved
is not only novel, but is not suggested by any of the
prior art docunents it nust be considered as
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contributing to the inventive step and it is no |onger
deci si ve whet her the solution would be obvious, once
t he probl em has been defi ned.

More specifically, even though the feature (a), found
above to be novel against docunent A, nay be considered
as being known per se from for instance, docunent E
(Figure 4), this fact al one does not provide an
incentive for applying it in a nodul ating bias control
in such a way that second harnonic distortion including
any second harnmonic content in the input nodul ation
signal is mnimsed.

Further, even though the feature (b) as defined above
may be considered as being known per se from for

i nstance, docunent D, B or F, or as being based on
common knowl edge, at l|east its application together
with feature (a) for solving the identified novel
problemis not to be regarded as obvi ous.

The amended patent

For the above reasons, the subject-matter of the

i ndependent Clains 1 and 4 is to be considered as
involving an inventive step, and these clains and the
cl ai mrs dependent thereupon are therefore all owabl e.

No objection arises, further, in respect of the form
requi renents for an anmended patent, with a m nor
exception:

It has been noticed that, when in the first
characterising feature of Caim1l the word "nmeans"” was
anmended to specify this nmeans as a "second harnonic
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detector”, the reference nuneral (261) was, apparently
i nadvertently, omtted. It is clear fromthe
Appel I ant's conduct in the appeal proceedings, in
particular fromthe absence of any reasoning for this
om ssion, that any change of presentation of the

cl ai med invention was not thereby intended. The Board

t herefore considers that the reintroduction of this
reference nuneral after the expression "second harnonic
detector” lies well within the interpretati on which the
Board is allowed to give to the Appellant’'s request.

Request for reimbursement of the fee

Since, for the above reasons (paragraphs 4 and 5), the
appeal is to be considered allowable, the first
requi renent for reinbursenent of the appeal fee is net.

However, for the reasons explained in paragraph 3, a
substantial procedural violation cannot be consi dered
as having occurred by the appoi ntnment and conti nuance
of the Primary Exam ner to the Opposition Division; cf.
par agr aph 3. 5.

The second requirenent for reinbursenment is therefore
not met, and the respective request (paragraph V) nust
therefore be rejected (Rule 67 EPC)

Conclusions
From paragraph 3 it follows that remttal for the

reason of a wongly conposed Qpposition Division (wth
rei nbursenent of the appeal fee) is not required.
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Instead, as follows fromthe considerations on
substance, the Appellant's request (Xi1) for

mai nt enance of the patent as anended is all owable, and
t he Respondent's request (X) for dism ssal of the
appeal nust be rejected.

It appears clear fromthe Respondent’'s conduct in the
appeal proceedings, particularly his |atest statenent
(cf. paragraph X), that he is no longer interested in
being inforned of any nodification of the clains or any
ot her subm ssions nmade by the Appellant. Incidentally,
the nodifications made to the independent clains, as
conpared with the clainms which had been communi cated to
t he Respondent during the appeal proceedings, are only
of a formal nature and do not effectively change their
subj ect-matter

Mor eover, the Respondent woul d have had an opportunity
to comment even on these anmendnments (Article 113(1)
EPC), had he participated in the oral proceedings to
whi ch he was duly summoned.

Under the circunstances, the issuance of a

comuni cation under Rule 58(4) EPC before taking the
deci sion was, in accordance with the Boards' general
practice, considered unnecessary.
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Order

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as amended on the basis of
t he docunents as nentioned in paragraph Xil, with the

m nor anendnent regarding a reference nuneral as
menti oned i n paragraph 5. 2.

The Regi strar: The Chai r man:

M Beer J. A van Voorthui zen



