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Summary of Facts and Submissions

1277.D

Eur opean patent No. 0 106 228 in respect of European
pat ent application No. 83 109 706.8, which had been
filed on 28 Septenber 1983 claimng a priority of

4 October 1982 (JP-174225/82), was granted on 23 July
1986 (cf. Bulletin 85/30) on the basis of a single
claimreading as foll ows:

" Sodi um car boxynet hyl cel | ul ose characterized in
that the average degree of substitution (DS) of
car boxymet hyl groups per anhydrogl ucose unit is in the
range of 0.4 to 1.6; the nunber-average degree of
pol ynerization is in the range of 100 to 1,500; and the
mobi lity distribution (AU) as neasured by
el ectrophoresis is represented by the foll ow ng
formul a:

AUx10°<( -3.0 | og DS+3. 20) x10°cm?/ sec. V.”

Notices of opposition were filed by Akzo N. V.,

Aqual on GbH & Co. KG and Hoechst AG on 18 Decenber
1986, 13 April and 22 April 1987, respectively. Further
oppositions filed on 11 April and 21 April 1987 by
Bayer AG and Dai-1chi Seiyaku Co. Ltd., respectively,
wer e subsequently w thdrawn.

In the notices of opposition revocation of the patent
was requested based on all eged insufficiency

(Art. 100(b) EPC), lack of novelty and of inventive
step (Art. 100(a) EPC).
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The oppositions were inter alia supported by:

(1) EP-A-74 631, published 23 March 1983

(2) Polynmer Journal, Vol. 8, No. 5 (1976), pages 449-
455

(3) US-A-4 063 018.

By decision of 1 Decenber 1989 the Opposition Division
rejected the oppositions, in effect maintaining the
patent as granted subject to a corrigendum requested on
12 Decenber 1986 which consisted in the deletion of
"x10°" on the right-hand side of the claims formnula.

The Opposition Division held that the subject-matter of
t he di sputed patent was novel since it was not

di scl osed in any of the docunents cited in the

proceedi ngs. The Opposition Division al so decided that
t he di sclosure of the invention was sufficient since
the nobility distribution reflected the DS
distribution, and with regard to the disclosure of the
di sputed patent a skilled person was able to neasure
the mobility distribution which was not dependent on a
speci fic apparat us.

Wth respect to inventive step, the Qpposition D vision
consi dered that the proposed solution to the probl em of
i mproving certain properties of carboxynethyl cellul ose
(CVMC) when used in aqueous solution, such as e.g. to

| oner the susceptibility to enzymatic deconposition and
reduce changes in its solution viscosity with the |apse
of time, was not obvious.

According to the Opposition Division, (1) disclosed a
t wo- st age process for producing an al kali CMC under
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specific reaction conditions but was silent as to the
mobility distribution of the products thereof. The

di scl osure of docunment (3) was limted to a CMC havi ng
a degree of substitution and/or polynerisation which
mght fall within the range as defined in the disputed
patent; the specific condition for the nobility

di stribution as specified in the claimof the disputed
pat ent was, however, not taught by said prior art.

Appeal s together with paynent of the prescribed fee
wer e | odged agai nst sai d deci sion

on 10 January 1990 by Akzo N. V. (hereinafter
Appel I ant 01),

on 19 January 1990 by Aqualon (w thdrawn on 15 March
1993), and on 6 February 1990 by Hoechst AG
(hereinafter Appellant 02).

Statenents of G ounds were filed on 28 March, 9 March
and 9 April 1990, respectively.

The Appel lants contested the findings of the Qpposition
Division as to Article 100(a) based on docunents (1) to
(3) and as to sufficiency (Art. 100(b) EPC)

In a comuni cati on sent together with sumobns to ora
proceedi ngs, the Board inforned the parties of its
prelimnary views as to | acking novelty over (1) of the
t hen cl ai med subj ect-nmatter

In response to said conmuni cation the Respondent
(Patentee) filed a main and two subsidiary requests
based on three different clainms, which were slightly
further anmended during oral proceedings held on 16 June
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1993, whereafter the claimof the main request reads as
fol |l ows:

"A process for preparing a sodi um

car boxynet hyl cel | ul ose having an average degree of
substitution (DS) of carboxynmethyl groups per
anhydr ogl ucose unit in the range of 0.4 to 1.08; a
nunber - aver age degree of polynerization in the range of
100 to 1500; and a nobility distribution (AU) as
nmeasured by el ectrophoresis represented by the
follow ng fornul a

AUx10° < (-3.0 log DS + 3.20)cm? sec.V

consisting of the foll ow ng sequence of steps:

reacti ng sodi um hydroxi de with powdered cellulose in
the presence of a m xture of isopropyl al cohol and
water to obtain al kali cellul ose,

addi ng i sopropyl nonochl oroacetate as an etherifying
agent and optionally isopropyl acetate to neutralize an
excess of sodi um hydroxi de,

agitating the mxture to effect etherification, and

i solating the reaction product.”

The clains according to the auxiliary requests were
further limted with regard to reaction conditions and
anounts of the reactants.

During oral proceedings, which Appellant 01 did not
attend, neither the adm ssibility of the proposed
amendnents, nor the novelty of the resulting clains of
the main and the subsidiary requests were disputed.
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The exi stence of sufficiency (Art. 83 EPC) and of
inventive step was denied by Appellant 01 by a nere
reference to his argunents in the notice of opposition.

Appel lant 02, as to inventive step, argued that the man
skilled in the art seeking to inprove the
etherification of cellul ose and havi ng becone aware
that CMC produced by hitherto known processes, as e.g.
etherification wi th nonochl oroacetic acid or sodium
nonochl oroacetate as known from (3), did not show the
desired properties, would imrediately try to change the
said etherifying agents. Further well-known etherifying
agents were esters and a man having ordinary skill
woul d not only immediately try to use esters of

nonochl oroacetic acid, but in view of the preferred
solvent, viz. isopropyl alcohol, give preference to the
i sopropyl ester thereof. In the light of the prior art
he woul d thus not hesitate to use the clained process
in order to avoid the known drawbacks.

The Respondent contested these argunents stating that

t hey were based on the know edge provided by the patent
in suit, i.e. on hindsight analysis. He argued that
Sanples A to E of the disputed patent showed an effect
as to resistance to salinity over the prior art
represented by conparative Sanple F, and nowhere in the
cited prior art was there any hint to such an effect.

The Appel lants requested that the decision under appeal
be set aside and that the patent be revoked.

The Respondent requested that the appeal be dism ssed
and that the patent be maintained on the basis of the
single claimfiled during oral proceedings as main
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request or on the basis of the clains filed also during
oral proceedings as auxiliary requests | and I

Reasons for the Decision

1

3.2

1277.D

The appeal s are adm ssi bl e.

Havi ng checked the contents of the priority docunent
(JP-174 225/ 82 of 4 Cctober 1982), the Board is
satisfied that the claimof the Main Request is
entitled to the priority claimed (Art. 88(3) and (4)
EPC). This matter is not in dispute.

The Board is equally satisfied that the clai mwas not
anmended in such a way as to contain subject-matter
ext endi ng beyond the contents of the application as
filed.

The amendnents are clearly supported by the disclosure
gi ven on pages 11, |ast paragraph, to 14 of the

ori ginal docunents, corresponding to page 4, line 35 to
the end of page 5 of the patent specification. Though
the claimof the Main Request specifies neither the
anounts of the reactants, nor the tenperatures at which
t he vari ous process steps are perfornmed (as disclosed
in Samples Ato E), this is adm ssible since the said
process features are defined as functional technical
features, it being general technical know edge how to
obtain alkali cellul ose and how to effect
etherification.

The Board sees no problemeither under Article 123(3)
EPC with regard to the change of category, froma
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product as clainmed by the patent as granted, to a
process of producing the sane. A product claimcovers
all nmethods for nmaking the same; when it is replaced by
a process claimdirected to a single nethod it does not
extend the protection conferred thereby.

The process features indicated in the claimof the Main
Request now on file are, in the context with Sanples A
to E given in the application of the patent in suit,
sufficiently clear and conplete for the process to be
carried out by a person skilled in the art.

Sai d person having ordinary skill is also given
sufficient information to determ ne the paraneters
specifying the CMC, viz. degree of substitution (DS),
nunber - aver age degree of pol ynerization and nobility
di stribution AU.

As set out in detail in the decision under appeal, the
mobi lity distribution reflects the DS distribution and
its neasurenent does not depend on a specific
apparatus. Only Appellant 01 contested these findings,
wi t hout however giving substantiated argunents
traversing the reasons given in that decision; he
nmerely referred to the grounds indicated in his
opposition brief.

On the basis of Sanmples Ato E, the nethods to
determ ne the product paraneters specified in the
application of the patent in suit, and the general
knowl edge of a man skilled in that art, the Board is
satisfied that the provisions of Art. 83 EPC were net.
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As to novelty, due to the change of category the

previ ously expressed doubts of the Board in relation to
docunent (1) have been renoved. Docunent (2) concerns
the determ nation of the charge density distribution of
pol yel ectrol ytes such as CMC by el ectrophoresis, but is
silent on the production of the CMC as specified in the
claim The difference over (3) is set out in the
foll owi ng paragraph 6. The clai ned subject-matter is,

t heref ore novel .

Since novelty of the process claimhas not been
di sputed by the parties there is no need to discuss
this itemin greater detail.

The Board considers (3) to represent the closest prior
art. This document discloses CMC having inproved fl ow
properties in agueous sol utions being especially
suitable for use in printing pastes. The clains concern
a process for preparing an alkali netal salt of CMC
conprising the steps of producing an al kali cellul ose
inafirst step and then addi ng nonochl oroacetic acid
or sodi um nonochl or oacet at e under conditions effective
to transformsaid alkali cellulose to an alkali neta
salt of the respective carboxynethyl cellul ose ether,
w th subsequent isolation (cf. Cdaim1l in conjunction
with colum 1, lines 11 to 14).

The problemto be solved by the process as clained in
the patent in suit may be seen in produci ng CMC havi ng
i nproved resistance to salinity.

On the basis of the specification of the patent in
suit, especially the results of Sanples Ato E versus
Sanple F indicated in Table 2 on page 7, the Board is
satisfied that said problemis effectively solved when
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usi ng i sopropyl nonochl oracetate instead of the
corresponding acid or of the sodiumsalt thereof.

It remains to be considered whether the clained
solution to said probleminvol ves an inventive step
with regard to the cited prior art.

Docunent (1), being prior art within the nmeani ng of
Article 54(3) EPC, is not to be considered in this
cont ext .

Docunment (3) is silent as to the use of etherifying
agents ot her than nonochl oroacetic acid or the sodi um
salt thereof. It does not nention any esters as

et herifying agents, especially not isopropyl
nonochl or oacetate. Moreover nothing is said therein
about inproved resistance to salinity, so that there is
no link between the problem specified above and the

et herifying agent used.

The sane applies to the teaching given in (2).

The Board cannot follow the argunents of Appellant 02,
whi ch were based on the unproved assertion that a man
skilled in the art would have been aware, at the filing
date of the patent in suit, of the disadvantages of the
process disclosed in (3), and would therefore have
tried to avoid its drawbacks by using an etherifying
agent different fromthose specified therein (cf.

poi nt VIl hereinabove).

Neither is there any evidence before the Board that the
drawbacks concerned were at all previously known, nor
is there any evidence to the effect that precisely
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i sopropyl nonochl oroacetate was known to be a good
etherifying agent in such a nmultistep process.

The Board is therefore satisfied that the subject-
matter of the claimof the main request involves an
i nventive step.

Since the subject-matter of the claimof the main
request is allowable, there is no need to deal with the
auxiliary requests.

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the single
claimfiled during oral proceedings as main request and
a description yet to be adapted.

The Regi strar: The Chai r man:

M Beer F. Antony
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