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Summary of Facts and Submissions

Eur opean patent application No. 87 902 755.5 was filed
on 25 April 1987.

1. The renewal fee for the third year, due on 2 May 1989
was not payed by the due date.

L1l In a letter dated 8 August 1989 the EPO i nforned the
representative that according to Article 86(2) EPC the
renewal fee could still be validly paid within six
nont hs of the due date with a surcharge.

| V. In a comuni cati on under Rule 69(1) EPC and dated
15 Decenber 1989, the representative was inforned that,
because the third year renewal fee remained unpaid on
2 Novenber 1989 which was the end of the tinme [imt of
Article 86(2) EPC, the application was deened to be
wi t hdrawn according to Article 86(3) EPC.

V. By letter received on 17 February 1990 the
representative filed a request for re-establishnment of
rights according to Article 122 EPC and paid
si mul t aneously the correspondi ng fee and the renewal
fee with the surcharge.

\Y/ By decision dated 25 July 1990, the Receiving Section
rejected the request as inadm ssible on the grounds
that the representative was m staken in taking the date
of the Rule 69(1) EPC communi cation as being the
commencenent of the 2 nonths period of Article 122(2)
EPC because, where the Applicant or representative is
al ready aware that the application has been deened
wi t hdrawn, this comunicati on does not have the effect
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of starting the 2 nonths tine [imt of Article 122(2)
EPC. The decision underlines that, in accordance with

t he circunstances of the cases the situation relating
to the non-paynent of the renewal fee was known to al
the parties at the |atest on 22 Novenber 1989.
Consequently, in order to be adm ssible the application
for re-establishment should have been filed wthin

2 nonths fromthat date i.e. on 22 January 1990.

On 25 Septenber 1990 a notice of appeal was | odged
agai nst this decision. The prescribed fee was paid
simul taneously. In the G ounds of Appeal filed on

15 Novenber 1990, the European patent attorney, who is
the authorized representative of the Applicant argued
t hat :

On 15 Novenber 1989 he infornmed the Japanese patent
attorney of the Applicants that European patent
application No. 87 902 755.5 was deened to be w thdrawn
because of non-paynent of the 3rd year renewal fee

whi ch had been due on 31 Cctober 1989 and that there
remai ned the possibility of restitutio in integrum

As an internal precaution the secretary of the European
representative nmade a note that the termfor re-
est abl i shment was 15 January 1990.

During the absence of the European representative who
went on vacation, his secretary received on 22 Novenber
1989 a fax with the information to take any step
possi bl e for continuing the application.
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This fax was replied to by the secretary on 24 Novenber
1989. In this letter a termfor re-establishnment had
been nentioned of approximately 15 January 1990. The
letter and the fax had been put by the secretary in the
front of the file for the purpose of presentation to

t he European representative after his return. But these
docunents had not been filed in the ordinary way.

Unfortunately the secretary failed to present the file
to the European representative inmediately on his
return.

On 18 Decenber 1989 the European representative

recei ved the comuni cation according to Rule 69(1) EPC
and informed the Japanese representative that the term
for re-establishment was 18 February 1990 since he had
not been inforned by the secretary about the
correspondence in the neantime, and this correspondence
had not been filed in the usual place.

On 9 February 1990 the European representative received
the instruction to file a request for re-establishnment
whi ch he did on 16 February 1990.

He conclued that the date of renoval of the cause of
non- conpl i ance was at the earliest 18 Decenber 1989,
and nore likely 9 February 1990.

In a comuni cati on dated 28 Cctober 1993 the Board gave
t he provisional opinion that the explanation given in
order to denonstrate that in spite of due care the
Appel l ants were unable to observe the tinme limt is not
adm ssi bl e because it ainmed to support a re-
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establishment in a former time limt of re-
est abl i shnment which had al ready ended.

During oral proceedings held on 18 May 1994 the
representative of the Appellants enphasized that the
removal of the cause of non-conpliance was the receipt
of the comuni cation under Rule 69(1) EPC and, taking
into account nanely the 10 days of Rule 78(3) EPC, the
request he filed on 17 February 1990 was filed within
the 2 nonths of Article 122(2) EPC because the date of
t he conmuni cation was the 15 Decenber 1989 and the end
of the time limt would have been 25 February 1990. He
referred to decision T 191/82, QJ EPO, 1985, 189, to
assert that because the facts are very simlar, the
Appel l ants have to be restored in their rights.

Reasons for the Decision

1

3716.D

The appeal is adm ssible.

The first point at issue in the present case is whether
or not the request for re-establishment of rights filed
on 17 February 1990 before the Receiving Section was
filed in due tine, i.e. within the 2 nonths tinme limt
of Article 122(2) EPC first sentence.

The decision J 0007/82, QJ EPO 1982, 391 (point 3 of

t he Reasons) nmakes clear that the renoval of the cause
of non-conpliance is a matter of fact which has to be
determ nated in the individual circunstances of each
case. This decision states also that, "when the receipt
of a notification under Rule 69(1) EPC is relevant, for
t he purpose of Article 122(2) EPC, it is the fact of
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actual receipt ... which is significant". That neans
that there could be cases in which the receipt of the
notification under Rule 69(1) EPC can be regarded as

t he renoval of the cause of non-conpliance. This was
also clearly stated in point 2.5 of the Reasons of the
decision J 0027/90, QJ EPO 1993, 422.

2.2 However, in all cases in which the receipt of the
notification under Rule 69(1) EPC can be regarded as
the renoval of the cause of non-conpliance, it has to
be clearly established that neither the representative
nor the Applicant were aware that the application had
been deened to be withdrawn before the receipt of that
notification. In the present case it appears fromthe
notice of appeal that the representative was aware of
this fact since, at |east, the 15 Novenber 1989 and the
Applicants since, at |east, the 22 Novenber 1989.

2.3 Consequently, as stated in the inpugned decision, the
request for re-establishment of rights received on
17 February 1990 was filed after the 2 nonths tine
l[imt of Article 122(2) EPC, and then was not
adm ssi bl e.

3. In the Statement of G ounds of Appeal, the Appellants
seemto envisage two different and consecutive
possibilities relating to the date of the renoval of
t he cause of non-conpliance:

(i) The 15 Novenber 1989 as determ ned by the
secretary (with an end of the 2 nonths tine limt
for re-establishnment fixed approximately on
15 January 1990).
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(1i) The 18 Decenber 1989, date on which the
representative received the notification under
Rul e 69(1) EPC (ending on 18 February 1990 as
determ nated by the European representative in the
letter he sent to the Japanese attorney on
19 Decenber 1989).

However, as stated above in point 2.2, it is clear that
by the tinme they received this notification the

Eur opean and Japanese representatives were aware that
the end of the tinme limt of Article 86(2) EPC was the
2 Novenber 1989 and that, according to Article 86(3)
EPC, the application was deened to be w t hdrawn.
Consequently, the 18 Decenber 1989 al so cannot be
considered as the date of the renoval of the cause of
non- conpl i ance.

It appears consequently that, by considering the

18 February 1990 as the end of the 2 nonths tinme limt
of Article 122(2), the European representative requests
the Board to reestablish the Appellant in the first 2
nonths tine limt of Article 122(2) EPC which has

al ready run since the 2 Novenber 1989, i.e. since the
end of the tine [imt of Article 86(2) EPC. Al the
argunentation tends to denonstrate that in spite of the
al | eged due care, he and the Applicants were unable to
observe this first time limt which ended approxi mately
at the beginning of January 1990. However, follow ng
this argunmentation woul d contravene Article 122(5) EPC
whi ch states that the provisions relating to the
restitutio in integrumshall not be applicable to the
non- observance of the 2 nonths time limt of

Article 122(2) EPC. This applies to the request filed
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on 17 February 1990 which is consequently non-
adm ssi bl e.

The Board underlined that in case T 0191/82 the failure
to appreciate that the time limt had not been conplied
with related only to the tinme [imt which in the
present case is "the first one" (cf. supra point 3.2).
There was not in that case a non-observance of a second
2 nonths tinme limt which related to Article 122(5)

EPC.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin C T. WIson
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