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Summary of Facts and Submissions
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Eur opean patent application No. 85 304 848.6 was fil ed
on 8 July 1985 and published under No. 0 169 016. The
application contained eight clains.

In a decision dated 24 Septenber 1990 the Exam ning
Division i.a. refused a request by the Appellants to
correct in the patent application, i.e. description and
sonme of the clains, the am no acid residue in position
12 of the N-term nal sequence of CIF-B, originally
given as (Glu, to read (GIn. The main reason for
refusing this correction was that it did not satisfy
Rule 88 EPC, in that it was not inmedi ately evident
either that an error had occurred or that the correct
am no acid should be (GIn. In arriving at the second
concl usion, the Exam ning D vision noted that (GIn
could neither be derived fromthe docunents as
originally filed taken by thenselves, nor fromthe
priority docunment, but only froma | aboratory report
provided by a third party.

The Appel |l ants | odged an appeal against this decision.

The Appellants, in their witten subm ssions, pointed
out that only dependent clainms were affected by the
refusal to allow the offered correction and that no

ot her issue was at stake with regard to the granting of
a patent.

The Appellants argued that the offered correction at
the date of application was (a) known and ( b) before
the applicant. This know edge was objective, having
been derived froma third party (an anal ytica
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| aboratory) and reduced to witing before the date of

preparation of the specification. The Appellants had

subm tted evidence not contested by the Exam ning
Division fromthird parties to this effect. The error

was purely clerical, the " n" in (GIn having been

m styped as " u

(i)

(i)

In an interlocutory decision dated 25 October
1991, the present Board referred the questions
of law fornmul ated in case G 3/89 (pending at
that tine) to the Enlarged Board of Appeal again
considering that these points were of decisive

i nportance when considering the present case.
The Enl arged Board answered these questions in
its decision G 11/91 dated 19 Septenber 1992.

The Board infornmed the Appellants in a

comuni cation dated 14 January 1993 that in view
of the Enlarged Board decision G 11/91 it had
conme to the provisional conclusion that the
suggested correction to replace (Glu with (GIn
woul d not be adm ssible, unless evidence was
filed to show that the skilled person woul d
imedi ately realise that G u not only was the
wong am no acid residue in position 12 of the
N-term nal sequence of CIF-B, but also that the
only possible correction would be the offered
A@n. In addition, the Appellants were given the
opportunity to file their comments to the

Enl arged Board decision, as well as to the above
conclusion, and also to file any evidence they
woul d find useful in order to settle the issue
of correction.
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(a)
(b)
(c)
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(iti) In their response the Appellants argued that
evi dence of the origin of the m stake and the
fact that the true forrmula of the term nation of
Cl F- B sequence was objectively avail able, was
al ready before the Board. In this connection,
reference was nmade to the earlier submtted
letters fromthe anal ytical |aboratory. Whether
this material nmet the tests |aid down by the
Enl arged Board was consi dered by the Appellants
to be a matter to be decided by the present
Board. In their opinion, the argunents in
support of the allowability of their initial
requests had already been fully laid out.

(1v) In a subsequent letter, the Appellants inforned
the Board that the previous first auxiliary
request shoul d be considered as main request.

The Appel lants requested that the decision under appeal
be set aside and that the clains as now submtted in
accordance with either the main request or any of the
auxiliary requests, be considered to be all owable.

Clains of the nmain request

- Claim4 for the Contracting States BE, CH DE, FR
GB, IT, LI, LU N and SE read as foll ows:

"4. A polypeptide cartil age-inducing factor, which
factor:

is found in manmal i an bone;

is a co-factor for inducing cartilage formation;
has activity in the TG assay;



(d)

(e)

(f)
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is a dinmer having an approxi mate nol ecul ar wei ght of
26, 000 daltons as determ ned by SDS-PAGE

is isolatable by a process according to Claim1l or
Cl aim 2;

does not have the N-term nal sequence

Al a- Leu- Asp- Thr - Asn- Tyr - Cys- Phe- Ser ( Ser) Thr - A u-
Lys- Asn- Cys- Cys-Val - Arg-Ad n- Leu- Tyr -1 | e- Asp- Phe-
Arg-Lys-Asp-Leu-dy-Trp-."

Reasons for the Decision

1
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The appeal is adm ssible.

The Board considers that in view of the decision

G 11/91 of 19 Novenber 1992 of the Enl arged Board of
Appeal (to be published in Q3 EPO, the decision of the
Exam ning Division regarding the refused cl ai ns appears
to have been correct.

The clains of the present main request however no

| onger include the contested anendnent. In particular,
the conplete N- term nal sequence of ClIF-B containing
it has been deleted fromthe clainms. Instead, the
clainmed cartilage-inducing factor is now defined in a
first set of clains by two additional features, nanely
1) its isolatability by the nmethods of Clainms 1 and 2,
and 2) the fact that it does not have the N-term nal
sequence of CIF-A, i.e. the second of the two ClFs
isolated in accordance with the present invention (cf.
Claim4 for the Contracting States other than AT under
VI above). An anmendnent simlar to the one nmentioned
under 2) has al so been made in the set of clains for
AT.
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None of these amendnents contravenes the requirenents
of Article 123(2) EPC because it is clear fromthe
originally filed application that two ClFs can be

i sol ated by the clainmed process whereby one of them
designated CIF-A, has a partial (30 amno acid) N
term nal sequence that is identical to that reported in
the literature for human pl acenta-derived TG-3; the
other CIF, designated CIF-B, has a partial N-termna
sequence that is different fromthe human pl acenta-
derived TGF- 3 sequence (cf. page 2, lines 11 to 18 and
page 2, line 26 to page 3, line 17 of the origina
description).

Consequently, with the anmendnments di scussed above the
objections raised in the decision under appeal are
conpl etely overcone.

However, in addition to the thus resulting unavoi dabl e
renunbering of the clains and/or rearrangenent of their
dependenci es the Appell ants have al so i ntroduced a
nunber of anmendnments unrelated to the only point at

i ssue of replacing Au by @n in the N-term nal
sequence of CIF-B (see section " II11. Amendnent
requested in any case"). The first of these requested
amendnments concerns the deletion of the earlier
introduced Iimtation to the presence of

ost eogeni ¢/ chondr ogeni ¢ cofactors found in (previous)
Caim7, and also in (previous) Caimb5 of the Austrian
set. However, the previous wording of these clains
resulted from objections raised during exam nation (cf.
point 3 c) of the comunication dated 18 May 1989),

whi ch objections the primary exam ner had considered to
be overcone by the anendnments and argunents subm tted
in Appellant's letter dated 25 August 1989 (cf. point 3
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of the result of the personal consultation of

21 Novenber 1989). The second of these anmendnents
concerns an error that had occur red in (previous)
Claim9 (Caim?7 of the previous Austrian set) in that
it referred to chondrogenesi s/-osteogenesis instead of
referring to normal cell proliferation and whereby
conponent (b) should be TG--R3 activating agent. These
anmendnents go beyond the actual object of the present
appeal. This leads the Board to observe the follow ng.

The essential function of an appeal under the EPCis to
consi der whether a decision issued by a first instance
departnent is correct on its nerits - see in particular
Article 106(1) EPC. It is therefore not normally the
function of a Board of Appeal to exam ne and decide
upon issues in the case which have been raised for the
first time during appeal proceedings. The principle of
havi ng two instances of decision has been referred to
in many previous decisions by the Boards of Appeal.

Moreover, as stated in decision T 63/86 (see QJ EPO
1988, 224), in a case where substantial anmendnents to
the clains are proposed on appeal, which require
substantial further exam nation, the case should be
remtted to the Exam ning Division so that such

exam nation should be carried out, if at all, by the
Exam ning Division after the latter has exercised its
di scretion under Rule 86(3) EPC, final sentence,
according to which no further anmendnment is possible

wi t hout the consent of the Exam ning Division after the
opportunity to anmend in reply to the first

conmuni cation of the Exam nation Division has passed.
However, in cases of mnor anendnents filed during the
appeal, it may still be appropriate for a Board of
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Appeal to exercise the discretion of the Exam ning

Di vi sion under Rule 86(3) EPC by nmaking use of its
powers under Article 111(1) EPC (see in particular
point 2 of the Reasons for the Decision). In the
present case, the Board finds it appropriate to deal
only with the anmendnent directly related to the point
at issue, but not to the further substantial anendnents
introduced in the clains at the stage of appeal as the
latter would require examnation in relation to both
the formal and substantial requirenments of the EPC for
the fist tinme at the appeal stage, which would be
contrary to the principle of having two instances of
deci si on.

In the circunstances of this case, the Board has
accordingly decided to exercise its power under
Article 111(1) EPCto remt the case to the Exam ning
Division for further prosecution.

G ven the above outcone, there is no need for the Board
to consider at this stage of the proceedings the clains
of Appellants' first and second auxiliary request.

For these reasons, it is decided that:

1

2.
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The deci sion under appeal is set aside.

The case is remtted to the Exam ning Division for
further prosecution on the basis of the clains of the
mai n request.
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The Regi strar: The Chai r man:

P. Martorana P.A.M Lancon
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