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Summary of Facts and Submissions

1959.D

The present appeal |ies against the decision of the
Qpposition Division of 26 February 1991, issued in
witing on 18 April 1991, to revoke European patent

No. 106 496, which had been granted on 6 July 1988 on
t he basis of European patent application

No. 83 305 190.7, filed on 7 Septenber 1993 and
claimng the priority of two applications filed in the
United States of Anmerica on 10 Septenber 1982.

The patent as granted contai ned four independent and
thirtyfour dependent clains, the fornmer reading:

"1. A porous material consisting essentially of
PTFE pol yner, which nmaterial has a mcrostructure
havi ng nodes interconnected by fibrils characterized in
that, as nmeasured along at | east one direction, it has
an average matrix tensile strength greater than
15,000 psi (103,5 MPa) and an average node hei ght/w dth
ratio greater than 3.

10. A porous material consisting essentially of
pol yt etraf | uor oet hyl ene pol ynmer, havi ng nodes
i nterconnected by fibrils, characterized in that said
material has a matrix tensile strength greater than or
equal to 3,000 psi (20.7 MPa) and |less than or equal to
25,000 psi (172.5 MPa) and which has a correspondi ng
coarseness index greater than or equal to the value on
a line connecting the points AL D, C, and D defined in
the follow ng tabl e:



1959.D

- 2 - T 0375/ 91

Matrix tensile strength Coar seness i ndex

psi (MPa) (gmcc)/psi (gnm cc/ MPa)
A 3, 000 20.7 0. 40 57.97
B 12, 000 82.8 0. 40 57.97
C 16, 000 110. 4 0. 20 29.0
D 25, 000 172.5 0. 20 29.0

18. A porous material consisting essentially of
pol yt etraf | uor oet hyl ene pol yner, havi ng nodes
interconnected by fibrils characterized in that it has
an et hanol bubble point of |ess than or equal to
4.0 psi (27.6 kPa), said fibrils include first fibrils
oriented substantially perpendicular to second fibrils,
and the ratio of the matrix tensile strength as
measured along the first fibril direction to the matrix
tensile strength neasured al ong the second fibri
direction is between 0.4 and 2.5, and the matrix
tensile strength in the weaker direction is greater
than or equal to 3000 psi (20.7 MPa).

24. A process for producing a porous material of
pol ytetrafl uoroet hyl ene polynmer, which material is in
accordance with any one of the preceding clains, the
mat eri al having been produced from paste-extruded
pol yt etraf | uor oet hyl ene extrudate from which al
extrusion-aid | ubricant has been renoved, characterised
in that the process conprises the steps:

(a) increasing the density of the dry extrudate to
at least 1.75 gmcc; and

(b) stretching said densified dry extrudate at an
el evated tenperature less than the crystalline nelt
t enperature.’
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Notice of Opposition was filed on 5 April 1989 by

Sum tono Electric Industries Ltd. Revocation of the

pat ent was requested on the grounds of Article 100(a)
(novelty and inventive step) and (b) EPC. The objection
to novelty was withdrawn later. In particular, the
foll owi ng docunents were cited then and in the course
of the opposition proceedings:

D1: US- A-3 962 153,

D2: Trans. Aner. Soc. Artif. Int. Organs, Vol. xx, 86-
90 (1974),

D15: ASTM D882-79,

D16: Laboratory Products Catal ogue, MIIlipore, (1982),

Dl7a: GB-A-1 505 591

D17b: DE-A-2 514 231 (equivalent to D17a),

D17c: Enlarged version of Figures 1 and 2 of (17a)
taken from correspondi ng US application, with
pages 8-12.

Various experinental results and Affidavits were al so
submtted (see points V., VI., VII. below).

The Patentee defended the patent in suit on the basis
of a main request Caim1 of which was essentially a
conbi nation of granted Clains 1, 2, 5 and 9; the second
i ndependent claim C aim6, corresponded to granted
Claim10; the third independent claim Caim1l4, to
granted Claim18; and the fourth independent claim
Claim 21, to a conbination of granted Clains 24 and 25;
and of a series of eight subsidiary requests, each set
of clainms thereof containing the same Claim 14 as in

t he main request.
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The deci si on under appeal while acknow edgi ng the
novelty of all clainms, revoked the patent on the ground
that the subject-matter of Claim214 (granted C aim 18)
did not involve an inventive step, starting from D16 as
cl osest prior art, and considering the further
docunents D1 and D6. Thus neither the main request nor
t he subsidiary requests, which all conprised Caim 14,
were held to be allowable and the patent was revoked as
a whol e.

The deci sion under appeal commented on the other clains
essentially as foll ows:

Wil e otherwi se the disclosure of the patent was
sufficient (9.1 and 9.2 of the Decision), Caim20
according to the main request was insufficient in view
of the density value of 1.75 g/cn?; it was however
sufficient if limted to a value of 2.0 g/cnf, in
accordance with the first auxiliary request (9.3 of the
Decision). Clains 15 to 19 were considered to | ack
inventive step (10 of the Decision), whereas each of
Claims 1, 6 and 20 was held to conply also with this
requi renent, D1, D6, and D10, respectively,
representing the closest state of the art for these
three clains (11, 12 and 14 of the Deci sion).

By letter dated 24 April 1991 (received on 26 Apri

1991) the Patentee (Appellant) |odged a Notice of

Appeal against the above decision and paid the
prescribed fee on 17 June 1991. A Statenent of G ounds
of Appeal dated 12 August was received on 19 August
1991, together with a new set of clainms constituting
the main request (largely corresponding to those on

whi ch the Opposition Division had decided), and with an
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Affidavit dated 7 August 1991 and supporting his
argunents (CGoel Affidavit). As auxiliary requests,
several so called "Fall Back Positions" were
formul ated, two of themin the formof conplete
alternative sets of clains.

In his argunents the Appellant adopted the position of
t he deci si on under appeal where this was favourable to
him and concentrated on defending Caim 14 held
unal | owabl e by the first instance. In his view, neither
did D16 represent the closest prior art, not did D1 or
D6 constitute general technical know edge, nor should
all this prior art be conbined in the way the decision
under appeal did.

In his subm ssion dated 4 May 1992, the Respondent
(Opponent) whil st having conceded novelty and | argely
al so sufficiency of disclosure before the Qpposition

Di vision, again contested both. In particular, he
contended insufficient disclosure of matrix tensile
strength (MIS). To support this allegation he presented
an Expert Opinion by "Siddeutsches Kunststoff-Zentrunt
dated 9 June 1992 and denonstrating the dependency of
MIS on certain paraneters. Furthernore, the Respondent
deni ed not only inventive step, but also the novelty of
Claim6, on the basis that it would cover products
known from D6. He also argued that Cainmns 1 and 14 were
lacking in inventive step, aim1l in view of the

conbi ned teaching of D1 and D2 or in view of D17, and
Claim 14 essentially for the reasons given in the
deci si on under appeal. In addition, he contended that
Claim 14 was anticipated by prior art material, in
support of which allegation he sought to introduce -

wi th subm ssion dated 30 Septenber 1994 - an Affidavit
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dated 21 Septenber 1994 wth attached Test Report of an
own enpl oyee, M Sinotsuji (Sinotsuji papers). The
Respondent further objected that there was i mMmense
overlap of the subject-matter of the various

i ndependent product clainms, such that with one of them
not being patentable the others would automatically be
invalid as well. Finally, the main process clai mwas
said to be unduly broad and to | ack inventive step
because in many cases the cl ainmed process would yield
products outside the scope of the product clains.

In further witten subm ssions, the Appellant denied

t he Respondent’'s right to reopen the discussion on
novelty and sufficiency of disclosure and argued in
favour of novelty, inventive step and sufficiency. In
response to the Sinotsuji papers, he presented two
further Affidavits (Declarations of M Hubis dated

8 Novenber 1994 and of M Lew s dated 4 Novenber 1994).

During the oral proceedings held on 17 Novenber 1994
t he Board gave an interlocutory decision not to adm't
(i.e. to disregard) the Sinotsuji papers and the
further declarations (Hubis and Lewis) filed in
response thereto (see ground 3.2 bel ow).

The Appellant submtted a new set of clains
constituting his main request, together with five
auxiliary requests, and withdrew all his earlier
requests.

Conpared with the main request on which the Opposition
Di vi sion had decided, the new nmain request differs as
fol |l ows:
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At the end of Claim6, the follow ng term has been
added: "and al so having a crushability of |ess than
10% ;

Claim 11 has been del et ed;

Clains 12 to 19 have been renunbered, becom ng
Clains 11 to 18, with dependenci es changed accordingly;

In former Claim20, now 19, the density val ue has been
given as 2.02 g/cn?, with former C aim 21 del et ed;

Former Clains 22 to 33 have been renunbered 20 to 31,
respectively, with the dependenci es anended as foll ows:
new Clainms 20 to 29 being dependent on C aim19 only,
Claim30 on "any of Clainms 19, 23 or 24", and Claim 31
on "any one of Clains 19 to 21".

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the main request or on the basis of one of the
first to fifth auxiliary requests.

The Respondent requested that the appeal be dism ssed,
and as an auxiliary request, that the follow ng point
of law be referred to the Enlarged Board of Appeals:
"Is a determ nation nmethod for a nunerical range of a
paranmeter (in the present case the Matrix Tensile
Strength) in a claimsufficiently disclosed if the
determnation is not conducted according to an

acknow edged standard nethod, but to a nethod devel oped
by the Patentee, and if the patent does not disclose
all the conditions influencing the nunmerical result?"
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Reasons for the Decision

1

2.2

2.3

1959.D

The appeal is adm ssible.

Amendments

Claim6 is a conbination of original and granted
Clainms 10 and 15.

Claim19 finds its basis in original and granted

Claim 24 and Table 2 of the description. The Board does
not follow the Respondent's objection that, in Table 2,
the limt of 2.02 g/cn? in Caim19 was not specifically
di sclosed in isolation, but only in conbination with
specific values for several other paraneters, hence
could not forma valid basis for a generic claimlike
Claim19. In fact, the density value of 2.02 is the
only nunerical process paraneter specified in Caim19,
and at the sane tine, the density is the only paraneter
of Table 2 which can be chosen freely, all others
relating to properties which are a result of the
process. The Board therefore holds that a densification
to 2.02 g/cn? was contained in the original application
as a general disclosure.

As all other clains have clear support in the granted
version (in turn based on the original disclosure) the
amendnents are in accordance with Articles 123(2) and
(3) EPC.

Evidence considered
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The Board has considered the Goel Affidavit and the
opi ni on of Siddeutsches Kunststoff-Zentrum

The Sinotsuji papers (see point VI. above) were filed
W th subm ssion dated 30 Septenber 1994, that is nore
than two years after the Respondent's reply to the
Appel l ants's Statenment of G ounds of Appeal and only
seven weeks before the date of the oral proceedings.
The only expl anation given by the Respondent for the
late filing was, that he had not been able to obtain a
sanple of the filmaccording to D16 as produced before
the priority date of the patent in suit. The Board
finds that explanation unconvincing, not |east because
the tested sanple turned out in the end to be anyway of
a later date. The Board can see no reason why the
Respondent did not present his tests tinely, that is in
pronpt reply to the Appellant's statenment and certainly
before oral proceedi ngs were appointed, thus |eaving

t he Patentee enough tine to reply, e.g. if necessary by
filing countertests. To have waited with the
presentation of this tests until only seven weeks
before the oral proceedi ngs jeopardizes the purpose of
the oral proceedings, nanely to nake a case ready for
deci sion at the conclusion of the oral proceedings
(Art. 11(3) RPBA, QJ 1989, 361) and the right of the
Appel lant to file a detailed counterstatenent. This is
contrary to a fair and expedi ent procedure.

Furthernore due to the late origin of the tested
material the weight to be given to the test results is
uncertain at best. They could thus not be considered to
constitute rel evant evidence. The declaration of

M Sumotsuji of 21 Septenber 1994 and the attached
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test-results are therefore not to be further considered
but to be disregarded (Art. 114(2) EPC)

The Sinotsuji papers having been excluded (point 3.2
above), there was not point in considering the

Appel lant's further declarations filed in response

t hereto.

Sufficiency of disclosure

The Board has scrutinised the Respondent's position
that the nmethod for determning MIS (referred to in
Clains 1, 6 and 13) was not sufficiently disclosed,
because the tensile strength (TS), used to calcul ate
MIS, was not neasured according to an accepted
standard, but according to a nethod defined in the
patent in suit, without indicating all the paraneters
influencing the result of said measurenent.

In fact, only two rel evant paraneters are not expressly
indicated in the patent:

(a) the way in which the gage length is defined; this
can be taken between the grips or between
ref erence marks;

(b) t he tenperature.

In the patent in suit the Appellant specifically
indicated the tester speed and the gage | ength (page 6,
lines 52 to 55). The Board is satisfied that, in al

ot her respects, the Appellant used usual procedures and
conditions, in particular roomtenperature and the gage
| ength considered the normal one in ASTM 882 (=D15),
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whi ch constitutes general technical know edge. From
points 10.4 and 10.5 of D15 (page 377) it is clear that
this "normal " definition is grip to grip rather than
bet ween reference marks. By way of further evidence,
neither of the parties had any problens in nmeasuring
TS. Also the Test Report of Siddeutsches Kunststoff-
Zentrum Table, page 3, is convincing evidence that
there is little difference even between the val ues
obt ai ned by nmeasuring grip to grip and by measuring
bet ween marks, provided that it is done at room

t enper at ure.

Thus the Board is convinced that the way of determ ning
MIS is sufficiently disclosed in the description of the
patent in suit (see also ground 6. bel ow).

Novelty and inventive step

The i ndependent clains will be considered in the order
chosen by the Opposition Division, i.e. commencing with
Claim 13 (corresponding to Claim 14 before the
Qpposition Division; see points IV. and VII1I.).

C aim 13 reads:

"A porous material consisting essentially of
pol yt et raf | uor oet hyl ene pol yner, havi ng nodes
i nterconnected by fibrils characterized in that it has
an et hanol bubble point of |ess than or equal to
4.0 psi (27.6 kPa), said fibrils including first
fibrils oriented substantially perpendicular to second
fibrils, and the ratio of the matrix tensile strength
as neasured along the first fibril direction to the
matri x tensile strength nmeasured al ong the second
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fibril direction is between 0.4 and 2.5 and the matrix
tensile strength in the weaker direction is greater
than or equal to 3000 psi (20.7 MPa)."

The products of Caim 13 have the geonetric and
nmechani cal characteristics of biaxially drawmm PTFE
films with noderate MIS and a | ow et hanol bubbl e poi nt
(BP), i.e. high coarseness. The docunents nost rel evant
tothis claimare D1, D6 and D16. Clearly none of these
explicitly teaches all the features of the claim whose
novelty therefore has to be accepted, unless it could
be shown by other evidence that the fil mdescribed in
any one of these docunments indeed had all the features
of Claim13. No such show ng has been nade. They are

t herefore considered to be novel .

D16 is considered to represent the closest state of the
art. It is a catalog of the MIIlipore conmpany which

di scl oses four different PTFE filters called

"Fl uoropore”. One of these, Fluoropore FS, is shown by
the Tabl e on page 37 to have a nethanol BP of 3.

(Met hanol BP and et hanol BP to be equalised for al
practical purpose herein.) On page 32, D16 al so shows a
phot om crograph of an unspecified Fluoropore filter
clearly lacking unidirectional orientation.

In spite of the Appellant's argunment that the said

phot om crograph could not be assigned to any particul ar
Fl uoropore filter, such as Fluoropore FS, and that the
i nperfect cutting technique used at the tinme the sanple
was prepared woul d cast doubt on any information about
the structure of the film the Board is convinced that
t he photom crograph of D16 is representative for each
of the four Fluoropore filters described there, and
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therefore also for Fluoropore FS; and that,
notw t hstandi ng any distortion owing to inperfect
cutting, the photograph clearly reveals the

t wodi mensi onal geonetric features of Caim13. Fromthe
fact that there was a need to back the Fluoropore
products of D16 by a net of polyethylene (page 32,

m ddl e col um, paragraph 2) it nust be concl uded t hat
the PTFE filmof these Fluoropores had rather |ow
strengt h.

In the light of this prior art teaching, the problem
underlying Claim13 of the patent in suit can be seen
in the provision of PTFE filmlike products having
accept abl e nechanical strength in two perpendi cul ar
directions, thus requiring no additional reinforcenent.

According to Claim13 of the patent in suit this
probl em has been sol ved by providing coarse PTFE fil ns
with fibrils, the filnms containing first fibrils
oriented substantially perpendicular to second fibrils,
wherein the ratio of the MIS neasured al ong the first
fibril direction to the MIS neasured al ong the second
fibril direction is between 0.4 and 2.5 and the MIS in
t he weaker direction is greater than or equal to

3000 psi (20.7 MPa).

The Board cannot follow the Respondent's view that it
was obvious to conbine D16 with D1 and D6 so as to
arrive at the solution of Caim13. Wile sone of the
films of D6 do have MIS and BP within the range given
in Cdaim13 of the patent in suit, they clearly are
unidirectionally stretched (see photo 1 of D6). D1
(Exanmpl es 3a and 3f) does teach products with MIS

val ues falling under the definition of Claim13, but in
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this connection it is totally silent as to coarseness
in ternms of BP. Thus there are three different
docunents teaching filnms which apparently are
different. The properties of these filnms could only be
conbi ned in an obvious manner if there were evidence
that films conbining all these properties could have
been produced using technol ogy avail able at the given
point in tinme. The Respondent has failed to present
such evi dence.

While the skilled person mght well have recognised the
desirability of conbining the properties of the

Fl uoropore filters of D6 with those of Claim 13 of the
patent in suit, there is no neans to tell if they
actually had these properties or if at |east products
havi ng these properties could have been nade, once this
desirability was recogni sed. Furthernore, in the
Board's view, the unidirectionally drawn PTFE fil ns

wi th high MIS and | ow BP of D6 provided no pointer to
produce simlar biaxially drawm filns, and especially
how t o produce these.

The Board therefore holds that the subject-matter of
Claim 13 was not obvious to a person skilled in the art
and does involve an inventive step (Art. 56 EPC). The
sane applies to Clains 14 to 18 dependent upon

Claim 13.

Caim1l reads:

"1. A porous material consisting essentially of
PTFE pol yner, which material has a mcrostructure
havi ng nodes interconnected by fibrils characterized in
that, as neasured along at | east one direction, it has
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an average matrix tensile strength greater than

40, 000 psi (276 MPa) and an average node hei ght/w dth
ratio greater than 3, an average fibril length greater
than 15um and the material is in filament form"

The docunents of particular relevance to this claimare
D1, D2 and D17. D1, which is considered to be the

cl osest state of the art, discloses filanments of porous
PTFE material having a mcrostructure of nodes
interconnected by fibrils, which filanments have a MIS
greater than 40,000 psi. This material, however, has
rather fine pores which make it unsuited for certain
medi cal applications (patent in suit, page 2, lines 39
to 43 in conjunction with page 5, lines 48 to 50. In
the light of that shortcom ng the technical problem
underlying Claim1 of the patent in suit can be seen in
providing PTFE filanments of this type having a coarse
m crostructure, while essentially retaining the MIS of
the fibres of Dl1. According to Claim1l this problemis
sol ved by the provision of such filanents with an
average node height/width ratio greater than 3 and an
average fibril length greater than 15 pm

While certain features of this solution are briefly
mentioned in D2 (reference to "nodes interconnected by
thin fibrils, see page 87, lines 4 to 5 of | ast

par agraph), this disclosure is anyway rather vague.
More inmportant, in the absence of any indication that
it was technically feasible at that tine to conbi ne
these features with those of DL in one product, such a
conmbination is purely theoretical and cannot jeopardise
the inventive step of Claima1l.
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Dl7a di scl oses porous PTFE tubings for nedical use
havi ng nodes and fibrils with a length of 6 to 80 pm
(Cdaiml). Figure 2 shows that the material has nodes
with a height/width ratio greater than 3. Nunerica

val ues for MIS are not explicitly given, but can be
calculated fromindi cated val ues of density and TS (0.2
to 0.5 g/cn? and 2500 to 6500 psi, respectively; page 5,
lines 86 to 91). The total possible range of MIS thus
woul d be from 11,000 to 71,500 psi, that is definitely
above the m ni num val ue of 40,000 psi stated in daiml
of the patent in suit. However, these two figures are
obtai ned only by conmbining the upper limt of the
density with the lower Iimt of TS and the lower limt
of the density with the upper limt of TS, which
selection fromtwo nunerical ranges is not the correct
way to proceed. (If, on the other hand, the two | ower
l[imts and the two upper limts, respectively, were
conbi ned, MIS val ues around 28, 000 psi woul d be
obtained.) Thus there is certainly no clear disclosure
of relevant MIS values in Dl7a. This conclusion is
fully inline with an Affidavit of M Lew s of

19 February 1991, (page 2, paragraph 3) asserting that
no PTFE vascul ar grafts (=tubes) with MIS above

20,000 psi were known to him before the invention of
the patent in suit was nade. Furthernore, even if - for
t he sake of argument - the conplete range of MIS from
11,000 to 71,500 psi were supposed to be disclosed in
Dl7a, one still had to select the upper, clearly |ess
preferred part of that range and repl ace tubes by
filaments (two nental steps) in order to arrive at the
subject-matter of Claim1 of the patent in suit.

The Board therefore does not consider Claim1l of the
patent in suit to be obvious in view of the prior art
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di scussed. The sane applies to the dependent Cains 2
to 5.

Claim6 reads:

"A porous material consisting essentially of
pol yt etraf |l uor oet hyl ene pol yner, having nodes
i nterconnected by fibrils, characterized in that said
material has a matrix tensile strength greater than or
equal to 3,000 psi (20.7 MPa) and |l ess than or equal to
25,000 psi (172.5 MPa) and which has a correspondi ng
coarseness index greater than or equal to the value on
a line connecting the points AL D, C, and D defined in
the follow ng tabl e:

Matrix tensile strength Coar seness i ndex

psi (MPa) (gmcc)/psi (gnm cc/ MPa)
A 3, 000 20.7 0. 40 57.97
B 12, 000 82.8 0. 40 57.97
C 16, 000 110. 4 0. 20 29.0
D 25, 000 172.5 0. 20 29.0

and al so having a crushability of |less than 10%"

D6 is considered to be the nost relevant state of the
art for this claim It discloses PTFE filns having a
rat her high MIS and a high coarseness index (Cl), the
| atter being defined as the density of the porous

mat eri al divided by the ethanol BP

The Appellant previously defended Claim6 wth a scope
not limted to any particular crushability, contesting
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sonme of the data of D6 on the basis of experinental
data according to which the products Fl uoropore FP-500
and FP-1000 would lie outside the range clainmed in
granted C aim6. However, for two reasons, the Board
assigned nore weight to the data derived fromD6 itself
and expressed consi derabl e doubt as to the novelty of
Claim6 in its granted version: (a) because information
taken froma single docunent generally is nore reliable
than i nformation obtainable only by conbining a
docunent's teaching with other evidence; and (b)
because (Respondent's subm ssion of 4 May 1992,
attached Fig. 3) the points of the sanples as
calculated fromD6 lie far inside the clainmed field, so
that even a rather |arge experinental error would not
shift themto outside the field, whereas a nuch smaller
shift of the position of the points according to the
Affidavit of M Lewis could bring themwthin the
field. The Appellant then limted Claim6 to its
present formby conbining it with the feature of
granted Caim11. There being no reference whatsoever
in D6 to crushability, the so limted claimis clearly
novel .

The Board does not share the Respondent's unsupported
m sgivings to the introduction of the term
"crushability” as a limting feature of a claim this
being allegedly not a termgenerally known and accepted
inthe art. In the Board's viewthis termis
sufficiently well defined in the patent in suit, to be
perm ssible as a claimfeature. The Board does not see
whi ch objection under Article 83 of 84 EPC could stand
in the way of that term
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In the light of the disclosure of D6 the technical
probl em underlying Claim6 of the patent in suit can be
seen in the provision of porous PTFE filnms having high
coarseness and noderate to high MIS which, in addition,
possess hi gh nmechanical stability under a |oad acting
on the surface of the film

According to Claim6 this problemis to be solved by
such films having C and MIS within the boundaries of
the field defined by the table in said claimas well as
a crushability of less than 10% (Crushability is
explained in the patent in suit, page 7, lines 53 to
61.) The Board is satisfied that the above problemis

i ndeed solved by filns with the features given in
Claim6.

Since D6 is silent as to the problemas well as the
solution given in Claimé6, and since there is no
pointer to this solution to be found in any other
citation, this claimis not rendered obvious by the
cited art.

Caim6 inits present formtherefore is not only novel
but al so inventive. The sanme holds true for the
dependent Clains 7 to 12.

The Respondent raised the question of mutual overl ap
bet ween the product clainms, and in particul ar suggested
that | acking novelty of one such claimwould result in
| ack of novelty of sone or all other product clains
because of such an overlap. This is however npot
because, as shown above, all the product clainms are
novel and all owabl e as they stand.
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C aim19 reads:

"A process for producing a porous material of

pol yt etrafl uoroet hyl ene pol ynmer, which material is in
accordance with any one of the preceding clains, the
mat eri al having been produced from paste-extruded
pol yt etraf | uor oet hyl ene extrudate from which al
extrusion-aid |ubricant has been renpved, characterised
in that the process conprises the steps:

(a) increasing the density of the dry extrudate to at

| east 2.02 g/cn? at an el evated tenperature |less than

the crystalline nelt tenperature of PTFE;, and

(b) stretching said densified dry extrudate at an

el evated tenperature less than the crystalline nelt

t enperature.’

The cl osest state of the art with regard to this
process claimis considered to be D10, which describes
m cropor ous PTFE-tubes made by an extrusion process

i ncl udi ng a conbi ned conpressing and stretching step,
by which the tube is drawmm between a die and a pl ug.
The tubes so produced have a high BP, high porosity and
a low wall thickness/inside dianeter ratio.

In the light of this prior art teaching, the technical
probl em underlying Caim219 of the patent in suit can
be seen in the provision of a process for the
preparation of m croporous PTFE products which are at
the sane time coarse and strong.

According to Claim19 this problemis to be solved by
provi ding an extrusion and draw ng process for PTFE
materials wwth an extra densification step preceding
the stretching, in which the material is conpressed to
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a density of at least 2.02 g/cnf. In view of the

exi sting, unchal |l enged evi dence, the Board has no doubt
that the cl ai med proposal indeed solves the existing

pr obl em

D10 does not teach any densification to a specific
val ue of density and even less to a density of

2.02 g/cnt. In the process of D10, npdest conpression
occurs during the drawi ng step, but no isolated
conpression or densification step before drawing is
di scl osed or suggest ed.

In addition, the effects of the process of D10 and the
process of Claim19 of the patent in suit are just
opposite: According to D10 the BP increases when die
and plug are used (page 3, lines 27 to 30, and Table 1
experinments 1 vs. 3 and 2 vs. 4, see BPs); according to
the patent in suit densification is perfornmed in order
to increase the pore size, that is to decrease the BP

Nor can any pointer to a separate step to increase the
density prior to stretching be found in any of the
ot her cited docunents.

Thus the subject-matter of CAaim19 is novel and
inventive. The sane applies to the dependent C ains 20
to 31.

Nor can the Board accept the Respondent's attack
against Caim19 on the basis that its process may al so
be carried out such that products not within any of the
product clainms are obtained. On the one hand, the
phrase "which material is in accordance with anyone of
the preceding clains", at |east when taken literally,
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woul d seemto exclude the possibility envisaged by the
Respondent; on the other hand, this phrase may wel |l be
an unnecessary limtation, because a new and inventive
process may al so |l ead to known products.

6. The Respondent requested that the question be referred
to the Enlarged Board of Appeal whether a neasuring
nmet hod devel oped/ defined by the patentee for a
paraneter (appearing in a claim is sufficiently
disclosed if it is no generally known standard net hod
and if the patent does not disclose all its necessary
el enents (see text of the question cited in point X
above).

Article 112(1)(a) EPC provides for a referral if the
conpetent Board considers that a decision by the

Enl arged Board is required to ensure a uniform
application of the law, or if an inportant point of |aw
arises. This is not the case here because the question
starts out on the wong prem se. As was explained in
ground 4 above the neasuring nethod was found to be
sufficiently disclosed in the patent. Text and purpose
of Article 83 EPC | eave no doubt that its requirenents
are thus nmet. Even if one would consider the question
inthe light of the requirenents of Article 84 EPC the
Board finds that a measuring nethod underlying a
feature in a claim(a paraneter) does not directly
refer to the scope of the claim that it does as such
not constitute an essential feature and that it is
therefore rightly put into the description (see also
Rul es 27(1)(c) and 29 EPC).

7. The m nutes of the order of the decision given orally
on 17 Novenber 1994 and uphol ding the patent contained

1959.D
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the term"to grant a patent”. This nust obviously have
read: "to maintain the patent” and is to be considered
corrected in that sense. The order therefore reads as
fol |l ows:

For these reasons it is decided that:

1. The Respondents' request concerning the referral of a
point of law to the Enlarged Board is rejected.

2. The deci sion under appeal is set aside.

3. The case is remtted to the first instance with the
order to maintain the patent on the basis of the main
request as filed during the oral proceedings and a
description to be adapted.

The Regi strar: The Chai r man:

P. Martorana F. Antony
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