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Summary of Facts and Submissions

The Appellant is the applicant of European patent
application No. 87 308 436.2, corresponding to EP-A-

0 261 958. The appeal was filed on 13 March 1991 and
i es agai nst the decision of the Exam ning D vision of
t he EPO announced on 6 June 1990, with witten reasons
delivered on 7 January 1991, by which the application
was refused. The appropriate fee was paid on 14 March
1991.

1. The deci sion under appeal was based upon Clains 1 to 5
as filed and published. Claim1l read as foll ows:

"Distillate fuel oil boiling in the range 120°C to 500°C
whi ch has a wax content of at least 0.3 weight% at a
tenperature of 10°C bel ow t he Wax Appear ance
Tenperature, the wax crystals at that tenperature having
an average particle size |ess than 4000 nanonetres. "

Claims 2 to 5 defined smaller upper limts of the
particle size down to 1000 nanoneters.

The first reason for refusal was that the application
only taught a nethod to obtain a fuel oil containing wax
particles having a size of 1200 nm when tested at 6.4°C
bel ow t he Wax Appearance Tenperature (WAT). Since there
was no information available as to how to obtain smaller
wax particles at a tenperature of 10°C bel ow WAT, the
subject-matter of Claim1l, insofar as it related to
particle sizes bel ow 1000 nanoneters, was not discl osed
in the application in a manner sufficiently clear and
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conplete for it to be carried out by a person skilled in
the art.

The second and nore inportant reason was that a part or
parts of that clained subject-matter which was not open
to objection under Article 83 EPC, did not neet the
requi renent of Article 84, first sentence in conbination
with Rule 29(1), so that the claimas a whole did not
define (state all the essential elenments of) the matter
for which protection was sought, i.e. the fuel oil, in
terns of technical features. Referring to docunent

(1) FR-A-2 256 235

it was stated that the principle of crystal size
reduction, which was an essential feature of the clained
subject-matter, in other words the need to have crystals
as small as possible, was already known in the art of
preventing the so-called "cold filter plugging".
Therefore, the contribution which the present patent
application nmade to the art was not this principle of
smal | ness, but rather a particular manner of achi eving
this desired result. In these circunstances, the
indication of the "critical" upper Iimt of the particle
si ze of 4000 nm was not considered to involve an

i nventive step. Thus, any patentable invention could
only lie in the choice of the superior additive
described in the patent, which produced the desired
smal | particles.

1. In the statenment of grounds of appeal received on 16 May

1991 and during oral proceedings, which took place on
18 March 1993, the Appellant argued that the present
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clainms did define the subject-matter for which
protection was sought in such a manner that any person
skilled in the art of fuel distillates could easily find
out whether a particular fuel oil was or was not covered
by these clainms. Therefore, the clarity requirenent of
Article 84 EPC was net. In respect of Article 83 EPC,
the Appellant admtted that the application did not
contain any disclosure enabling a skilled person to
obtain fuel oils of the clainmed type containing wax
crystals of an average particle size of less than 1000
nanoneters. In his opinion, however, it was not
necessary to indicate a lower |imt of the particle size
in the clainms, since the solution of the technical
problemto avoid filter plugging was the indication of a
suitable upper limt. Thus, the lower limt was not an
essential feature of the invention.

The Appellant further contested the Exam ning Division's
opi nion that docunent (1) disclosed the principle
underlying the present application, i.e. to nmake the wax
crystals so small that they were able to pass the main
filter of a diesel engine. This docunent, having a 1973
priority and originating fromthe sane conpany, Exxon
shoul d, so he argued, be construed in its historical
context. On this construction, it taught the
nodi fi cation of the shape of the wax crystals, rather
than the reduction of their size. Mreover, this
docunent was solely concerned with quite different types
of filters, having nmesh widths of e.g. 44000 nm i.e.
havi ng pores tenfold larger than those described and
claimed in the application in suit.
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Since the particle size as well as the boiling range of
the fuel oil, and the wax content as defined in the
present clainms were technical features, and were the
only ones necessary for solving the technical problem of
avoiding the clogging of the main filter of a diesel

engi ne, he submtted that the requirenents of Article 84
and Rule 29(1) were also net. The Appellant also
strongly enphasi sed that before the priority date of the
application in suit nobody had thought of solving the
problemof filter clogging ("plugging”) by the reduction
of the crystal size. Thus it was this new principle of
solving an old technical problemthat was the rea
contribution to the art made by the clainmed invention,
even if the description did not clearly say so. At the
sanme tinme the Appellant admtted that the description
did not disclose any other nethod of obtaining the
desired crystal size than the addition of certain
additives to the fuel oil and also that there was no
common general know edge of making fuel oils of this
kind available to the person skilled in the art.

However, he argued that it was settled jurisprudence
that the availability of only one way of carrying out an
invention was sufficient to neet the requirenent of

Art. 83 EPC, and that the disclosure of the invention
was therefore sufficient.

For the sanme reasons, he submtted, the requirenent of
support by the description as stipulated by Art. 84 EPC
was also net. In his opinion the situation here under
consi deration was conparable with the invention of a new
chem cal conpound, where it was settled jurisprudence

t hat the disclosure of only one nethod of preparing it
was sufficient to obtain product protection per se,
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implicitly covering all nmethods of preparation,
i ncludi ng those which were neither disclosed, nor were
avai |l abl e by common general know edge.

| V. The Appel |l ant requested that the decision under appeal
be set aside and that the patent be granted on the basis
of the clains as filed, or, as an auxiliary request,
that the patent be granted on the basis of Clains 1 to 4
submtted during oral proceedings. Claim1l of this set
of clainms contained a lower limt of 1000 nanoneters for
the size of the wax crystals.

At the end of the oral proceedings the decision of the
Board to dismiss the appeal was announced.

Reasons for the Decision

1. The appeal is adm ssible.

2. Mai n r equest

The set of clains according to this request was objected
to because Caim5 of this request related to subject-
matter which was not sufficiently disclosed as required
by Article 83 EPC. The Board observes that this

obj ection does not only relate to the subject-matter of
Claimb5, but applies equally to the subject-matter of
Claims 1 to 4, on which Caimb5 depends. In other words,
in the present case there is absolutely no doubt that

all these clains nust be so construed as to relate to
fuel oils containing wax crystals smaller than 1000
nanoneters. The Appellant has admtted that no way of
obt ai ning such fuel oils was disclosed or could be found
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in the body of relevant common general know edge.
However, in the Board's judgnment, in order to fulfil the
requirenment of Art. 83 EPC, the application as filed
must contain sufficient information to allow a person
skilled in the art, using his comon general know edge,
to carry out the invention within the whole area that is
clainmed. Therefore, the decision under appeal correctly
found that the clainms of the main request related to an
i nvention which was not sufficiently disclosed, as
required by Article 83 EPC

The Appellant's submission that the lower limt in the
present case is not an essential feature of the

i nvention, and need not, therefore, be nentioned in the
claim does not relate to the requirenent of Art. 83,
but rather to Art. 84 EPC. However, the Board cannot
agree with this subm ssion, since the essential features
of the invention, which nust be used for defining the
matter for which protection is sought, in accordance
with Art. 84 EPC in conbination with Rule 29(1) and (3),
are all those technical features which are necessary to
define an invention which is patentable under the EPC,
including any feature which is necessary to define
matter which al so neets the requirenment of sufficient

di scl osure pursuant to Article 83.

Therefore, the main request nust fail.

3. Auxiliary request

3. 1. Claim1 of this request differs fromCaim21l of the main
request by the introduction of the lower limt of the
particle size of 1000 nm This limt is disclosed as an
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upper limt in original daimb5, which depended on
original Caim1l. Thus the range now clained is the

di fference of the ranges disclosed in original Clains 1
and 5 and therefore neets the requirement of Art. 123(2)
EPC.

The introductory part of the description (page 2,

lines 1 to 49) sets out the historical devel opnent of
the technical field of inproving the fluidity of diesel
fuel at low tenperatures. It states that untreated
distillate diesel fuel tends to formplate-Iike wax
crystals at | ow tenperatures which then congeal to form
a spongy mass, entrapping oil, thereby preventing the
oil from pouring. This problemhad at first been
overconme by additives which acted as pour-point
depressants, by the nodification of both the size and

t he shape of the wax crystals, in order to reduce the
cohesive forces between the wax crystals thensel ves and
between the wax and the oil, in such a manner as to
permt the oil to remain fluid at a | ower tenperature,
so remai ni ng pourable and thus able to pass through
coarse filters. Later devel opnments concentrated on the

i nprovenent of filterability, again by nodifying both
the size and the shape of the wax crystals form ng at

| ow tenperatures, in such a manner as to produce nostly
needl e-li ke crystals which forned a perneabl e cake on
the filter, thereby allowing the liquid fuel to pass.
The wax crystals are then dissolved when the fuel is
heated up during the operation of the diesel engine. The
description goes then on to state that it has now been
surprisingly found that waxy fuels formng wax crystals
of sufficiently small size at |ow tenperatures, enabling
themto pass through paper main filters typically used

ET040991. D Y



3. 3.

- 8 - T 0409/ 91

in diesel engines, may be obtai ned by the addition of
certain additives (lines 50 to 53) and that "the
present invention therefore provides distillate fuel oi
havi ng an average particle size of |ess than 4000
nanonetres”. In the Board' s judgnent, this part of the
description of the invention is of a fuel oi
conposition which must contain, as an essential
constituent, "certain additives". It is precisely this
feature that is mssing fromthe present clains, which,
therefore, do not neet the requirenent of Art. 84 EPC,
first sentence, since they do not define the clained
subject-matter by reference to all its essenti al
technical features. Insofar as these clains omt to
include this essential feature, they are not definitions
of the invention actually described in the body of the
description, but nmere inconplete descriptions of it.
Accordingly, if there be a definition in these cl ains,
it is of sonme other invention of which the nature of the
additives is not an essential part; nanely the invention
of the principle of smallness, referred to in iteml
above.

Furthernore, Art. 84 EPC also requires that the clains
nmust be supported by the description, in other words it
is the definition of the invention in the clains that
needs support. In the Board' s judgnment, this requirenent
reflects the general legal principle that the extent of
t he patent nonopoly, as defined by the clains, should
correspond to the technical contribution to the art in
order for it to be supported, or justified (see

T 133/85, QJ EPO 1988, 441). This means that the
definitions in the clains should essentially correspond
to the scope of the invention as disclosed in the
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description. In other words, as was stated in Decision
T 26/81 (QJ EPO 1982, 211, point 4 of the reasons), the
clainms should not extend to subject-matter which, after
readi ng the description, would still not be at the

di sposal of the person skilled in the art. Consequently,
a technical feature which is described and highlighted
in the description as being an essential feature of the
i nvention, nmust also be a part of the independent claim
or clainms defining this invention (see also Decision

T 133/85, point 2 of the reasons). Since the Board could
not find in the rest of the description anything which
m ght be inconsistent with the above cl ear statenent of
what the clained invention is, in particular because al
t he wor ked exanpl es describe fuel oils containing
additives, and, furthernore, all those exanples which do
not contain an additive of the group of "preferred

addi tives" nentioned in the paragraph bridgi ng pages 3
and 4, are marked "conparative exanples" and produce,
after cooling, wax crystals which do not neet the
requirenents set out in Claim1l, the description does
not support (or justify) a claimwhich is directed to a
fuel oil w thout any additives. Therefore, the present
Claim is not supported by the description and,
therefore, offends Art. 84 EPC

The Board has al so considered (Article 114(1) EPC)

whet her the present Caim1l could be construed to inply
the presence of certain additives, giving rise to the
stated particle size as the functional feature.

However, even assum ng such a construction to be
perm ssi bl e, the Board has serious doubts that such a
functional definition would, in the present

ci rcunst ances, neet the requirenments of Art. 84 EPC,
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since such a functional definition, even if it would be
nore clearly related to the correspondi ng technical
feature, i.e. the additives, would only be allowable if
a nunber of alternatives capable of performng the said
function would be at the disposal of the person skilled
in the art, either after reading the description or on

t he basis of his comobn general know edge. However, the
description discloses only one possibility of obtaining
the desired particle sizes, i.e. the use of additives of
the chem cal structure indicated on page 3, line 48 to
page 4, line 14 of the published application, and does
not contain any gui dance enabling the person skilled in
the art to find other suitable additives or additive
conbi nati ons bei ng capabl e of producing the desired
smal | wax crystals. The Appellant has further admtted
during the oral proceedings that he was not aware of any
common general know edge which m ght have enabl ed the
skilled person to find further ways for obtaining fuel
oils having the clained particle size.

In these circunstances, the Board finds that such a
functional definition cannot be regarded as the nost
conci se way of defining the invention as described in
the body of the specification, but is rather an attenpt
to claimnot only the technical contribution to the art
actual ly described, but also to nonopolise a technical
area extending well beyond it. However, as it has

al ready been stated above, this would be contrary to the
requi renent of "support” set out in Art. 84 EPC, which
prevents such overtly "covetous" claimng. Put another
way, the description, on its proper construction, would
only support clainms which contained the above structural
definition of the suitable additives.

ET040991. D Y



3. 5.

- 11 - T 0409/ 91

Furthernore, the Board is not convinced that the crystal
size is a clear functional definition of the clained
fuel oil conpositions, i.e. that a person skilled in the
art can find out w thout undue burden, i.e. by routine
testing, whether or not a certain fuel oil conposition
falls within the terns of the claim(see also T 68/ 85,
Q) EPO 1987, 228), since a conparison of Exanples 3 and
4 of the application in suit reveals that a sinple
repetition of Exanple 3 resulted in a crystal size of
2000 instead of 1500 nm l|eading to a pressure drop
across the filter of 35.5 instead of 6.5 kPa. Hence the
crystal size produced in identical fuel oil conpositions
vari es substantially, depending on unknown factors, and
cannot, therefore, clearly and unanbi guously define

t hese conpositions.

Lastly, the present clains relate to an invention which
does not neet the requirenent of Art. 83 EPC either.

Al t hough the requirements of Art. 83 and Art. 84 are
directed to different parts of the patent application,
since Art. 83 relates to the disclosure of the
invention, whilst Art. 84 deals with the definition of
the invention by the clains, the underlying purpose of
the requirenment of support by the description, insofar
as its substantive aspect is concerned, and of the

requi rement of sufficient disclosure is the sane, nanely
to ensure that the patent nonopoly should be justified
by the actual technical contribution to the art. Thus, a
claimmy well be supported by the description in the
sense that it corresponds to it, but still enconpass
subj ect-matter which is not sufficiently disclosed
within the nmeaning of Art. 83 EPC as it cannot be
performed w thout undue burden, or vice versa. In the
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present case, however, the reasons why the invention
defined in the clains does not neet the requirenent of
Art. 83 EPC are in effect the sane as those that lead to
their infringing Art. 84 EPC as well, nanely that the

i nvention extends to technical subject-matter not nade
avai l able to the person skilled in the art by the
application as filed, since it was not contested by the
Appel l ant that no information was given to performthe
cl ai med invention successfully w thout using the
structurally defined class of additives. Therefore, the
Board does not find that the description discloses the
invention defined in the present clains in the manner
prescri bed by Art. 83 EPC.

In this respect, the Board does not accept the
Appel I ant' s subm ssion that sufficiency should be

acknow edged sinply because one way of perform ng the

i nvention was disclosed. In the Board's judgnent, the

di scl osure of one way of performng the invention is
only sufficient within the neaning of Art. 83 EPCif it
allows the person skilled in the art to performthe
invention in the whole range that is claimed, as was

al ready stated in point 2 above. However, the question
whet her the disclosure of one way of performng the
invention is sufficient to enable a person skilled in
the art to carry out the invention in the whol e clained
range is a question of fact that nust be answered on the
basis of the avail able evidence, and on the bal ance of
probabilities in each individual case. In the present
case, the clainmed invention concerns a class of fuel oi
conpositions characterised by a common feature, i.e. the
presence of wax crystals of a certain size under certain
conditions. In the Board' s judgnment, this case differs
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fromthose where a class of chem cal conpounds is
clainmed and only one nethod of preparing themis
necessary to enable a skilled person to carry out the
invention, i.e. to prepare all conpounds of the clained
cl ass. Rather, the present case is conparable to cases
where a group of chem cal conpounds is clainmed, and not
all of the clainmed conpounds can be prepared by the

nmet hods di sclosed in the description or being part of

t he common general know edge (see e.g. T 206/83, Q) EPO
1987, 5). In the latter case, it was not held sufficient
for the purpose of Art. 83 EPC to disclose a nethod of
obt ai ning only some nenbers of the clainmed class of
chem cal conpositions. Thus, the Board' s finding that

t he di sclosure of the clainmed invention is only
sufficient if it enables the skilled person to obtain
substantially all enbodinents falling within the anbit
of the clains, is consistent with the earlier
jurisprudence of the Boards of Appeal of the EPO (see
also T 226/85, QJ EPO 1988, 336).

For these reasons the auxiliary request nust fail,
regardl ess of whether or not the alleged "principle" to
avoid the so-called "cold filter plugging" (or clogging)
by reducing the size of the wax crystals would be novel
and inventive. Furthernore, the Appellant has admtted
during the oral proceedings that it was possible to
construe the neaning of the - in his opinion anbi guous -
statenment in docunment (1) that "the fuel oil should
produce, upon cooling, only small wax crystals which do
not plug the filter" (see page 1, lines 18 to 22) in
such a way as to disclose precisely just this allegedly
"new principle".
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Order

For these reasons, 1t is decided that:

The appeal is dism ssed.

The Regi strar: Chai r man:

E. Gorgnuier:
K. J. A Jahn
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