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Cathchword:

T 77/87, Q) EPO 1990, 280, defined the state of the art for

t he purposes of Article 54 EPC as including what had been nade
available to the skilled person as a matter of technical
reality, and on that basis excluded fromthe state of the art
a feature of a cited abstract shown to be wong by reference
to the patent on which it was based, and to which the abstract
referred. Later decisions reflect that fact that published
matter may al so be excluded fromthe state of the art if it is
so inplausible in the eyes of the skilled reader that he would
reject it as erroneous, or where, as in the present case, the
same conclusion is based on the conbined effect of internal
contradiction and a readily accessible rel evant external

di scl osure.
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Summary of Facts and Submissions

0596. D

Eur opean patent No. 136 169 was granted on 8 March 1989
on the basis of application No. 84 306 525.1 filed on
25 Septenber 1984, claimng a priority date of

29 Septenber 1983 based on Japanese Application

No. 179211/83. Claim1l of the patent as granted took
the follow ng form

"An alloy steel powder for high strength sintered parts
consisting of 0.4-1.3%by weight of Ni, 0.2-0.5% by

wei ght of Cu provided that the total amount of N and
Cuis 0.6-1.5% by weight, 0.1-0.3% by wei ght of M, not
nore than 0.02% by weight of C, not nore that 0.1% by
wei ght of Si, not nore than 0.3% by wei ght of M and
not nore than 0.01% by wei ght of N, the renainder being
Fe and incidental inpurities.”

An opposition was filed by the Appellant on the ground
of Article 100(a), alleging | ack of novelty (Article 54
EPC), and | ack of any inventive step (Article 56 EPC)
The Opponent relied in particular on the foll ow ng
docunent s:

(1) GB-A1 469 655 and
(1la) US-A-3 864 809, the US equival ent of docunent (1).

By its decision issued in witing on 25 March 1991 the
Qpposition Division rejected the opposition. It held

t hat al t hough there was sone overl ap between the
conpositions, the subject of Claim1l of the patent in
suit and those disclosed in docunent (1), because
docunent (1) disclosed a range of Cu contents from 0. 15
to 2.25% while Claim1 covered the range of 0.2 to
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0.5% neverthel ess as the whol e teachi ng of

docunent (1) was directed to using nmuch higher
proportions of Cu, there was novelty on the basis of

sel ection. Concerning inventiveness it held that as the
conpositions exenplified in docunent (1) were far
removed fromthose clained in the patent in suit, and
as the conposition of the powder used for the
conparative test included in the patent in suit in
Table 1 identified as a "Conventional steel powder",

al t hough closer to the clained conpositions than those
di scl osed in docunment (1) still did not achieve the
desired properties of the conpositions according to the
al | eged invention, docunent (1) was not a sufficient

|l ead for the skilled worker in the direction of the

cl ai med subject-matter, which was therefore inventive.
The remai ni ng docunments were renoter than docunment (1)
and therefore did not need to be considered for the
assessnment of novelty or inventiveness.

An appeal against that decision was filed on 27 My
1991, the appeal fee was paid on the sane day, and the
Statenent of G ounds of Appeal was filed on 22 July
1991. In that statement, the Appellant argued that
novelty was | acking having regard to the ranges of
conposi tions disclosed in docunent (1). Regarding the
stated objectives of the alleged invention, viz. to
obtain an alloy powder offering low cost in relation to
prior art alloys, good conpressibility, high strength
of the sintered body, and the absence of a need for a
specific atnosphere during sintering, it was argued
that the skilled worker would have known fromthe
outset that cost could be reduced, and conpressibility
i mproved, by reducing the proportions of Cu and Ni from
the levels hitherto used, since these alloying elenents
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were known to be relatively costly, and it was al so
known that all alloying elenents added to a steel

powder which were present in solid solution increased

t he hardness of the powder. Likew se the skilled worker
woul d know that a conposition containing | ess alloying
el ements was | ess susceptible to the furnace atnosphere
during sintering, while the claimto have achieved

i nproved strength in the sintered conpacts was
unsubst anti at ed.

In response to a conmmuni cation fromthe Board dated
29 August 1995 acconpanyi ng a summons to oral
proceedi ngs the Appellant nmade reference to a paper:

(10) The effect of Copper and N ckel additions to high
conpressibility Sponge Iron Powder on the sintered
properties of materials with 0.3 and 0. 6% Carbon, by
L. E. Svensson, Powder Metallurgy, 1974, volune 17,

No. 34 pages 271 to 287,

and argued that the alleged invention was obvious in
the light of its disclosure, or in the light of its

di scl osure together with that of document (1). It also
indicated that it would not appear at the proposed oral
proceedi ngs, the date for which was consequently
vacated by the Board.

The Respondent argued in its counterstatenent that none
of the prior art renotely suggested that the
consi der abl e advantages of the invention, with respect
to savings in the costs of alloying el enents and

avoi ding the need for protective atnospheres during
sintering, could have been attained at the sanme tine as
achieving a product w th superior nechanical
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properties. It had also contended in its reply to the
opposition filed on 4 July 1990 that a study of
docunent (1) indicated a strong probability that the Cu
range given in Claiml was incorrect, and that a

skill ed reader woul d have understood that the | ower
[imt should have read "0.75%, rather than the figure
of "0.15% which appeared in the printed docunent.

The Appel |l ant requested that the decision under appeal
be set aside, and the patent revoked. The Respondent
requested that the appeal be di sm ssed.

Reasons for the Decision

1

0596. D

The appeal is adm ssible.

The Alleged Invention

The alleged invention relates to iron alloys containing
smal | proportions of Cu, Ni and Mo used in powder
metal | urgy. Such powders are fornmed into finished
conponents by conpressing the powder, and thereafter
sintering, usually in the presence of a protective

at nosphere. The stated objectives of the alleged
invention, as set out at page 2 lines 13 to 16 and

page 3 lines 29 to 34 of the patent in suit, are to
achi eve a cheaper product by using |less of the
relatively costly alloying constituents Cu and Ni

while at the sane tinme inproving conpressibility, with
consequently inproved toughness and strength, and
avoiding the need to enploy a relatively costly
protective atnosphere. In accordance with the patent in
suit, those goals are achieved by the use of a
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conposition as defined in Caim1l. Such conpositions
differ fromthose comonly in use in that the maxi mum
level for conbined Cu + N of 1.5%is below the

conmbi ned anmount normal |y contenpl at ed.

That the desired results are attainable in accordance
with the alleged invention is supported by the data
contained in Table 4, used as a basis for Figures 1, 2,
and 3 of the patent in suit. These Figures show tensile
strength, plotted respectively against conbined Ni + Cu
contents, Cu content, and M content, and confirmthat
peak strength is achieved within the clai nmed
conposition limts, albeit that not nuch worse results
are shown by conpositions just outside the clained
conposition limts.

On the basis of the data given in the patent in suit,
the Board is satisfied that a useful range of
conpositions is defined by CCaiml in suit. It does not
matter, and is hardly surprising, that sone
conpositions lying close to the clained range may give
conparabl e results.

Disclosure of document (1)

Docunent (1) defines in Claim1l and the correspondi ng

i ntroductory passage at page 2 lines 3 to 13 a
conposition of an alloy intended for use in powder
nmetal | urgy having the follow ng essential constituents,
t he bal ance being iron and inpurities:

Ni 0.25 - 1.5
Cu 0.15 - 2.25
Mo 0.1 - 0.6
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(enmphasi s added).

The skilled reader could not fail to notice that the
ranges of the conponents are broadly defined, with N
and Mo having a range of 6:1 between their maxi ma and
mnima, and that the Cu range is still broader, having
a 15:1 ratio between its maximumand mninumlimts. He
woul d al so observe that the m ni mum proposed
proportions of NN and Cu are very small in relation to
t he known conpositions, which normally contain a

conbi ned anmount of some 2.0% (patent in suit page 2
line 18). So alerted, he would look with interest to
see what results are attainable with alloys at the

| oner end of the ranges specified for Cu and Ni near to
the conbined lower limt of 0.4% Reading the
description further he would reach at page 2 lines 82
to 90 the passage which teaches:

"Copper has a small though undesirable influence on the
Ac, tenperature. Its main effect is that of inparting
strength through precipitation hardening, although it
does not appreciably contribute to solid solution
strengthening during forging. Preferably therefore, the
copper content should be at |east 0.75% and nore
preferably at least 1.5%"

The skilled reader would note that the proportion of Cu
said to be nore preferred is at least ten tines as high
as the clainmed mninmum and he woul d be wondering why,
if 0.75 to over 1.5% Cu is needed, the very
significantly lower limt of 0.15%was included in the
Clainms. The statenent quoted above is not of the kind
commonly encountered in patent specifications, where a
desired effect is to be seen in a given range, and
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still nore strongly within a narrower range, reflected
by a done shaped graph as exenplified in Figure 1, 2
and 3 of the patent in suit. Instead, the quoted
passage teaches that the effective range for copper
starts at 0.75% wth no hint that as little as 0.15%
could be of any value at all. Notw thstanding the use
of the word "preferably”, the above-quoted statenent is
nore a contradiction than an anplification of the broad
range of Claim1, to the extent that doubts would arise
in the skilled reader's mnd as to whether the | ower
[imt of 0.15% had been intended, or whether that |ow
figure was a nere msprint for the 0.75% m ni num anount
mentioned in the reasoned statenent quoted above. He
may be presuned to be aware that the nunbers 1 and 7,
particularly when in manuscript form are capable of
bei ng conf used.

The doubts al ready nentioned would be further fuelled
by the passage at page 3 lines 42 to 46, in which, when
di scussing the preferred ranges of Cu and Ni, the
skilled reader would note that the anpunts of Cu
proposed are consistently larger than the proportions
of Ni. That is confirmed in the two Exanples in
accordance with the invention of docunent (1) (Alloys 1
and B of Table 1) each of which contains 1.9% Cu, i.e.
sone 13 tines as nmuch as the clainmed lower limt, with
a further 0.95% of N . These Exanpl es have a conbi ned
level of Cu + N of 2.85% and shed no |ight on what

m ght be the possible effect of going to the | ower
extremty of the clained ranges, with a total Cu + N
anounting to only 0.4% At the very |east, based on the
text of docunment (1) alone, there would be strong doubt
in the mnd of the skilled reader as to whether the
lower limt of 0.15% of Cu was intended at all.
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3.5 That uncertainty as to the intended lower limt for Cu
woul d have the effect that a worker, seeking to
establish the true intentions of docunent (1), would
search for, and readily to find the US equival ent,
whi ch is docunent (la) above. It can readily be found
because docunent (1) identifies the patentee, the
nunber of the Convention Application, and the date of
filing in the USA. Docunent (la) sets the lower limt
for Cu at 0.75% and includes in colum 2 line 65 to
colum 3 line 4 a passage corresponding to that quoted
above. The skilled reader would thus reach the firm
conclusion that the figure of 0.15%is attributable to
an error, and that the higher mninumlevel for Cu of
0. 75% nmust have been intended.

4. Legal Position

4.1 In a few prior decisions the Boards of Appeal have
faced the question of whether a feature revealed by a
prior published docunent coul d be disregarded because
the skilled reader woul d perceive that the published
text was erroneous, and therefore could not be taken at
face val ue.

4.2 As observed in the reported decision T 77/87, QI EPO
1990, 280 (Reasons point 4.1.2) "\Wen determning the
state of the art for the purposes of Article 54 EPC,
what has to be considered is what has been nade
avail able to the skilled person. A skilled person is
interested in technical reality.” In that case,
al t hough a feature of the invention of the patent in
suit was disclosed in a chem cal abstract, the
publ i shed patent referred to in the abstract showed
that the abstract was wong. In those circunstances it

0596. D Y A
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was held that the feature disclosed in the abstract did
not formpart of the state of the art (Reasons point
4.1.4) because the patent specification had to be
regarded as providing the definitive description of the
nononer conposition in question. In the factual

ci rcunstances of that case, an error in a cited
docunent was capabl e of being corrected to establish
the true state of the art by reference to a second
docunent, the patent nentioned by nunber in the cited
abstract.

In the decision T 450/89 of 15 Cctober 1991 (not
reported in QJ EPO there was no possibility of
clearing up an uncertainty by reference to a second
docunent. What had to be deci ded was whether a |ong
cited patent specification, concerned alnost entirely
with the deposition of two |layers onto an al um ni um
substrate, the first of those |ayers being NN and the
second Sn, also included a disclosure of the successive
application of two layers of Ni. Such a disclosure
woul d have deprived the patent in suit of novelty. The
Board held that although there was a single, obscure,
isolated reference to an outer coating of Ni, it was so
obscure and self-contradictory that it could not
deprive the patent against which it was cited of
novelty (Reasons point 3.11).

A further exanple of a decision in which the literal
wor di ng of a di sclosure was disregarded, and not
treated as prior art for the purposes of Article 54
EPC, is afforded by the decision T 513/89 of 22 Cctober
1991 (not reported in Q) EPO). There was neither an
external source of information used to correct an
existing text, nor was there any literal obscurity in
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the cited text. Neverthel ess the Board was satisfied
that the disclosure, although clear as a matter of

| anguage, woul d have been di sregarded by the skilled
reader, who would have considered it to be due to a
textual or typing error. It concerned an invention

whi ch involved inpregnating Cr powder conpacts with
l[iquid Cu, the novel feature being that the powder was
poured into a form and was inpregnated, w thout the
conventional step of conpressing prior to inpregnation.
A prior patent specification was cited in which such

i npregnation was perfornmed on a body of powder which
had undergone one or other of two steps. Either it had
been poured into a former and pressed, or it had been
sintered, before the inpregnation stage was reached.
However, there was a single instance in which reference
was made to inpregnating a body of sintered powder as
bei ng carried out on powder which had been "poured or
pressed", instead of "poured and pressed", as el sewhere
in the text. Taken literally, this anbunted to a

di scl osure of inpregnating poured powder, which had not
been subjected to prior conpression. That woul d have
deprived the patent in suit of novelty. However, the
Board observed that the typist had typed the words
"pressed or sintered" seven tines, and may have slipped
in witing on a single occasion "poured or pressed",
where, as woul d have been clear to the skilled reader
the only alternative to a sintered body nmentioned in

t he specification was one which had been both "poured
and pressed” (Reasons point 5.5). Accordingly, despite
t he actual wording found in the prior docunment, it was
hel d that there was no di sclosure of inpregnating a
body of powder which had been poured, but not pressed
(Reasons point 6).
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Finally, in the decision T 591/90 of 12 Septenber 1991
(not reported in Q) EPO it was said that, according to
Article 54(2) EPC a prepublished docunent bel onged to
the state of the art even if it contained errors, but
that the person skilled in the art would interpret the
docunent in the light of his general technical

knowl edge and, with reference to the decision T 77/87,
of technical reality, and would correct any technical
errors that he would recognise. The facts were that a
cited docunent stated that the nost commonly used

mat erial for the production of a certain class of
contai ner was al um ni um sheet with an extruded coating
of pol ypropyl ene, which statenent was said to be
supported by an identified |iterature reference. The
skilled reader woul d have been surprised by that
statenment. Not only was such a starting material not in
conmon use, but it was conpletely unknown in the

i ndustry, and the reference |l ent no support to the
statenent. Consequently the Board held that due to the
recogni sably wong prior teaching, that docunent did
not afford a pointer towards the invention.

These decisions reflect a consistent practice of the
Boards, to which the Board adheres. In principle, what
constitutes the disclosure of a prior art docunent is
governed not nerely by the words actually used in its
di scl osure, but also by what the publication reveals to
the skilled reader as a matter of technical reality. If
a statenment is plainly wong, whether because of its

i nherent inprobability or because other material shows
that it is wong, then although published it does not
formpart of the state of the art. Conversely, if he
woul d not recognise that the teaching is wong, it does
belong to the state of the art.
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4.7 In the present case, the issue is again, what did
docunent (1) disclose to the skilled person as a matter
of technical reality. Taking into account the fact
that, for the reasons given in point 3 above, he would
have regarded the lower Iimt for Cu content as 0.75%
the Board holds that for the purposes of Article 54
EPC, what fornms the state of the art is the lower limt
for Cu of 0.75% and not the lower limt of 0.15%
actually printed in daim1 of docunment (1). This
conclusion is based on the conbined effect of internal
contradiction (points 3.1 to 3.4) and the ready
availability of an external disclosure (point 3.5).

5. Novelty and Inventiveness

5.1 | nsof ar as the Appellant has based its attack on
docunent (1), it is on the basis that there had been a
prior disclosure of a composition having a range of Cu
content of 0.15 to 2.25% The Board having rejected
that interpretation of docunment (1), and hol di ng that
the lower limt disclosed to the skilled reader is
0.75% it follows that the Appellant's argunents
chal | engi ng novelty and inventiveness, both of which
were based on the prem se that docunent (1) disclosed a
range of Cu contents going as |ow as 0.15% nust be
rejected. As the Board regards the effective disclosure
of docunment (1) as setting a m ninmum Cu content of
0.75% it follows that this docunent cannot be a
pointer for the skilled reader in the direction of the
significantly | ower Cu contents which are a feature of
Claim1l1l of the patent in suit. The subject-matter of
Claim1 is therefore novel and inventive over the
di scl osure of docunent (1).

0596. D Y A
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Inits final letter of 8 Decenber 1995 the Appell ant
referred to docunent (10). It is concerned with a study
of the effects of including up to 5% each of Ni and Cu,
and particularly with the fact that growth during
sintering caused by additions of Cu is capable of being
conpensat ed by conparabl e additions of N, which causes
shrinkage. As the presence of Mo is not disclosed, this
docunent is relied on in conbination with docunent (1)
in which Mo is disclosed as the basis for an attack on
i nventiveness, but not in attacking novelty.

Figures 3, 4, 5, 6 and 7 of docunent (10) each includes
lines reflecting various nechanical properties, with Cu
in the range of 0 to 5% shown as ordinate, and Ni in
the range of 0 to 5% as abscissa, while in Figure 8,
mechani cal properties are the ordinate, 0 to 5% N is

t he absci ssa, and bands are shown horizontally for
various ranges of Cu contents. Fromthis experinental
work, which is directed to the range of 0 to 5% each of
the two elements, it is far fromclear what alloys, if
any, were made with Cu and Ni contents within the
ranges defined by the patent in suit. But in any event
it is not a pointer in the direction of the clained
conpositions, since it reconmends Ni additions in
excess of 4% and does not suggest any potenti al

useful ness of powders containing the small proportions
of Cu and Ni the subject-matter of Claiml in suit.

Accordingly the Board is satisfied that neither
docunents (1) nor (10), nor these docunents taken in
conbi nati on, makes the invention obvious. Insofar as
ot her docunents had been cited by the Appellant, they
were concerned with factual background information in
support of the attack based on docunment (1) with its
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erroneously |l ow m nimum Cu content, and therefore do
not call for consideration individually.

Conclusion

The subject-matter of Caim1 neets the requirenents of
Articles 54 and 56 EPC and is therefore patentable.
Claim 1 being allowable, the sane applies to dependent
Claim2, which is directed to a preferred conposition
according to Caim1l1 and whose inventiveness is
supported by that of the main claim

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani H. Sei denschwar z
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