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Summary of Facts and Submissions

1516.D

Eur opean patent No. 0 091 445 was granted on 18 January
1989 on the basis of European application
No. 82 903 018.8, filed on 17 Septenber 1982.

An opposition was filed agai nst the European patent
requesting it be revoked on the grounds of

Article 100(a) EPC, in particular because of |ack of
inventive step, mainly with regard to the foll ow ng
prior art docunents:

D2: US-A-4 228 461 and

D4: DE-A-2 928 265.

By an interlocutory decision allow ng separate appeal

wi thin the neaning of Article 106(3) EPC, sent out on
26 April 1991, the Opposition Division decided to

mai ntai n the European patent in anended form accordi ng
to the Respondent's auxiliary request. The independent
claims of the auxiliary request, as well as the

i ndependent clains of the main request had been anended
and restricted in relation to the independent clains as
granted. The independent clains of the auxiliary
request contained additional features in relation to
the in dependent clainms of the main request. The

i ndependent Claim 1, maintained as anmended reads as
fol | ows:

(a) A vertical counter (34) for a TV receiver having a
hori zontal oscillator (28) for providing
hori zontal sync pul ses which are coupled to at
| east said counter to be counted thereby;
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(b)

(c)

(e)

(f)

(9)

(h)
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said counter being adapted to provide out put
pul ses to a vertical sweep generator (36),

said counter being adapted to receive a vertica
sync pul se,

said sync pulse occurring in at |east one of two
frequencies, with respect to said horizontal sync
pul ses, at any given nonent,

wherein said vertical counter is characterised by
having at least a first node of operation wherein
said counter counts to a first predeterm ned
nunber of said horizontal pul ses corresponding to
reception of a first standard of signal having
vertical sync pulses at a first frequency, after
whi ch said vertical counter is reset,

and having at | east a second node of operation
wherein said counter counts to a second
predet erm ned nunber of said horizontal pulses
corresponding to a reception of a second standard
of signal having vertical sync pulse [sic should
apparently be "pulses"] at a second frequency,
after which said vertical counter is reset,

said vertical counter conprising nmeans responsive
to said horizontal pulses and to said verti cal
sync pul ses for providing a change signal

i ndi cative of a change fromreception at one
standard frequency to reception at a different
standard frequency, said vertical counter changing
automatically be tween said first and second nodes
of operation in response to said change signal and



1516.D

- 3 - T 0488/ 91

(k) wherein when said counter begins operating in
ei ther node of operation said counter is reset
automatically by said vertical sync pulse for a
pr edet er mi ned nunber of counter cycles whereupon
said counter is thereafter reset by the count
contained within said counter corresponding to the
predet erm ned nunber of horizontal pul ses
associated with the particul ar node of operation.

The | abelling of the features with letters has been
made by the Board in accordance with the identification
made by the Opposition Division when reading aiml
onto docunent D2. The parts of features (g) and (h),
enphasi sed by the Board, in the follow ng identified as
sub-features (i) and (j) respectively could not be read
onto D2 by the Opposition Division. Also feature (k)
was not found in D2.

The independent Claim3 is identical to aim1l in that
it includes all the features (a) to (h), but instead of
the last feature (k) it contains as the |ast feature,
feature (1), which reads:

(1) further conprising | ock-out neans for inhibiting
conparison of the counter count corresponding to
said first predeterm ned nunber with the receipt
of said vertical sync pul se when said counter is
operating in said second node of operation.

Also this feature was according to the Qpposition
Di vi sion not present in D2.

The Opposition Division considered the teaching of D2
to be the closest prior art, containing nost of the
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features of the independent clains. Claim1l was,
however, clearly distinguished fromthe arrangenent

di sclosed in D2 by feature (k) and Caim 3 by

feature (1). Mreover both independent C ains were

di stingui shed fromthe arrangenent of D2 by the
sub-features (i) and (j) derived fromthe features (Q)
and (h) respectively. The opposition Division
interpreted D2 as neaning that the arrangenent therein
di scl osed coul d al so be changed fromreception at one
frequency to reception at a different frequency, but

t hat the independent clains of the patent were

di stingui shed therefrom by

(1) the vertical sync pulses at the second frequency
bel ong to a second standard signal and

(j) the second predeterm ned nunber of the horizonta
pul ses corresponds to the reception of a vertical
sync pul se at a second frequency.

According to the Opposition Division the problemto be
solved by the invention was the automatic recognition
of different TV Iine standards by a vertical sync
counter and furthernore the automatic adjustnment of the
counter to one of the two different standards.

According to the Opposition Division both Clainms 1 and
3 solved the problemand the subject-matter of the

i ndependent cl ai ns was not obvious having regard to the
t eachi ng of D2.

Mor eover, having regard to the subm ssion of one of the
opponents (A1), that the subject-matter of Caim1l
| acked an inventive step with regard to the disclosure
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of D2 and D4 because the features (i), (j) and (k) were
known from D4 and that the skilled person could conbine
themwi th the features known from D2 and thereby obtain
as a result the subject-matter of Claiml, the
Qpposition Division expressed the foll ow ng view

"This argunent cannot be accepted because D4 relates to
an anal og circuit which synchronizes a sawtooth
generator either to a received standard (50 Hz or

60 Hz) sync pul se or approxi mately maintains the

sawt oot h frequency when no vertical sync signal is
received in order to avoid a fast rolling picture (see
pages 4 and 5). This situation is conpletely different
to the one which underlies the problemto be solved by
the apparatus of the clains. The apparatus of the claim
requires in both nodes of operation a received standard
vertical sync. The skilled person would therefore have
no reason to consider the teaching of D4."

On 24 June 1991, the Appellant (Opponent I1) filed an
appeal against the decision, paying the appropriate fee
si mul t aneously. The statenent of grounds of appeal was
filed on 16 August 1991.

The Appel |l ant contested the argunentation of the
Qpposition Division in the decision under appeal and
based his objection of lack of inventive step on the
teachi ng of the docunents which had al so been the two
mai n docunents at issue in the opposition proceedings,
as identified under foregoing point II

After the Respondent in a letter, dated 3 March 1992,
had replied to the Appellant's statenents in the
grounds of appeal, the Board, in a conmunication
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pursuant to Article 11(2) of RPBA, issued on 15 Apri
1992, expressed the opinion that docunent D2 was not so
rel evant as suggested by the Opposition Division and
could hardly be considered as a starting point for an
arrangnent for reception of different standard
frequency signals and thus, furthernore, neither the
teaching of D4 alone, nor in conbination with that of
D2 would | ead the skilled person to the invention.

Oral proceedings were held on 15 July 1992, at which
one of the parties to the appeal proceedi ngs as of

ri ght (Opponent 1), although duly sumoned, did not
appear .

The Appellant in his argunmentation now al nost entirely
relied on the teaching of docunment D4, over the

t eachi ng of which he considered the invention according
to the present independent clains to be obvious or
self-evident, since the skilled person had only to
transl ate the anal og techni que used according to D4
into a nodern digital form

For a skilled person it was self-evident that a

sawt oot h wave in an analog circuit could represent a
counter in a digital application. It was, therefore,

al so self-evident that the skilled person, when
starting fromthe teaching of D4, would easily arrive
at the clained invention. According to D4 the vertical
synchroni sati on was performed with the aid of such a
sawt oot h wave. According to D4, as well as according to
the clained invention, an object was to provide
vertical sync pulses free from noi se.
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It was quite clear to a skilled person that when using
a counter and counting a |line standard (e.g. 525 |ines)
it was necessary to reset the counter when the desired
count was reached. This was al so done according to the
teaching of D4, either automatically by the sw nging
effect of the capacitor used or by a sync signal
"resetting"” the sawtooth (D4, e.g. page 8, lines 16 to
22). Also, according to the teaching of D4 it was

di scl osed that two different |line standards could be
counted. Moreover, the different |line standards were
according to D4 recogni sed by a sync signal detector
(5) and e.g. the 50 Hz-signal was not identified until
it had been detected that a certain |level of the

sawt oot h anplitude had been exceeded several tinmes (D4,
page 10, second paragraph), thus, in a way
corresponding to the clained invention.

The Appellant al so pointed out that the independent
Clainms 1 and 3 were nuch broader in their scopes than

t he enbodi nents disclosed in the description. Thus, the
expressi on "neans responsive to said horizontal pulses
and to said vertical sync pulses for providing a change
signal...", was far too vague and did not identify the
solution of the invention, rather it could be
considered to be a statenent of the problem

The Respondent contested the argunents of the
Appel l ant. He considered the clains perfectly clear and
in no way obvious having regard to the art disclosed in
the cited references D2 and D4.

The Appel |l ant requested at the end of the oral
proceedi ngs that the decision under appeal be set aside
and that the European patent be revoked.
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The Respondent requested that the appeal be dismissed

and

1. according to his main request that the patent be
mai nt ai ned on the basis of the former main request
filed with and refused by the Opposition Division
and

2. according to his auxiliary request on the basis of

the form as maintained by the Opposition D vision.

After deliberation by the Board the Chairman gave the
fol |l ow ng deci sion:

The proceedings will be continued in witing.

Having regard to the fact that the Respondent first
requested the dism ssal of the appeal and the

mai nt enance of the patent according to the contested
deci si on, whereas during oral proceedings this request
becanme an auxiliary request, follow ng a broader nain
request to maintain the patent in accordance with the
mai n request as rejected by the Opposition Division,
the Board in an interlocutory decision of 15 Novenber
1992, referred to the Enlarged Board of Appeal the
followi ng two-fold question concerning an inportant
poi nt of | aw

A |s the Board of Appeal allowed to nodify a
contested decision to the detrinment of the
Appel | ant ;

B: if yes, to what extent?
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In its decision of 14 July 1994, G 4/93, and also in
G 9/92 (QJ EPO 1994, 875) which dealt with the sane
point of |aw, the Enlarged Board of Appeal answered

t hese questions in the case of an opponent as the sole
appellant in the follow ng way:

| f the opponent is the sole appellant against an
interlocutory decision maintaining a patent in anmended
form the patent proprietor is primarily restricted
during appeal proceedings to defending the patent in
the formin which it was mai ntai ned by the Opposition
Divisionin its interlocutory decision. Arendnents
proposed by the patent proprietor as a party to the
proceedi ngs as of right under Article 107, second
sentence, EPC, may be rejected as inadm ssible by the
Board of Appeal if they are neither appropriate nor
necessary.

In a further conmunication, dated 11 January 1995, the
Board having regard to said decision of the Enlarged
Board of Appeal interpreted said decision in the way
that a Respondent - who had not chall enged the appeal ed
decision hinself - may not request nore than said
appeal ed decision granted. It was said that the
proceedi ngs, therefore, had to continue on the basis of

the Appellant's request to revoke the patent on one
hand

and

t he Respondent's auxiliary request to maintain it as
amended by the Opposition Division, i.e. to dismiss the
appeal, on the other hand.
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Mor eover, the Board noted that the Appellant in the
oral proceedi ngs before the Board had based his
argunent ati on concerning the inventive step of the

i nvention al nost exclusively on the prior art disclosed
in D4 - which had been seen as the starting point of
the invention - and not on the prior art as disclosed
by D2 which had been considered to be the closest prior
art by the Qpposition Division. The Board, therefore
found it appropriate to clarify, once nore, in that
conmuni cation its view on the inventive step having
regard to the argunents put forward in the oral
proceedi ngs nore than two years ago.

At the end of the communication it was stated that
"Without a reply by the parties within the comng two
nonths the Board will take the final decision directly
in witing".

Taking into account that the parties did not reply to
the Board's | ast conmunication, the requests to be

deci ded upon are those as filed in the oral proceedings
before the Board (see under paragraph VIII above).

Reasons for the Decision

1

1516.D

The appeal is adm ssible.

Due to the fact that the Respondent (Patentee) has
hinself not filed an appeal he is restricted to defend
the patent as mmintained by the decision of the

OQpposi tion Division which decision was appeal ed only by
t he Qpponent (see said G 4/93 - cf. paragraph Xl

above). Hi's main request concerns a set of clains whose
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scope is broader than the one of the clains nuaintained
by the Opposition Division and is, therefore, not

adm ssi bl e. The existence of appropriate and necessary
anmendnents al |l owabl e according to G 4/93 in this
context was not raised by the Respondent, nor can the
Board see that the Respondent's main request contains
such anmendnents

Thus, the Board has to judge upon the Appellant's
request to revoke the patent and the Respondent's
auxiliary request to maintain it as amended by the
Qpposition Division, i.e. to dismss the appeal.

The Board has exhaustivly anal ysed the two docunents at
i ssue, D2 and D4, and conme to the conclusion that none
of the teachings of said docunents could be used as the
starting point of the invention as the devices

di scl osed in those docunents would not |ead the skilled
person to the idea to design a device according to the
i nventi on.

In particular the Board does not find docunent D2 so
rel evant as the Opposition Division. In fact it appears
that the features (f) to (g) (see the inpugned decision
page 5) identified by the Qpposition D vision and
relating to the arrangenent according to Figure 2 in D2
are sonewhat artificial [i.e. when interpreting D2] and
can only have been identified with the hindsight of the
present invention. As has been said in the proceedi ngs
before the Opposition Division, D2 does not disclose an
arrangenment for recognition and reception of two

di fferent standard frequency signals. It is true that
this arrangenent has two nodes of operation which
however, in no way are concerned with different
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frequencies. On the contrary, when a sync signal

(either 525 or 525,5 line rate/frane rate rati o) has
been received during a certain tinme period (during two
television fields - see colum 8, lines 9 to 14) in the
second node of operation (the wi de w ndow node or
search node has been identified as the second node by
the Qpposition Division - see feature (g), the
arrangenment is switched over to the first node (the
narrow wi ndow node has been identified as the first
node - see feature (f)). This first node, however, in
no way changes the operation frequency. On the contrary
t he arrangenent now practically receives sync pul ses of
the said frequency only that has been found at the
search in the wi de wi ndow operation node. Wien no tine
coi ncidence is any |onger detected by phase detector 68
the arrangenment is again switched over to the second
node, wherein the counter 38 indeed counts to a
predet er mi ned nunber (546), but only if no sync pul se
is received during the open w ndow period. The said
predet erm ned nunber (546) therefore apparently cannot
correspond to a reception of a second standard signal
havi ng vertical sync pul ses of a predeterm ned
frequency as has been proposed by present Caiml. On
the contrary when the said counter counts to the said
predet er mi ned nunber (546) no sync signal at all is
recei ved

It therefore appears that the identification of

feature (h) nmade by the Opposition Division is not
correct as according to D2 the received frequency

si gnal does not change when sw tching between the nodes
(it remains the sane or the signal disappears).
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So it is in fact hard to see how the skilled person
fromthe teaching of D2 would be able to arrive at the
i dea that the said arrangenent disclosed in said
docunent could be used as a starting point for an
arrangenment for reception of different standard
frequency signal s.

It appears that the feature of Caim1l identified in
the 5th paragraph (corresponding to the said

feature (h) identified by the Qoposition Division) in
fact is a key-feature which clearly indicates in which
way a change between the nodes can be done. The

Appel lant has criticized this feature and has expressed
the opinion that this feature apparently is too general
and only identifies the problemto be solved (as
identified by the Opposition Division). Having regard
to the references cited it appears to the Board that
the said feature (5th paragraph) is sufficiently clear
and cannot be considered as too general as the
references cited do not disclose such teaching as
proposed therein (cf. under 1 above).

Moreover, the last feature of Claim1 (corresponding to
Claim 2 of the granted patent-feature (k) according to
the Opposition Division) indicates in a nore concrete
way in which way the change of nobde nust be done. This
change of node is also clearly distinguished fromthe
teaching of D2, according to which the counter always
(both in wide and narrow wi ndow operation) is reset by
the incom ng vertical sync pul ses.

Having regard to Claim3 as nmaintained the Board is of
the opinion that the |ast feature (l) of the
i ndependent C aim 3 appears to disclose an aspect of
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t he invention which aspect has not been disclosed in D2
(D2 does not disclose reception of two frequencies) and
whi ch contributes to the identification of the
invention. Thus the invention as clained is novel and
inventive with regard to docunent D2.

The Appel lant all eges that when translating the
arrangenment according to D4 into digital formit would
in an obvious way result in the clained invention. It
is true that D4 teaches how to receive two different
standard sync pul se signals. However, it does not
appear to be such a self-evident step fromthe teaching
of this docunent to the invention as clained as all eged
by the Appellant. It is in this respect referred to the
letter of the Respondent, dated 3 March 1992, page 4.
As has been pointed out therein, a skilled person when
starting fromthis docunent would apparently try to use
two counters, which already would | ead himaway from
the invention. Mreover according to D4 synchronisation
is always achieved by triggering the sawmooth ranp by
the sync pulse and would therefore be simlar to the
met hod according to D2.

Consi dering the teaching of D4, in nore detail it is
true that this docunent concerns the problemhowto
make an anal og circuit containing a capacitor providing
a sawt oot h waveform suitable for different oscillating
frequenci es which correspond to different vertical sync
pul se frequencies of a TV-signal. However, an object of
D4 is also to solve the problemof how to keep the

sawm oot h wave anplitude substantially constant as the
frequency of the sawtooth wave is switched. This
corrects for the 17% change in picture geonetry which
woul d ot herwi se be observed. In fact, nost of the
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description of the docunent relates to the arrangenents
necessary for obtaining this effect.

In order to solve this problema capacitor (C) is

| oaded and unl oaded by different charging circuits (D4,
Figure 1, reference nunerals 2 or 6; Figure 3, 22 and
23 or only 22). The switching of the capacitor between
the two different charging circuits is according to the
only detail ed enbodi nent of the description governed by
a sync signal detector 5 (shown in Figure 3). This
detector contains an additional capacitors C2, the

sawt oot h wave of which is used for the detection of the
di fferent sync pulses (60 Hz or 50 Hz).

Anot her possi ble way of detecting the sync pulses is
hinted at in the description (D4, page 9, second
paragraph - Caim12), i.e. the anplitudes of the two
di fferent sawtooth waves (corresponding to the two

di fferent frequencies) may be fed back to the sync
signal detector for identification

In order to detect a change in the frequency the
anplitude of the sawtooth wave over the capacitor C
produced in a certain node of operation (e.g. 50 Hz) is
conpared with a certain value (V4, Figure 2), which is
bet ween the max value (V1) of the 50 Hz sawtooth
anplitude and the value (V6) this 50 Hz sawt ooth
reaches when it is "reset" by a 60 Hz sync pul se before
it reaches the max value. Wen this value (V4) has not
been reached during several periods (e.g. 5to

20 tinmes) the node of operation is changed to 60 Hz. In
t he case where the arrangenent is working in the 60 Hz
node and is "reset” by a 50 Hz vertical pulse an
anplitude val ue V5 nust be exceeded several tines
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before a switch-over to the 50 Hz node i s executed.
This value is between the normal max val ue V1 of the
60 Hz sawm oot h and a hi gher value V7 achi eved when the
50 Hz sync pulse is "resetting" the 60 Hz saw oot h.

The Board notes that the wording of the two i ndependent
clainms of the present patent is such that no features
at all of the clains can directly be read onto the
teaching of the docunent D4. However, the Appellant is
of the opinion that D4 represents an anal og

near - equi val ent of the arrangenent of the invention

whi ch would | ead the skilled person in an obvi ous way
to the solution according to the present patent. To the
Board, however, this view does not seemto be
convi nci ng.

The Board takes the view of the Respondent that the use
of two charging circuits of the capacitor C would
require the use of two counters, one for each standard
when transl ating the disclosed analog forminto a
digital form Moreover, according to the enbodi ment
disclosed in Figure 3 in D4 the function of the

di scl osed two "counters” (C - having two different
charging circuits) would require an additional

"counter" (C2) governing the function of the two first
count ers.

It al so appears that the teaching of D4 is

di stingui shed fromthe techni que used according to
Claim1l1 of the invention by the way the sw tching
between the two frequencies is performed. Thus,
according to D4 it is necessary to neasure the
anplitudes of the different wavefornms wth conplicated
anal og circuits and detect whether the sawtooth
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achi eves certain anplitudes (V4 and V5) which do not
correspond to the exact frequencies of the waveformns.
According to Claim1l of the patent the counter is reset
at the exact predeterm ned count matched to the exact
frequency concerned and when the frequency is changed
by the sync pul se.

According to independent Claim3 it is nade clear in
whi ch way the only counter according to the invention
is working when in the second node. This feature cannot
at all be conpared wth the teaching of D4, since D4,
as has been made cl ear above, requires different
"counters" for different frequencies.

Mor eover, alone the fact that the teaching of D4 does
not mention the existence of horizontal sync pul ses
appears to nmake a conpari son between the cl ai ned

i nvention and the arrangenent according to D4
difficult. It is clearly because of the horizontal
oscillator producing the horizontal sync pul ses that it
is possible to use only one counter and to arrive at
the invention. D4, on the contrary, only nentions the
exi stence of vertical sync pul ses, which al one govern

t he sawt oot h wavef orm

The Appellant has tried to convince the Board that the
teaching of D4 represents the anal og equival ent of the
clainmed invention. The Board, however, cannot see this
equi val ence, as has been shown above. Instead, it is
inclined to believe that such equival ence seen by the
Appel l ant can only be derived with considerable

hi ndsi ght .
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It is true that the teaching of D4 discloses an anal og
circuit which can receive two different standard sync
pul se signals and that theoretically a technica
probl em coul d be derived fromthis teaching and seen
therein that said analog circuit should be turned into
a corresponding digital device. However, as has been
shown above no features of the present independent
clainms of the present patent can directly be read onto
t he teaching of D4. Myreover, said analog circuit, in
fact, discloses features which, even when they woul d be
"converted" into the digital form would not lead to

t he invention because those features would not
correspond to the features of the invention. Instead
they would lead to a different design and woul d have a
different interrelationship between each other than the
features of the clained invention.

Al so, there are no hints in the two docunents, D2 and
D4 which would | ead the skilled person to conbine the
said two references - even when doing so, it is not to
be realized (and it has not been shown by the

Appel lant) in which way the skilled person would arrive
at the invention as clainmed. Thus, the discussed prior
art does not provide any indication which would have
led the skilled person to the proposed sol ution.

Thus, it appears that neither the teaching of D4 al one,
nor in conbination with the teaching of D2 would | ead
the skilled person to the invention.

After the foregoing anal yses of the docunents D2 and D4
it appears that the prior art disclosed in the
introductory part of the present patent description, in
fact, indicates the nost reasonable starting point of
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the invention and gives rise to the realistic (and

obj ective) problemhow to provide TV circuitry

i ncl udi ng one vertical sync counter capable of
automati cal ly distinguishing between different TV line
standards (cf. the introductory part of the description
of the patent under "Background of the invention" - in
particular see lines 35 to 52). Thus "separate decodi ng
circuits for decoding picture information being
transmtted at different |ine standards"” are no | onger
necessary in TV receivers using the invention. As can
be understood fromthe analysis of the teachings of the
sai d docunments D2 and D4 they cannot contribute to the
solution of said problem in particular not, because
the teaching of D2 is in principle concerned with one
signal frequency only and the teaching of D4 does not
even disclose a vertical sync counter in the sense of

t he inventi on.

8. The Board, therefore, is convinced that the
subject-matter of the independent Clains 1 and 3 is not
obvious (Article 56 EPC).

9. In view of the above the contested decision is to be
confirmed and the auxiliary request of the Respondent

to maintain the patent according to that decision is to
be grant ed.

Order

For these reasons it is decided that:

1516.D



- 20 - T 0488/ 91

1. The request of the Respondent as far as it goes beyond
the patent as maintained in the contested decision
(main request) is rejected as inadm ssible.

2. The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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