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Summary of Facts and Submissions

Eur opean patent application No. 86 304 900.3 filed on
25 June 1986 and published under No. 0 208 468,
claimng priority froma US application filed on

25 June 1985, was refused by the Exam ning Division on
20 February 1991.

The deci sion was taken on the basis of Clains 1 to 8
filed in a letter dated 2 Novenber 1989.

Claim 1l reads as foll ows:
"The plasmd pTR2030 characterized by a nol ecul ar
wei ght of 30.0 + 3.0 negadaltons, having the follow ng

sensitivity to restriction endonucl eases:
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and carrying one or nore genetic determ nants for phage
resi stance in group N streptococci (lactococci) and
exhi biting phenotypes of Tra*, ddu, Hsp" and Hrp",
the said plasm d being obtainable from S.Lactis TRSI-a
(ATCC 53146) or S.Lactis TEK1 (ATCC 53167)."
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Clainms 5 and 6 relate to an N group streptococcus
contai ning the said plasm d.

The Exam ning Division refused the application under
Article 97(1) EPC on the grounds that the subject-
matter of Clains 1, 5 and 6 | acked novelty within the
meani ng of Article 54 EPC, having regard to the article
by Kl aenhammer et al. in J.Gen. Mcrobiol.

Vol . 131, No. 6, pp. 1531-1942, published on 5 June
1985 (hereinafter (1)).

The main reasons given for the decision are as foll ows:

(a) the plasmd pTR2030 which forns the subject-
matter of Claim1l is also disclosed in docunment
(1), together with all the technical information
necessary for its preparation by conjugal mating
of S.Lactis ME2 with S.Lactis LM)230 and for its
isolation fromthe resulting phage resistant
strai ns;

(b) the two parent strains are regarded as freely
avai l able to the public because they were
repeatedly the subject of scientific publications.
It is an ethical rule of the scientific community
t hat speci nens of published m cro-organi sns nust
be rel eased;

(c) even in the absence of a deposit, the skilled
person coul d reproduce plasm d pTR2030 starting
fromsaid parent cells, by follow ng the
description in (1);

(d) the firmMIles Laboratories, which provided
speci nens of the strain S.Lactis ME2 to the



ET057691. D

-3 - T 0576/ 91

present Appellant, was a nenber of the "public" to
whi ch docunent (1) was directed and which could
reproduce the quoted plasm d;

(e) in viewof points (a)-(d), docunent (1) has a
novel ty-destroying effect vis-a-vis the present
application. The additional features cited in
Claiml1l are immterial with regard to novelty.

The Exam ning Division objected, furthernore, that the
subject-matter of Clains 2-4 and 7-8 did not conprise
any inventive features vis-4-vis (1).

The Appel |l ant | odged an appeal against this decision
and paid the appeal fee. A series of exhibits in
support of the appeal was filed in a letter dated

9 March 1993.

The Appellant's argunents are essentially as foll ows:

(a) the donor strain S.Lactis M2 was an industri al
strain owned and controlled by Ml es Laboratories
and made avail able to the present Appellant for
research purposes under an agreenent dated 1 March
1983 whereby it could not be released to third
parties. The said strain was therefore not
avai l able to the public;

(b) in viewof (a), a skilled reader of (1) was not
able to reproduce the conjugal mating descri bed
therein and reliably select plasm d pTR2030.
Docunent (1) does not therefore constitute an
antici pation under Article 54 EPC having regard to
T 206/ 83 (QJ EPO 1987, 5);
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(c) even if there were an obligation on the authors of
(1) to nake the strain available to the scientific
community on request, they would have not been in
a position to do so without MIles' approval. In
any case, no requests were received, and there is
no evi dence that anyone other than Ml es and the
present Appellant had access to the donor strain;

(d) Mles Laboratories could not be considered as part
of the "public" because of the contractual
research relationship with the NCARS (North
Carolina Agricultural Research Service) at North
Carolina State University.

I V. The Appel |l ant requested that the above decision be set
asi de and that a patent be granted on the basis of
Clains 1 to 8 on file.

Reasons for the Decision

1. The appeal is adm ssible.

2. The question at issue is the novelty of the subject-
matter of Clains 1, 5 and 6.

2.1 According to established Board of Appeal case |law, a
docunment can be used for a |ack-of- novelty objection
only if it contains an enabling disclosure.

EPO case | aw has al so established that the criteria for
exam ning the reproducibility of a particular technical
teachi ng shoul d be the sanme in cases where the

di scl osure of a prior art docunent or a disclosure of a
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patent application in gquestion has to be assessed (see,
for exanple, T 206/83 QJ EPO, 1987, 5 and T 81/87 QJ
EPO, 1990, 250).

In the present case, docunent (1) disclosing plasmd
pTR2030 was published before the priority date of the
application which clains, inter alia, the sanme plasnmd
pTR2030. The Appell ant does not deny that the two
products are identical.

The question therefore arises whether publication (1)
contains an enabling disclosure of plasm d pTR2030 and
is therefore admi ssible prior art within the neaning of
Article 54(2) EPC. If so, docunent (1) would have a
novel ty-destroying effect vis-a-vis the present

Claims 1, 5 and 6 under the ternms of Article 54(1)(2)
EPC.

This issue poses two further questions:

(a) whether publication (1) can be considered
intrinsically enabling nerely by virtue of an
unwritten ethical rule whereby the authors of (1)
woul d have been prepared to supply - upon request
- sanples of plasmd pTR2030 to each and every
person interested in obtaining it;

(b) whether the reproduction of plasm d pTR2030 was in
any case possible for the skilled person on the
basis of the technical information provided in (1)
which, in this case, anpbunts to the question
whet her the starting materials, nanely the parent
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m croorgani sns S.Lactis LM)230 and S.Lactis Me2,
were available to the public.

This section is concerned with question a) in
section 2.2.

It is generally recognised that the aimof a scientific
publication is to informthe public in witing about a
teaching or a discovery which has been made. In the
scientific community the free exchange not only of
technical information, but also of biological materi al
is generally encouraged. Sonme scientific journals have
al ready adopted this principle by including it in their
instructions to authors (see, for exanple, the
"Instruction to authors” in Applied and Environnental

M crobi ol ogy, January 1992, submitted by the Appellant
as Exhibit E)

Despite the fact that this unwritten rul e appears to be
generally accepted within the scientific community, the
Board is unable to conclude that it amounts to an
obligation, so that any biological naterial which is

t he subject of a publication can in effect be

consi dered publicly avail abl e.

The situation in question has already been exan ned by
this Board in the case of decision T 815/90 of

26 February 1993 (to be published in the Q EPO see
especially section 3.2), in the context of a question
relating to Article 83 and Rule 28 EPC. In this case
the Board had to decide whether a viral strain

di scl osed in a prior publication could be regarded as
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"avai lable to the public" on the basis of the declared
favourabl e attitude of researchers toward the free
exchange of biological materials. Although the
Appel l ant submitted an affidavit and docunents
testifying to the research institution's policy of
supporting and encouragi ng the free exchange of

bi ol ogi cal material anong research workers and the
general public, the Board took the view that the strain
described in the prior publication could not be

consi dered publicly avail able. The Board's reasons were
essentially that:

(1) it was apparent fromthe docunments submtted
with the affidavit that, where patent rights had
to be respected, the rel ease of biol ogical
mat eri al was subject to various restrictions
specified in the grant regul ati ons and contract;

(i) the research institution was under no obligation
to ensure that the biological material was
cultured and kept alive;

(iti1) the research institution could change at any
time the policy of releasing the material to

third parties.

The same considerations apply, nutatis nutandis, to the

present case. G ven the absence of evidence to the
contrary and especially in the light of the presunption
of patent rights together with the contractua
obligations and the grant regul ations involved (see

al so section 2.4 below), the conclusion nust be drawn
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that the plasm d in question was not nade avail able to
the public within the nmeaning of Article 54(2) EPC,
despite the existence of docunent (1). The presuned
positive attitude of the researchers toward the free
exchange of speci mens does not suffice to ensure

avai lability of the public of the plasm d.

The Board's answer to question (a) is therefore

negati ve.

This section is concerned with question (b) in section
2. 2.

The description in docunment (1) is workable in that it
enabl es the skilled person to prepare plasm d pTR2030
provided that the starting strains, nanmely S.Lactis
LMD230 and S.Lactis ME2, are avail abl e.

The public availability of S.Lactis LMJ)230 is not
di sputed by the Appell ant.

As regards strain S.Lactis ME2, it is owed by Mles
Laboratories, a private conpany.

This strain was the subject of several scientific
publications prior to the present application and to
docunent (1).

The Exam ning Division understandably assuned that the
said strain was part of the prior art and that it was
freely avail abl e anong the scientific community, having
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regard to the criteria set forth in section 2.3, second
par agr aph.

During the appeal proceedi ngs, however, the Appell ant
has provi ded concrete evidence that, notw thstandi ng
the scientific publications quoting it, strain S.Lactis
ME2 was owned and controlled by M| es Laboratories and
made avail able to the present Appellant for research
pur poses under an agreenent by which the Appell ant
could not release it to third parties (Exhibit A

Menor andum from one of the inventors, T.R Kl aenhamrer,
dated 1 April 1991, and Exhibit B: Copy of the
agreenent dated 1 March 1983 between the Bi ot echnol ogy
Division of MIles Laboratories and the North Carolina
Agricultural Research Service (NCARS) at North Carolina
State University).

The publications quoting strain S.Lactis ME2 referred
to by the Examining Division are all authored by, inter
alia, one of the present inventors, nanely

T.R Klaenhammer, and all relate to work carried out at
the North Carolina State University under the said

agr eement .

It is observed that the quoted agreenent did not
explicitly exclude the possibility of MIles making the
strain available to other |icensed parties or to
parties with which Mles had a contract for outside
research.

However, no proof is available that, despite the said
scientific publications, a release of specinens of
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strain S.Lactis ME2 took place outside the contractual
obl i gations between M| es and the present Appellant. On
the basis of the evidence subnmtted by the Appell ant
relative to the nutual contractual obligations between
the present Appellant and Mles, it should be assuned
that access to the said strain was deliberately
restricted to a group of persons bound either by a
research contract or a licence. The consequent bar of
confidentiality necessarily restricted the use or

di ssem nation of the strain.

Under these circunstances, it cannot be concl uded that
the strain was "available to the public" under the
terms of Article 54(2) EPC

A simlar conclusion was reached in case T 300/ 86 of
28 August 1989 (not published in Q3 EPO), in which it
was decided that "if access to a docunment is

deli berately restricted to certain persons it is by

t hat token not available to the public, even if the
group of persons able to gain know edge of the content
of the docunment is large" (see section 2.5).

The Exami ning Division also put forward the argunent
that M| es Laboratories, as a nenber of the "public" to
whi ch docunent (1) was directed, could have arrived at
the invention by using the strain S.Lactis ME2.

Firstly, however, there are no indications that this
has actually occurred. Secondly, in the Board' s view,

M| es cannot be considered part of the "public" within
the nmeaning of Article 54(2) EPC. As the owner of the
strain in question, MI|es Laboratories was bound, vis-
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a-vis the present Appellant, by a research contract
which inplied, in view of possible patent rights,
restrictions to the use or dissem nation of biological
materials and i nformati on. Thus, although M1l es was
neither the inventor nor the applicant, the conpany
cannot - for the above reasons - be considered as a
“"third party" to which the invention was avail abl e
before the priority date of the present application.

For the above reasons, the answer to question b) is
al so negati ve.

2.5 I n conclusion, publication (1) does not contain an
enabl ing disclosure in respect of plasmd pTR2030.
Consequently, it cannot have a novelty-destroying
effect vis-a-vis Clains 1, 5 and 6 of the present
appl i cation.

Order

For these reasons, it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance for further

prosecuti on.

The Registrar: The Chai r man:
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P. Martorana P. A.M Langon
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