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Summary of Facts and Submissions
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This appeal, filed on 22 May 1991 (the appeal fee being
paid on 24 May 1991), lies fromthe decision of the
Exam ning D vision dated 25 March 1991 refusing the

Eur opean patent application No. 86 900 009.1 which was
filed on 29 Novenber 1985 as international application
PCT/ AUB5/ 00297 wit h ni ne cl ai s.

| ndependent Clainms 1 and 9 read:

"1l. A nethod of protecting proteinaceous fibres and
bl ends thereof agai nst phot odegradati on and ther nal
degradation which conprises treating the fibres under
acidic conditions with a sulfonated s-triazine
derivative of formula | or 11;

NT N
R:/KN/B\RI
wher ein
R i s hydrogen, alkyl, hydroxy, O alkyl, OOC al kyl or
OOCNH- al kyl ;

R2 i s hydrogen, alkyl or -SOX;
is aryl, substituted aryl or O al kyl; and
X is hydrogen, NH, or alkali netal;

2
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- X038 R

wher ei n

R and R* are hydrogen, al kyl, hydroxyl, O alkyl
OOC- al kyl or OOCNH al kyl ;

R? and R* are hydrogen, alkyl or -SOX;

Re i s hydrogen or -SOX;

Re is aryl, substituted aryl, Oalkyl or Garyl; and

X i s hydrogen, NH, or alkali netal

9. Pr ot ei naceous fi bres and bl ends thereof whenever
treated with a sulfonated s-triazine derivative of
formula | or Il as defined in claim1."

The refusal of the application for lack of inventive
step was communi cated to the applicant on EPO

Form 2061.1 04.88 with the heading "Decision to refuse
a European patent application”. It stated, inter alia,
that the applicant had not commented on the Exam ning
Division's earlier comunication of 19 Septenber 1990,
but had nerely requested by letter received on

19 February 1991 a decision on the basis of the
material on the files at that tine.

The grounds for this decision were given by an express
reference to paragraphs 1, 1.1, 1.2, 1.3 of the said
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earlier comrunication of 19 Septenber 1990, where the
reasons for the refusal were set out as foll ows:

Sul phonat ed 2- hydr oxyphenyl -1, 3,5-triazines and their
use as |light and heat stabilisers for various
substrates, e.g. wool and silk, were known from

(1) FRA-1 494 413

whi ch docunment was considered to represent the nost

rel evant state of the art. The subject-matter of the
pending Claim1l was said to be distinguished therefrom
by the fact that the sul phonic acid group was now
attached directly to the aromatic ring inits
5'-position and not to an al koxy group in the

4' -position.

As no particul ar advant ageous effect was accepted by
the Exam ning Division for the new nmethods, the problem
to be solved was defined as just an alternative nethod
for protecting proteinaceous fibres against

phot odegradati on and thernmal degradati on. The conpounds
of docunment (1) were alleged to be structurally close
to those of the application under consideration, since
bot h were sul phonat ed conpounds havi ng identical basic
ring structures and, thus, the skilled person would
have regarded the conpounds of the application in
guestion as sonething he could nmake or use.

In his Statement of G ounds of Appeal, filed 24 July
1991, the Appellant in essence argued that in view of
t he di stinguishing features acknow edged by the
Exam ni ng Division the conpounds used according to the
application under consideration were not structurally
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close to but rather structurally distinct fromthe
conpounds of citation (1). Furthernore, as already
indicated in the application as originally filed
(Exanpl e 4 on page 13) and confirmed by

(2) Proceedings of the Seventh International Wol
Conf erence, Tokyo 1985, Vol. 4, page 63,

not all compounds which coul d be designated as

sul phonat ed hydroxyphenyl -1, 3,5-tri azi nes exert the
desired protective effect on proteinaceous fibres. The
Appel I ant concl uded that the subject-matter clained was
a further, non-obvious solution of the underlying
techni cal probl em

Al t hough no formal request was submtted by the
Appel lant, it is clear to the Board that he wants the
di sput ed deci sion reversed.

Reasons for the Decision

1
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Admissibility of the Appeal

The appeal conplies with the requirenments of

Article 106 to 108 of the EPC, and also with those of
Rule 64, in spite of the fact that the Notice of Appeal
did not explicitly identify the extent to which
amendnment or cancellation of the decision under appeal
is requested, as required by Rule 64(Db).

The content of the decision under appeal is sinply the
refusal of the then pending sole version of the patent
application. Thus, the wording "... we hereby file



0447.D

- 6 - T 0632/ 91

Notice of Appeal to the decision ..." has to and can
only be construed as a request to entirely set aside

t he deci sion under appeal and to grant a patent on the
basi s of the docunments of the European patent
application to which the decision under appeal

referred. Therefore, the Board concludes, in accordance
with the established case |aw, that the appeal fulfils
the requirements of Rule 64 and, hence, is adm ssible
(see e.g. T 0007/81, paragraph 1 of the Reasons for the
Deci si on, QJ EPO 1983, 98, 99; T 0001/88, No. 1.1 of

t he Reasons for the Decision, not published in the QJ
EPO, T 0194/90, No. 1 of the Reasons for the Decision,
not published in the QI EPO.

Novelty

The subject-matter of the clains is not disclosed in
any of the citations on file and is therefore novel. As
this issue was never raised by the Exam ning Division,
no further comments are necessary on this issue.

Problem and Solution

The application relates to a nethod for protecting wool
and ot her proteinaceous fibrous materials against

phot odegradati on and t hermal degradation, e.qg.
phot oyel | owi ng and phototendering (page 1, lines 1 to
3, and page 5, lines 1 to 12).

Met hods for protecting proteinaceous fibres against
phot odegr adati on are known, e.g. from docunent (1),
whi ch was already cited in the application as
originally filed (page 4, line 15) and was the

Exam ning Division's starting point for defining the
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techni cal probl em underlying the present application
(page 1, line 8 of the comrunication dated 19 Septenber
1990) .

This citation discloses substituted [3-hydroxy-4-(2-
triazinyl)-phenoxy] - al kanesul phoni ¢ acids and their
netal salts of the formula

/7N, OH

K N ‘
! t::
bt & -0-21-50s0M:),
) Xxn/ ’ A "

wherein Z, and Z, are benzene resi dues which may
conpri se hal ogen atons, al kyl, al koxy, hydroxy or

phenyl groups ...,

A, is a al kyl en group,

M, designates a hydrogen ion ..., or a netal cation ...,
and

n desi gnates the cation's val ency

[definitions given only as far as inportant in the
present context],

and the use of these conpounds as UV-absorbi ng agents
for the protection of, e.g., proteinaceous fibres such
as, iInter alia, silk (page 1, left-hand colum, first
par agraph, in conbination with the paragraph bridging
t he colums on page 4, and page 5, l|left-hand col um,
line 11 fromthe botton

Wi |l e sone isol ated advantages were all eged for the
conpounds used according to the present application
(page 4, lines 10 to 19), as conpared with known
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sul phonat ed 2- hydr oxybenzophenones or 2-hydroxy-

phenyl benzotri azol es, no particul ar advant ageous effect
was eventually relied upon for the nethod according to
the present invention as conpared with that known from
docunent (1). Thus, the Board accepts the Exam ni ng
Division's view that, consequently, the techni cal
probl em has to be seen in providing a further nethod
for protecting proteinaceous fibres agai nst phot o-

degr adat i on.

According to Claim1l of the present application it is
suggested, as the solution of this problem to treat
the fibres under acidic conditions with the conpounds
of formula | or Il. In view of the exanples,
denonstrating the protection of wool (Exanples 1 to 10)
and of silk (Exanple 12) agai nst phototendering and/ or
photo-yellowing in sinmulated sunlight, and the
protection of wool against yellow ng by heat

(Exanpl e 11), the Board finds that the existing problem
is credibly sol ved.

Inventive Step

It remains to be decided, if the suggested solution is
i nventive.

The Exam ning Division based its finding of obviousness
of the clained nethod on the fact that it nmade use of
chem cal conpounds, which were said to be "structurally
cl ose"” to those disclosed in reference (1) and that,
thus, a skilled person could have nade or used them

First of all, it has to be stated that the issue of
i nventiveness cannot be deci ded by consi deri ng whet her
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a skilled person could have done sonet hing, but rather
whet her he woul d have done it with a reasonable
expectation of solving the particular technical

probl em The conclusion that a skilled person woul d
have used the conpounds I or Il in the method of
present Claiml in view of the disclosure of docunent
(1) rests on the assunption that he would have known
that all conmpounds conprising a 2-(2-hydroxyphenyl) -
1,3,5-triazine systemand a sul phonate group have nore
or less the sane properties, at |east those that are
important to solving the existing technical problem and
that, therefore, conpounds | and Il can be used as

t echni cal anal ogues of the conpounds known from
citation (1). This inplies that the legitimcy of
conclusions in respect to the properties of chem cal
conpounds based on the consideration of structural
features depends on how nuch is known on the respective
technical field about the relationship between
structure and properties (see also the decision

T 0020/ 83, No. 5 of the Reasons for the Decision; QJ
EPO 1983, 419, 421).

The Appel | ant enphasi sed that the conmpounds | and |1

wi th the sul phonate group being directly linked to the
phenyl group, were not structurally close to but were
structurally distinct fromthose of docunent (1), where
t he sul phonate group was separated fromthe phenyl

resi due by an al koxy group. He al so pointed out that
because of these structural differences, which were

al so conceded by the Exam ning Division, the skilled
person woul d have expected different resonance
characteristics and, thus, different properties for the
respective conmpounds (page 3, first paragraph of the

St at enent of Grounds of Appeal). Therefore, the
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Appellant in effect denied the possibility of any
common general know edge whi ch woul d have al | owed
predi ctions regardi ng the useful ness of substituted
sul phonat ed 2-(2- hydroxy-phenyl)-1, 3,5-triazinyl
conpounds ot her than those disclosed in docunent (1)
and in particular of the conpounds of fornmula | and I

This subm ssion is supported by docunent (2) giving

"I nprovenent Factors" for a nunber of substituted

sodi um 4- hydr oxy- 3-(2-triazinyl)-benzene- sul phonat es.
These I nprovenent Factors are a neasure for the
[ifetime inprovenent of wool fabric after exposure to
si mul ated sunlight for 2000 hours at 45°C or for

1000 hours at 75°C achieved by treatnment with the
respective sul phonates. Wereas these | nprovenent
Factors range from2.2 to 4.4 at 45°C, and from1l.8 to
2.9 at 75°C for conpounds which are used according to
present Claiml, they are only 1.0 (i.e. the val ue of
the untreated fabric) at both tenperatures for sodi um
4- hydr oxy- 2- met hoxy- 5- (3, 5-di phenoxy-2-triazinyl) -
benzene- sul phonate and for sodi um 2, 4-di hydr oxy-5- (3, 5-
di phenoxy-2-tri azi nyl)-benzene-sul phonat e (conpounds
XI'l1l and XV in Table 1, which are not to be used
according to the nethod of the present daiml).

Such evi dence remai ned unconsi dered by the Exam ning
Division for not conprising a conparison with the state
of the art. However, it rebuts, in the Board's

j udgment, the Examining Division's prima facie
assunption that there existed sone common gener al

know edge, which would have all owed the skilled person
to disregard the said structural differences of the
respective conmpounds and to draw valid concl usions
regardi ng the useful ness of substituted sul phonated 2-
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(2-hydroxyphenyl)-1,3,5-triazinyl conpounds as agents
for protecting proteinaceous fibres against

phot odegradation fromthe technical teaching of
docunent (1).

Thus, the Appellant has chosen a particul ar group of
conpounds from a host of possible structural
alternatives to the conpounds known from docunment (1)
and denonstrated that they serve - in contrast to other
concei vabl e substituted 2-(2-hydroxyphenyl)-1, 3, 5-
triazinyl conpounds conprising sul phonate groups - as a
solution to the existing technical problem In the
absence of any sign post directing to the conpounds of
formula | and Il, their use according to Claim1l was
not obvi ous over docunent (1).

The Board al so consi dered docunent

(3) EP-A-0 112 120,

which was cited in the Exam ning Division's first
conmuni cation, but not referred to in the appeal ed
deci si on.

This citation relates to the use of substituted 2-(2-
hydr oxyaryl) - 2H benzotri azol esul phonates for protecting
synthetic and natural fibres against phototendering
(page 1, lines 4 to 7). These conpounds nay have the
sul phonate group directly linked to the hydroxyaryl
group (see conpounds I, 11, and Il on page 5, lines 3
to 14). However, there is nothing available to the
Board which would have justified to transfer results
obtained with substituted 2-(2-hydroxyaryl)-2H
benzotri azol e- sul phonates to substituted 2-(2-
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hydr oxyphenyl ) -1, 3, 5-tri azi nesul phonates and to draw
any conclusions fromthe properties of the former in
respect to the properties of the latter.

4.9 It follows fromthe above that the subject-matter of
the present Claim1l would not have been obvious to the
notional skilled person in the light of the cited
docunents. Dependent Clains 2 to 8, which refer to
preferred enbodi nents of aim1l and Caim9, which
relates to proteinaceous fibres treated according to
Claim 1, are based on the sane inventive concept and
derive their patentability fromthat of Caiml.

Order

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent with Clains 1 to 9 as published
and the description, pages 1 to 28, also as published.

The Regi strar: The Chai r man:

E. Gorgmaier A. Jahn
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