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Summary of Facts and Submissions

0650. D

The mention of the grant of patent No. 0 154 994 in
respect of European patent application No. 85 102 895.1
filed on 13 March 1985, was published on 14 June 1989
(cf. Bulletin 89/24) on the basis of thirteen clains
relating to a photosensitive resin conposition for
preparing a printing plate for flexography with reduced
surface tack (Clains 1 to 10) and a nethod of preparing
a photocured pattern structure free of surface tack
fromsaid photosensitive resin conposition (Cains 11
to 13).

A notice of opposition was duly filed within the
prescri bed period (Article 99 EPC)

The grounds of opposition were, inter alia, that the
subj ect-matter of the disputed patent |acked inventive
st ep.

The opposition was based, inter alia, on

(1) GB-A-1 425 271 and
(7) US-A-4 139 436.

By a decision delivered orally on 9 July 1991, with
witten reasons being issued on 9 Septenber 1991, the
Opposition Division revoked the patent.

Amended C aim 1, which was then pending before the
Qpposi tion Division, read:

"A photosensitive resin conposition conprising to be
used for preparing a printing plate for flexography
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which is inproved with respect to surface tack-free
characteristic after curing by exposure to actinic
radi ation, said photosensitive resin conposition
conpri si ng:

a) an ethylenically unsaturated prepol yner having a
nunber average nol ecul ar wei ght of 5000 or nore per
doubl e bond;

b) an ethylenically unsaturated nononer; and

c) a photoinitiator, characterized in that it further
conpri ses:

d) at |east one conpound represented by the general
formula (1)

R- X (1)

wherein R stands for a nonoval ent hydrocarbon residue
represented by CH,,, or CGH,,., in which n is an integer
of from1ll to 21; and X stands for -COOH, -CONH, or -
CH,OR? in which R stands for H or -CO R-S-R:- COOCH,- R
in which RR is a dival ent hydrocarbon residue having 1
to 6 carbon atons and R* has the sane neani ng as defined
with respect to R, wherein the weight ratio of said
conponent (d) to the photocurabl e conposition

conpri sing conponents (a), (b) and (c) is fromO0.1/100
to 6/100, and said conponent (d) is present in the

di ssolved state in said photosensitive resin
conposition.”

The Opposition Division held that the subject-matter of
the patent in suit, while being novel and conplying
also with the requirenents of Article 83 EPC, did not

i nvol ve an inventive step. The problemto be sol ved was
defined as the reduction of surface tack in curable
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conpositions for printing plates. The solution, which
consisted in the addition of the conmpounds of conponent
(d) to conpositions, which were otherw se known from
citation (1), was held to have been obvious in view of
docunents (2) to (6).

The Appel |l ant (Patentee) | odged an appeal against this
deci sion on 14 Novenber 1991 with paynent of the
prescribed fee.

In his Statement of G ounds of Appeal, filed 20 January
1992, and during the oral proceedings held on

12 October 1993, he submtted that the neasures
suggested in citation (1) to obtain printing plates for
fl exography with tack free surfaces, i.e. the physical

i nsul ati on of the photosensitive resin from oxygen,
were insufficient when photosensitive resin
conpositions were used, which conprised an
ethylenically unsaturated prepolymer with an average
nunber nol ecul ar wei ght of at |east 5000 per double
bond. He argued that the persisting tack of such
conpositions was not caused by pol ynerisation

i nhibition due to the presence of oxygen, but was

rat her an inherent feature of the photocured pol yner
resulting fromthe said prepol yner. Docunents (2) to
(6), relied on by the Qpposition Division, were only
concerned wth decreasing the polynerisation inhibiting
ef fect of oxygen by the bloom ng out of waxes and wax

I i ke conpounds, which technical teaching did not relate
to the said inherent tackiness. Therefore, so the
Appel I ant concl uded, docunents (2) to (6) would not
have I ed the skilled person to use conponent (d) for
reducing the said persisting tack. There woul d not have
been any reason for the skilled person to avail hinself
of the known anti-oxygen filmformng properties of the
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conponents (d) when oxygen insul ation was al ready
achi eved by sandw chi ng the photo-curable resin
conposition | ayer between protective fil ns.

The Appellant further submtted that the fresh
docunents, introduced by the Respondent in the appeal
stage, were irrelevant to the present case, since none
of themrelated to the new probl em of persisting tack
in photo cured printing plates caused by the use of
prepolynmers with a high nol ecul ar wei ght per double
bond. He nmaintained that, in particular, citation

(15) US-A-4 218 294 (1980)

woul d have deterred the skilled person from

i ncorporating the conpounds (d) into the conpositions
known from docunent (1) as he woul d have expected the
undesi rable formati on of emul sions and, furthernore, as
the rel ease type surface characteristics resulting
therefromwere said to be simlar to those of

fl uorocar bon pol yners.

The Appellant, in the course of oral proceedings filed
a new set of ten clainms. The only independent Claim1l
reads:

"The use of a photosensitive resin conposition
conpri si ng:

a) an ethylenically unsaturated prepol yner having a
nunber average nol ecul ar wei ght of 5000 or nore per
doubl e- bond;

b) an ethylenically unsaturated nononer;

c) a photoinitiator;

0650. D Y A



0650. D

- 5 - T 0867/91

d) at |east one conpound represented by the general
formula (1)

RE- X (1)

wherein R stands for a nonoval ent hydrocarbon residue
represented by CH,., or CGH,,., in which n is an integer
of from1ll to 21; and X stands for -COOH, -CONH, or -
CH,OR? in which R stands for H or -CO R-S-R- COOCH,- R*
in which RR is a dival ent hydrocarbon residue having 1
to 6 carbon atons and R* has the sane neani ng as defined
with respect to R wherein the weight ratio of said
conponent (d) to the photocurabl e conposition

conpri sing conponents (a), (b) and (c) is fromO0.1/100
to 6/100, and said conponent (d) is present in the

di ssolved state in said photosensitive resin
conposition, with the exclusion of conpositions in
which the ratio of conmponent (a) to conponent (b) is as
small as to result in final printing plates, being tack
free without the addition of conmponent (d) in a process
of producing a printing plate for flexography by

sandw ching a | ayer of the said conposition between a
substrate layer and a cover film inmagew se exposure to
actinic radiation to produce a pattern having cured
and uncured portions, and renmpving the remaining
uncured portions fromthe | ayer of said conposition,
and conducti ng a subsequent post-exposure while

i mrersi ng the photocured pattern structure in water or
an aqueous solution containing an alkali netal salt or
al kaline earth netal salt of sulfurous acid."

The Respondent submitted that the appeal should be
di sm ssed as inadm ssible for not conplying with the
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requirenents of Rule 64 or, alternatively, for not
bei ng properly reasoned.

He al so submtted that the new clains were i nadn ssi bl e
under Article 84 and/or Article 123 EPC.

Furt her, the Respondent maintained that the problem of
persisting surface tack in polynerised products and the
technol ogy of avoiding it by incorporation of materials
i ke stearic acid was well known in the art and, thus,
it would have been obvious to apply such technol ogy,
known e.g. from docunent (15), to the flexographic
printing plates disclosed in docunent (1).

The Appel l ant requested that the appeal be all owed and
that the patent be maintained on the basis of the
clainms submtted in the course of the oral proceedings.
The Respondent requested that the appeal be dism ssed.
At the end of the oral proceedings the Chairnmn
announced the decision of the Board to dism ss the
appeal .

Reasons for the Decision

1

0650. D

Admissibility of the Appeal

The Respondent, referring to the requirenents of
Rul e 64 EPC, challenged the adm ssibility of the
appeal .

The notice of appeal, filed by the Appellant's
representative, designated the patent in suit by its
nunber and the decision under appeal by its date. It
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al so contained the name of the Patentee, which, w thout
bei ng expressly stated, could be understood only to be
that of the Appellant since the appeal requested that
the clearly designated decision of the Opposition
Division (i.e. to revoke the patent) be set aside.
Furthernore, the notice of appeal contained the nane
and the address of the Appellant's representative.
While it is true that the notice of appeal itself did
not mention the Appellant's address, it provided
sufficient information to identify the Appell ant

hi msel f and his address, which e.g. could be taken from
the patent in suit. Thus, the Board holds that the
requi renents of Rule 64(a) EPC are nmet (follow ng
Decision T 483/90 of 14 Cctober 1992, No. 1 of the
Reasons for the Decision, not published in the QI EPO).

Citations (1) to (6), on which the Qpposition

Di vision's decision was based, were discussed in detai
in the Appellant's G ounds of Appeal. In particular
reasons were given why, in the Appellant's opinion, the
Exam ning Division's finding of obviousness had been
based on hi ndsight (see No. VII, pages 15 ff. of the
Grounds of Appeal). Hence, the requirenents of

Article 108, third sentence, EPC are net.

The appeal conplies also with the other requirenents of
Rul e 64 and of Articles 106 to 108 EPC and is,
t herefore, adm ssible.

Admissibility of the New Claims

The new Claim1 differs fromCaim1 as granted mainly
in the followi ng three aspects:
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(1) instead of a product claimit is now a use claim
directed to the use of a photosensitive resin
conposition as defined in a process of producing
printing plates for flexography;

(i) additional features are incorporated for
defining the photosensitive resin conposition
and the process nore precisely;

(iii) certain photosensitive resin conpositions are
di sclaimed to exclude such enbodi nents where the
problemto be solved (see also No. 4 below) wl
not be encountered.

The use of a photosensitive resin conposition in a
process of producing printing plates for flexography is
equi valent to a process claim which was originally
disclosed (Clainms 19 to 21) and retained in the granted
patent (Clainms 11 to 13).

The additional process features, are supported by
Claim 11l as granted in conbination - as far as the
"sandw ching"” is concerned - with page 8, lines 45 to
51 and the exanples and - as far as post-exposure in
water is concerned - with page 8, line 63 of the patent
(A aim19 and page 27, line 19 to page 28, line 5 and
t he Exanpl es, and page 29, lines 3 to 4 of the
application docunents as originally filed). The

addi tional conposition features are supported by
Claim 10 and page 6, lines 64 to 65 of the patent
(Caim1l8 and page 22, lines 11 to 12 of the
application docunents as originally filed).
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Thus, none of the above discussed amendnents is

obj ectionabl e under Article 123 EPC. However, the Board
doubts whether the new Claim1l in view of the
disclaimer is clear as required by Article 84 EPC. In
the Board's view, the new Claim1 inposes an undue
burden to the public to establish the actual scope of
the claim i.e. to find out at which weight ratios of
conponent (a) to conponent (b) does the surface tack
probl em exi st and, thus, calls for solution. This is
all the nore true since such ratios will nost |ikely
vary with the chem cal nature of these conmponents. Be
that as it may, this issue does not need to be decided
under the prevailing circunstances of this case,
because the appeal fails for other reasons.

Novelty

After exam nation of the cited prior art, the Board has
reached the conclusion that the clainmed subject-matter
is novel. Since novelty of the present clainms was
finally conceded by the Respondent, it is not necessary
to give detailed reasons for this finding.

Problem and Solution

The patent in suit relates to the use of photosensitive
resin conpositions for the preparation of printing

pl ates for flexography, which photosensitive resin
conpositions conprise an ethylenically unsaturated
prepol ymer having a nunber average nol ecul ar wei ght of
5000 or nore per doubl e-bond (conponent (a)), an

et hyl enical ly unsaturated nononer (conponent (b)), and
a photoinitiator (conponent (c)).
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Such resin conpositions and their use for the
preparation of printing plates are known from docunent
(1), which the Board considers as representing the
closest prior art. This citation discloses photo-
sensitive conpositions, which are photopol yneri sabl e by
the action of actinic light (page 1, lines 6 to 9), and
conpri se an ethylenically unsaturated prepol ynmer having
a nunber average nol ecul ar wei ght of 800 to 20000 and
contains up to 6 C=C-doubl e bonds (page 2, lines 18 to
19, in conbination with forrmulae IV and V, and page 2,
line 32 to page 3, line 23), at |east one polynerisable
et hyl enical ly unsaturated nononeric conpound (page 3,
lines 24 to 25), and a photopol ynerisation initiator
(page 3, lines 26 to 27). This docunent al so discl oses
t he sandwi ching of the photosensitive conposition
between two filns, inagew se exposure of the resulting
assenbly, washing out of unexposed portions with e.qg.
wat er, drying, and postexposure of the resulting
printing plate (docunent (1), page 11, lines 28 to 41).

According to the patent in suit, the surface tack of
phot ocured structures produced from photosensitive
resin conpositions can be high and can cause vari ous
problens in the handling of the printing plates

(page 2, lines 17 to 20 and lines 35 to 45). Known

met hods of renoving the surface tack were said to be
ineffective or troubl esonme (page 2, lines 55 to 60).
Consequently, the problemto be solved was defined as
"to provide a photosensitive resin conposition, which
is inproved with respect to surface-tack free
characteristic after curing by exposure to actinic
light" (page 3, lines 23 to 25). The patent further

di scl oses that the surface tack of a photocured pattern
structure is considerably high, when the nunber average
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nol ecul ar wei ght per doubl e bond of the prepolymer is
5000 or nore (page 5, lines 24 to 26).

4.4 Thus, the Board finds that the objectively existing
probl em which can be directly inferred fromthe patent
in suit was to renove or at |least to decrease the
surface tack of printing plates for flexography known
from docunent (1).

4.5 According to the patent in suit, this problemis to be
sol ved by incorporating the additional conponent (d)
into the photosensitive resin conpositions, which are
to be used in the said process, taking into account
al so the other process-paraneters of Claim1l. The
conparative tests and the Exanples 4 to 10 show, that
this addition of conponent (d) elimnates or
substantially renmoves the surface tack of photocured
relief-inmaged plates, while the om ssion of this
conponent results in plates with considerabl e surface
tack (see page 12, line 46 to page 13, line 45). In
view of this, the Board accepts that the above
technical problemis indeed solved by the clainmed use.

5. Inventive Step

This leads to the need to deci de whether or not the
claimed process results froman inventive step.

5.1 The conpositions which were used in the process
according to docunment (1) and which resulted, as
explained, in printing plates with an undesirable
surface tack, differ fromthe present ones only in that
they are | acking conponent (d). Docunment (15), which
refers to rel ease surfaces, discloses that, inter alia,

0650. D Y A
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"a higher al kyl alcohol or acid or ol eam de" nmay be
used in anpbunts "of one tenth of 1% and a few percent

e.g., between about 0.1% and about 10% by wei ght"
as a release coating or oxygen barrier in radiation
curabl e liquids conprising

(a) an unsaturated prepolyner mxed with

(b) acrylic nononmers and

further additives (colum 5, lines 21 to 29 in
conmbination with colum 2, lines 45 to 48). Preferred
prepol yners result fromthe reaction of a polyether
triol (i.e. a trinethylol propane - propyl ene oxide
condensati on product) having a nol ecul ar wei ght between
about 300 and 4500 with three noles of tol uene

di i socyanate and then reacting preferably all remaining
i socyanate groups with an ethylenically unsaturated,
active hydrogen contai ni ng conpound, preferably hydroxy
| ower al kyl acrylate or methacrylate (colum 3, lines 5
to 22).

The further additives are

(c) a photoinitiator (colum 4, lines 63 to 66) and

(d) e.g. the said higher alcohol or acid or ol eam d.

Thus, the skilled person would have found a cl ear
teaching in docunment (15) that "higher alcohol or acid
or oleam d" served as rel ease agents in photocured

pol yneric compositions which were closely simlar to
the present ones, the only difference being in a | ower
nol ecul ar wei ght per doubl e-bond of the unsaturated
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prepol ymer. Such an rel ease agent exerts its rel ease
property by I owering the adhesion of the respective
surfaces which in turn nmeans that it reduces their
tacki ness. Therefore, this was a clear pointer to use
the respective conpounds as additives in the

conposi tions known fromcitation (1) for solving the
exi sting technical problem

The Appellant submtted that "rel ease properties” also
meant to be non-wettable, which property woul d have
rendered these conpositions useless for flexography.
However, it is stated in docunent (15) that rel ease
surfaces of |ow adhesion are, inter alia, useful for
transfer printing (colum 1, lines 26 to 27).
Therefore, the Board holds that this argunent is not
val i d.

The Appellant submtted that the skilled person would
not have availed hinmself of the oxygen shielding effect
of these conmpounds, since the respective conpositions
were al ready protected agai nst the pol ynerisation
decreasing effect of oxygen by the sandw ching

techni que. Thus, so the Appellant concluded, the
skilled person woul d not have expected any benefici al
effect of a further neasure against the negative effect
of oxygen.

However, this argunment is not convincing because, as
indicated, the anti-tack effect of these conpounds is
di scl osed in docunment (15) independently fromtheir
oxygen barrier formng properties and without referring
to a particular mechanism Hence, in the Board's

j udgnment, docunent (15) held out a prospect that the
present technical problemcould be solved by
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i ncorporating these additives into the conpositions
known from docunent (1).

5.4 The Appellant further pointed out that docunent (15)
di scl osed that the conmponents (d) were only slightly
soluble in the acrylic coating fornulation and forned
an emul sion or fine suspension (colum 5, lines 29 to
31). In his subm ssion, the expectation of |ight
scattering thereby caused woul d have deterred the
skilled person fromusing the conponents (d) in
conposi tions intended for flexography.

However, as the Respondent credibly submtted, there
was not to be expected a detrinental effect owing to
light scattering, so long as the particle size remained
bel ow a certain value. Thus, while the skilled person
woul d have realised that there was a possible risk of
shortcom ngs, this would not have deterred himfrom
routi ne experinentation to establish whether such risks
existed inreality and, if necessary, to find out how
to overconme them by establishing the proper paraneters
and particle size. A M Smth, a former managi ng
director of a conpany active in this field, now acting
as an expert for the Respondent submtted, which

subm ssi on was not contested, such experinents would
have ampbunted to nmerely a few man-days' work of a
techni cal assistant which in this area of a "trial and
error business" was quite normnal

In these circunstances, the Board accepts that the
noti onal practitioner would have tried out whether the
prom sed anti-tack effect of conponent (d) would be
achi eved rat her than having specul ated on possible
failures of such experinents.

0650. D Y A
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5.5 It follows that the subject-matter of Claim1l does not
result froman inventive step as required under
Articles 52(1) and 56 EPC. Dependent Clains 2 to 10
fail together with Caiml.

Order

For these reasons, i1t i1s decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgmai er A. Jahn
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