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Summary of Facts and Submissions

1214.D

Eur opean patent No. 0 163 395 was granted on

21 Decenber 1988 for five Contracting States with ten
Clainms in response to European patent application

No. 85 302 520. 3.

Noti ces of opposition were filed agai nst the European
patent by three parties. Revocation of the patent was
requested on the grounds of Article 100(a) and (b) EPC.
During the procedure before the Qpposition Division ten
docunents were relied upon by the parties. Anong them
the follow ng are of relevance for the purpose of this
deci sion (the nunbering used in the decision by the
Qpposition Division is adhered to):

(2) GB-A2 113 521;
(3) DE-A1 217 381;
(4) US-A-3 803 188.

The Opposition Division issued on 21 Novenber 1991 an
interlocutory decision within the neani ng of

Article 106(3) EPC whereby the patent was mai ntai ned on
the basis of Clains 4 to 10 as granted and Clains 1 to
3 and anmended description pages 2 and 3 as filed on

23 July 1990. Independent Clains 1, 9 and 10 read as
fol | ows:

"1. A continuous process for the production of a
feedstuff for rum nants which conprises continuously
formng a mxture of cal cium oxide or other basic oxide
formng a water-insoluble salt with an edible fatty
acid, one or nore edible higher fatty acids containing
at least 12 carbon atons per nolecule, and optionally a
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further nutritional material under conditions such that
the said nutritional material (when present) is

i npregnated with fatty acid, continuously addi ng water
to said mxture, and allow ng the cal ciumor other
oxide to react exothermcally with the said acid to
formthe cal ciumor other water-insoluble salt thereof,
and continuously spreading out the still hot reacting
m xture on a noving belt on which the reaction proceeds
to conpletion so that nost of the water is boiled off
while the mxture is on the belt and the latter is |ong
enough to allow the m xture to cool substantially to
roomtenperature and becone converted into a dry
friable product.

9. A feedstuff for rumnants conprising a water
insoluble salt of an edible higher fatty acid when
produced by the process of any of clains 1 to 8.

10. A nutritional material protected with an edible
wat er insoluble fatty acid salt against alteration in
t he runen when produced by the process of clains 3 to
6. n

Dependent Claim2 to 8 related to specific enbodi nents
of the process according to the daim1l. In particular,
Claim 3 concerned the enbodi ment in which a
prot ei naceous feedstuff was present as "a further
nutritional material™.

The Opposition Division considered that the anended
claims did not contravene Article 123(2)(3) EPC and
that the patent in suit disclosed the invention in a
manner sufficiently clear and conplete for it to be
carried out by the skilled person. Mreover, in the
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opi nion of the Opposition Division, the process
according to Caim1 was novel having regard to
docunent (4) and the products of Clainms 9 and 10 were
novel having regard to both docunents (2) and (4) which
did not relate to a product in a dry friable form at
room temperature. Furthernore, the conbination of the
two closest prior art docunents (2) and (4) would not
have led the skilled person to the subject-matter of
Claim 1. The sane applied nmutatis nutandis to the
subject-matter of Clains 9 and 10.

The Appel lants (Opponent 03) | odged an appeal agai nst
t he decision of the Opposition Division with the
paynent of the fee, and submitted the statenent of

gr ounds.

The Respondents replied to the Appellants' statenent of
grounds with letter dated 24 July 1992.

In a comuni cati on acconpanyi ng a summons to oral
proceedi ngs the Board outlined its provisional opinion
on novelty and inventive step.

By letter dated 12 January 1996, the Respondents

wi thdrew their request for oral proceedings and
infornmed the Board that they would not attend the oral
pr oceedi ngs.

Oral proceedi ngs took place on 25 March 1996. The
Respondents submtted a new main request, which
differed fromthe clains as maintained by the
OQpposition Division nerely in that in Claimé6 "any of
the clains 3 to 6" was changed into "any of the
claims 3 to 5", and an auxiliary request, which
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differed fromthis main request in that at the end of
Claim1l after "dry friable product” the sentence ",the
residence tinme of the m xture on the belt being at

| east 2 1/2 hours" was added.

The Appellants had argued in witing essentially that
the feature "friable" in process Claim1l did not allow
a distinction between the product of Clains 9 and 10,
whi ch was defined in terns of the process of
preparation, and the prior art product of docunment (2)
whi ch had the sanme conposition and was forned by
precipitating, filtering by neans of a vacuumfilter
and drying. The latter product was described as a

pul verul ent free-flow ng powler, as pellets, or as a
solid block (see page 1, lines 79 to 80) and thus had
to be regarded as friable, lunmpy or crunbly. Thus, in
their subm ssions, Clains 9 and 10 | acked novelty. As
for inventive step, they submtted that there were only
m ni mal differences between the processes and products
of docunments (2) and (4) and the process and products
according to the patent in suit. The process according
to docunent (2) differed fromthe process according to
Claiml1l only in that the latter was continuous and the
hot reaction products were spread on a belt. The

di fference between the process described in Exanple 12
of docunment (4) and the process according to the patent
in suit was nerely that a "m xer conveyor" was used
instead of a belt. In their subm ssions, these mnim
di fferences could not justify the acknow edgenent of
inventive step because the average skilled person was
readily in a position to substitute a m xer conveyor by
a belt of an appropriate length such as to allow the
reaching of the desired final tenperature. Mreover, in
their view, the friable, hot mllable product disclosed
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in Exanple 12 of docunent (4) could be expected to be
friable al so when col d.

The Respondents argued that the word "friable" was an
ordinary word in English the nmeaning of which ("easy to
crunble"”) was clear to the reader. The friability of

t he product was the characterising feature of the
product of Clainms 9 and 10. This feature, which was
conferred on the product by the particular process of
preparation, distinguished the claimed product from
those of the prior art which were not friable at room
tenperature. In fact, no such product could be
obt ai ned by operating in accordance with the batchw se
reacti on net hod of docunent (2) which provided a solid
bl ock. As for docunent (4), which was not concerned
with the preparation of netallic soaps for nutritional
uses, the product therein (see, in particular,

Exanpl e 12) was described as soft, friable at high
tenperature and m | able hot. However, because of the
process of preparation, such a product at room
tenperature would not be friable, but rather sticky due
to the release of free fat. The presently cl ai ned
process, although perhaps deceptively sinple, provided
a reliable continuous process whereby a friable and
easy to handl e product could be prepared which none of
t he batchw se nmethods of the prior art allowed to
prepare. This was in consequence of the specific
nmeasure adopted to spread out the still hot reacting
m xture on a noving belt and to let it cool down to
room tenperature thereupon for a sufficient tinme.

The Appel |l ants requested that the decision under appeal
be set aside and the patent be revoked.
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The Respondents requested that the decision under
appeal be set aside and that the patent be maintained
on the basis of the main request or of the auxiliary
request submtted during oral proceedings.

Reasons for the Decision

1

The appeal is adm ssible.

Main request

Formal admissibility of the amended claims (Article 123 EPC)

When conpared with the clains as granted, the present
clainms contain anmendnents which find formal support in
the application as originally filed (cf. page 7,

line 27 to page 8 line 9) and which do not result in an
extension of the protection conferred. Thus, no

obj ections under Article 123(2) and (3) EPC ari se.

Clarity (Article 84 EPC) and Novelty (Article 54 EPC)

1214.D

The Board observes that Article 84 EPC is a proper
basis for rejecting a claimrequest if this objection
ari ses out of anmendnents during opposition proceedi ngs
or on appeal therefrom Further, the clarity of a claim
may affect the decision on the issue of novelty under
Article 100(a) EPC because, if a given subject-matter
is clainmed in a formwhich does not allow a cl ear-cut
di stinction over matter known fromthe prior art, a
meani ngf ul exam nation as to novelty is not possible.
In such a case, the issues of clarity and novelty are
i nt er connect ed.
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In the present case, during the opposition proceedings
the clains as granted, in particular Caiml, were
anmended in order to overcone the novelty objections

rai sed by the Appellants. Thus, the anended cl ai ns have
to be exam ned as to whether they now neet the clarity
requirenent of Article 84 EPC so as to allow a

meani ngf ul assessnent of their novelty over the prior
art.

The Appellants no | onger dispute the novelty of the
process clainms 1 to 8. In their appeal, they question
only the novelty of the product clains 9 and 10 because
intheir viewthe attribute "friable" does not provide
an adequate distinction over the product of

docunent (2) which could have the sane physica
structure. In a conmunication, the Board additionally
guestioned the novelty of the subject-matter of aim?9
because this claimin its broadest outline related to a
product with a conposition identical to that of the
product of document (4) which was described as being in
a friable solid form

The subject-matter of Clains 9 and 10 is characterised
in ternms of the process of production (cf. "when
produced by the process of any of the clains 1 to 8" in
claim9 and "when produced by the process of clains 3
to 6" in claim10). Said process is essentially
characterised by reference to two main operational
steps, these being: (i) mxing of the ingredients so as
to cause the exothermic reaction, (ii) spreading out of
the still hot reacting m xture on a noving belt |ong
enough to allow its cooling down to roomtenperature
and its conversion into a dry friable product.
According to the Respondents by operating in this way a
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product is obtained, which, although nade of the sane
ingredients, differs in its physical structure (friable
at roomtenperature) fromthe product obtainable by
operating in accordance wth the processes of

docunents (2) and (4).

According to Article 64(2) EPC, "if the subject matter
of the European patent is a process, the protection
conferred by the patent shall extend to the products
directly obtained by such process”. However, in the
present case, the Respondents seek absol ute protection
for the product as such, i.e. a product - however nade
- with identical features, by using the "product-by-
process” formof claimng. In accordance with the case
| aw of the Boards of Appeal of the EPO this form of
claimng is adm ssible only if the products thensel ves
fulfil the requirements for patentability, in
particul ar that of novelty, and there is no other
information available in the specification for a nore
satisfactory definition on the basis of the
conposition, structure or some other testable paraneter
(cf. for exanmple T 150/82, QJ EPO 1984, 309 and T

248/ 85 QJ EPO 1986, 261). This obviously presupposes an
unblurred definition of the product in the claim

Mor eover, as pointed out by the sanme case |aw, a known
product does not necessarily acquire novelty by the
fact that it is made by a new or nodified process
unless it is established that the paraneters of said
process necessarily result in a product inherently
havi ng novel distinctive features (cf. T 205/83, QJ EPO
1985, 363).

In the present case, it is undisputed that a feedstuff
for rumnants with identical chem cal conposition and
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resulting fromthe exotherm c reaction of a basic oxide
with edible fatty acids was known in the prior art [cf.
docunents (2) and (4)]. Said feedstuff was al so
subjected to cooling [cf., for exanple docunent (2),
page 2, lines 94 to 95]. The Respondents submtted that
a decisive factor for the novelty of the product of
Clains 9 or 10 is the manner of cooling which
inevitably confers on the product a distinctive

physi cal structure (friable at roomtenperature) that
cannot be achi eved by operating according to the prior
art. In the Board s opinion, this is indeed technically
plausible if the cooling on the belt takes place, as
descri bed, for two and a half hours. However, if so,
the paraneter(s) of this operation constitute(s) a
technical feature essential for the definition of the
product via the process which should be clearly stated
in the process claim

However, when the wording of process claiml, in
particular the portion relevant to the manner of
cooling, is scrutinized, it is observed that this step
is outlined in general ternms essentially by reference
to the result to be achieved, i.e. a dry friable
product at roomtenperature. Claiml fails to indicate
any rel evant paraneter of the cooling operation (e.g.

l ength of the belt, size of the m xture |unps,
residence tinme etc.). In the Board' s view, this renders
any reference to the process in defining the product of
Caim9 or 10 insufficient for its neaningful
characterisation and, consequently, for the exam nation
of its novelty over the products with identical
conposition obtainabl e when operating according to
docunent (2) or (4).
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For these reasons, it is decided that the main request
is refused because the subject-matter of clains 9 and
10 is not clearly defined, which is contrary to the
provi sions of Article 84 EPC.

Auxiliary request

Formal admissibility (Article 123 EPC)

11.

12.

1214.D

Process claim1 here differs fromthe sane claimin the
mai n request in that it specifies that the residence
time of the mxture on the belt is at least 2 1/2 hours
(cf. Section VI, supra). The introduction of this
feature does not result in an extension of the
protection conferred in conmparison with the clains as
granted. Thus, the requirenents of Article 123(3) EPC
are conplied wth.

As for the requirenments of Article 123(2) EPC, it is
observed that the figure "2 1/2 hours” is found in the
application as originally filed on page 9, lines 17 to
18 where it is stated that "the total overall time from
m xi ng to bagging may be about 2 1/2 to 3 hours". The
skilled reader realises inmmediately that this is
essentially the tine of residence on the noving belt
because as stated on page 9, lines 11 to 15 the tine
for m xing and discharging on the belt is mniml (10
to 20 seconds) and the time for bagging is imuateri al
as baggi ng takes place i Mmediately at the end of the
belt. For the skilled reader the m ninumresidence tine
on the belt is the relevant feature of the process in
view of the requirenment that the noving belt be | ong
enough to allow cooling down to roomtenperature and
conversion into a dry friable product. The m ni nmum
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residence time that the skilled reader would

unamnbi guously derive fromthe application as originally
filed is indeed 2 1/2 hours. Thus, no objection arises
under Article 123(2) EPC

Clarity (Article 84 EPC)

13.

Process claim 1l now states a paraneter, nanely
"residence tine of the mxture on the belt being at

| east 2 1/2 hours”, which is relevant to the cooling
step. In the context of the claim this paraneter

provi des sone indication of the rate of cooling of the
reacting m xture, which nust have a bearing on the
physi cal structure of the final product. Indeed, the
speci fication nakes pl ausi ble that the spontaneous
evaporation of water fromthe spread hot reacting

m xture on the belt, which occurs over a period of at
least 2 1/2 hours on the noving belt, confers to the
dry product a particular friable structure. This is now
clearly reflected in process claim1l. Product clains 9
and 10 benefit fromthis clarification because the
process paraneters which confer to the product its

di stinct inherent features are now clearly stated in

t he process claimto which reference is made (cf.

point 8. supra). Thus, an objection under Article 84
EPC no | onger ari ses.

Novelty (Article 54 EPC)

14.

1214.D

It remains now to be established whether by operating
according to docunents (2) and (4) the skilled person
woul d obtain the sanme product as that produced by the
process of claim1 i.e., the product as clained in
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claims 9 and 10. If so, a lack of novelty objection
woul d apply.

Docunent (2) discloses at |east two batchw se nethods
for making a protected feedstuff for rum nants. The
first nmethod conprises the steps of formng a

di spersion of the nutritional material in an aqueous
solution of a water-soluble edible fatty acid, adding
thereto an edible cation (e.g. calciun) so as to
precipitate the resulting fatty acid salt on the
nutritional material, filtering off and drying the
protected feedstuff which can then be pelleted or
ground or reduced to free-fl ow ng powder. The second
nmet hod conprises the steps of obtaining a nolten fatty
acid salt by mxing calciumoxide, fatty acid and water
(exotherm c reaction), dispersing therein the
nutritional material and allowing the m xture to cool
to formsolid bl ocks which can be ground up to powder.
In neither case are specific paraneters of the

evapor ation/cooling step given. Wen operating
according to the first way, the mxed material is
filtered and dried, while, when operating in the second
way, the cooling of the reacting m xture is carried out
in moulds to produce solid lickable blocks (cf.

Exanple 3). Both operations are very different from
cooling the reacting m xture spread on the belt for at
| east 2 1/2 hours as presently clainmed. That this

di fferent manner of operating influences the physical
structure of the final product is persuasive froma
techni cal point of view Thus, in the Board s
judgenent, it is credible that the physical structure
of the final products made according to docunment (2) is
different fromthat of the product of present Claim?9
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or 10. For these reasons, the Board acknow edges
novelty of these clains over document (2).

Docunent (4) describes the manufacture of netallic
soaps, by dispersing finely ground netal oxides, e.gqg.
cal ciumoxide, into nolten higher fatty acids, e.g.
stearic acid (cf. Exanple 12). Thereby soft friable
solids are obtained which are lowin free fatty acids
and easily mlled (cf. colum 2, lines 59 to 66). These
can be mlled hot due to their physical form (cf.
colum 6, lines 13 to 16). As shown in Exanple 12, the
reacting mxture is discharged into a m xer conveyor
with a stay tinme of 3.7 mnutes, during which steam
evol ves, and subsequently mlled hot. Wether or not
the reaction product which is described as soft friable
at high tenperature would retain its friable structure
when cool ed down to roomtenperature is not directly
derivabl e from docunment (4) which states that the
product is comonly mlled hot, i.e. before any cooling
takes place. In this respect, the Respondents
mai nt ai ned that the product described in docunent (4),
because of the method of preparation, would not be
friable at roomtenperature, but rather oily and sticky
due to the release of free fatty acids both during the
residence in the m xer conveyor and mlling. In the
Board's judgenent, this is convincing froma technica
poi nt of view Therefore, also in view of the clear
difference in the manner of operation between

docunent (4) and the patent in suit, the Board accepts
that the product of Claim9 is novel over docunment (4).
The novelty of C aim 10 over docunent (4) has never
been questioned because its subject-matter relates to a
product including proteinaceous material which is not

di scl osed in the said docunent.
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17. The Board concludes that the subject-matter of Clains 9
and 10 is novel over the quoted prior art docunents.

Inventive step (Article 56 EPC)

18. Docunent (2), which - as already di scussed above (cf.
poi nt 15. supra) - discloses at |east two ways for
manuf acturing feedstuffs protected by a coating of an
edi ble water insoluble fatty acid salt, represents the
cl osest prior art. These feedstuffs are in the form of
either a free-flowi ng powder or pellets or solids
bl ocks.

19. The technical problemto be solved here is twofold,
bei ng, on the one hand (process clains), (i) the
provi sion of an alternative process for producing a
feedstuff for rumnants, in particular edible fatty
acid salts and feedstuff protected therewith, and, on
t he ot her hand (product clains), (ii) the provision of
such a feedstuff in an alternative physical form
acceptable to rum nants.

20. The underlying technical problemis solved in the
patent in suit by the continuous process according to
Clainms 1 to 8 which, due to the particul ar manner of
operation, results in the product of Clainms 9 and 10
which is a dry product, friable at roomtenperature
that, as credibly submtted by the Respondents, is
nei ther sticky nor dusty when ground and thus is well
accepted by the rum nants. The Board is satisfied that
the technical problemis thereby sol ved.

21. Metallic salts of higher fatty acids (nmetallic soaps)
were known to the skilled person inter alia as

1214.D Y A
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feedstuff additives [cf., e.g., docunent (3), Columm 1,
lines 20 to 28]. The processes for their preparation
were known to involve a series of problens, including
problens related to the physical features of the

resul ting product which - depending on the operational
steps - could be, for exanple, dusty or sticky, or too
hard and, thus, difficult to grind [cf. e.qg.

docunents (3) and (4)]. The skilled person, faced with
t he above nentioned problem of preparing a feedstuff
for rum nants based on netallic soaps in an acceptable
physical form would have taken into consideration the
contents of docunent (4) which, although not explicitly
dealing with netallic soaps as feedstuff, neverthel ess
was concerned with the reaction of netal oxides, e.g.
cal ciumoxide, with nolten higher fatty acids, e.g.
stearic acid (an edible fatty acid) and with the

physi cal features of the reaction product. Fromthis
docunent, the skilled person would have readily derived
t he teaching that by dispersing finely ground cal ci um
oxide into nolten higher fatty acid (cf. Exanple 12)
one could obtain in a continuous process a product

whi ch, due to its physical form could be mlled hot
avoi di ng del ays and further processing (cf. colum 6,
lines 13 to 16).

In the Board's judgenent, consideration of document (4)
woul d have at the nost pronpted the skilled person to
nodi fy the batchw se nethods of docunent (2), for
exanpl e by carrying out the reaction between cal ci um
oxi de and nolten edi ble higher fatty acids in a

conti nuous manner so as to obtain froma m xer conveyor
a soft friable product lowin fatty acid which could be
directly mlled hot. However, nothing in docunent (4)
woul d have suggested to the skilled person the step of
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spreadi ng the hot reacting m xture on a noving belt and
of letting it cool down to roomtenperature thereupon
for at least 2 1/2 hours. Nor would the skilled person
have derived a hint in this direction from docunment (2)
which is too vague about the manner of cooling and
drying, or fromany other of the cited docunents. For

t hese reasons, the Board is of the opinion that the
process according to present Clains 1 to 8 involves an
i nventive step.

As for the product of Clains 9 and 10, the question to
be asked is whether the skilled person would have
readily arrived at a product with the sane features
having regard to the quoted prior art docunents. As

al ready indi cated above (cf. point 16. supra), the
Board accepts that there is a difference between the
soft friable, hot m Il able product described in
docunent (4) and the product of Cdaim9, this
difference being the result of a different manner of
operation and also manifesting itself in a |low |evel of
oi I i ness/stickyness of the product at roomtenperature.
In the Board's judgenment, the skilled person would not
have expected the product obtainable according to
docunent (4) to have these feature. Mreover, the
teachi ng of document (4) would not have readily
indicated to the skilled person the way to a product

wi th the sane advant ageous physical features as that
produced by operating according to Clains 1 to 8. In
fact, nothing in docunent (4) would have pronpted the
skilled person to adopt the particul ar manner of
operation (spreading the hot reacting m xture on a
novi ng belt and of letting it cool down to room
tenperature thereupon for at least 2 1/2 hours) which
is at the origin of the physical structure of the
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product of Clains 9 and 10. Nor woul d docunent (2)

al one (cf. point 15. above) or in conbination with
docunent (4) have given a cue in the direction of such
a product. For these reasons, the Board considers that
the product of Cains 9 and 10 i nvolves an inventive
st ep.

In view of the above conclusions, the auxiliary request
is allowable.

Basis of the decision

25.

26.

1214.D

Al t hough duly summoned, the Appellants did not attend
oral proceedings (cf. Section V. |last sentence supra).
According to the decision G 4/92 (Q EPO 1994, 149), a
deci sion agai nst a party who has been duly sumoned but
who fails to appear at oral proceedings may not be
based on facts put forward for the first tinme during

t hose oral proceedings.

In the present case, the Board decided in substance on
t he mai ntenance of the patent on the basis of an
auxiliary claimrequest filed at oral proceedings in

t he absence of the Appellants. In the Board's
judgenent, this is not in conflict with the quoted
deci sion of the Enlarged Board of Appeal because the
subm ssion of an auxiliary request introducing a
feature which has al ways been part of the process
specifically described, does not anobunt to introducing
a new fact. A Respondent who chooses not to be present
at oral proceedings must be considered to have accepted
the risk that the clainms will be narrowed by reference
to what has been specifically described, and that the
pat ent nmay be upheld on this basis.
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Other matters

27. As the patent had been mai ntained by the Opposition
Division on the basis of a different claimrequest and
of anmended description pages 2 and 3, the first
instance to which the case is remtted will have to
reconsi der whet her the description requires further
amendnments in order to be adapted to the present
auxiliary request.

Order

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
auxi liary request submtted during oral proceedings on
25 March 1996

The Regi strar: The Chai rwonman:

L. MGrry U. Ki nkel dey

1214.D



