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Catchword:

|. The allowability of anmendnents under Article 123(2) EPCis
to be decided solely on the basis of exam ning whether the
anmendnents are directly and unamnbi guously derivabl e
(extractable) fromthe application as filed. Any questions
raised by a "novelty test" are hypothetical and therefore
irrelevant (point 3.2 of the reasons).

1. It is not permssible to anend a generic fornula defining
a class of chem cal conpounds by restricting an originally

di scl osed generic definition of a substituent to a specific
(individual) one which is arbitrarily selected from chem cal
entities, such as worked exanpl es, wi t hout sone support for
such restriction in the general part of the description.
(point 3.4 of the reasons).
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Summary of Facts and Submissions

Thi s appeal, which was filed on 6 March 1992, lies
agai nst the deci sion of the Exam ning Division of

24 February 1992 refusing European patent application
No. 87 302 915.1, filed on 25 March 1987 and publi shed
under No. 0 239 923. The appropriate fee and a
Statenent of Grounds of Appeal were received together
with the notice of appeal.

1. The deci sion under appeal was based on anended
application docunents received on 13 August 1991

contai ning one single claim which read as foll ows:

"1. The triazol e sul phonam des of the fornmula:

SN

i
CONHC =—=CH SQ, NH-R
o '
52

CH3

wher e

a) R? is nmethyl, and R* is substituted phenyl, or

b) R' is 2,6-difluorophenyl, and R is substituted or
unsubstituted al kyl ."

The grounds of refusal were that the application did
not nmeet the requirenents of Articles 123(2) and 84
EPC. The Examining Division held that part b) of the
above amended claimwas a selection fromthe original
broad terns which was not clearly and unanbi guously
derivable fromthe application as filed and that the
term"substituted” in that claimwas not clear and thus
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not appropriate for defining the subject-matter for
whi ch protection is sought. In respect of that latter
objection it was pointed out that a skilled person
woul d not accord this termits ordinary neaning,
enconpassi ng absolutely all and any possible
substitutions, since the claimrelated to "a product
wi th an associated activity”, and the skilled person
woul d therefore have considered it inpossible that al
conpounds conprised by such a broad definition would
di splay the alleged herbicidal properties. The

Exam ning Division further held that the above

cl ai mwas not supported by the description.

The Appellant (the Applicant) submtted that the

obj ection raised under Article 123(2) EPC was based on
a msinterpretation of this Article, leading to a

m sapplication of the aw. He argued that the above
claimwas the result of a limitation of the original
broad cl ai m and hence coul d not conprise subject-matter
whi ch ext ended beyond the content of the application as
filed. Moreover, since the application as filed
contained two exanples falling within the scope of the
anended claim the subject-matter of that claimwas not
novel in respect of the content of the application as
filed, wwth the consequence that, applying the "novelty
test”, the anmendnment satisfied the requirenents of
Article 123(2) EPC

In respect of Article 84 EPC the Appellant submtted
that terns such as "substituted phenyl” were w dely
used in chem stry and had a cl ear neaning, so that
there was no need to interpret themin the light of the
descri ption.
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The Appellant further argued that the decision under
appeal suffered froma great number of procedural
defects, such as failure to respond to certain requests
for clarification of objections, the ignoring of

"bi ndi ng case | aw' of the Boards of Appeal, such as

T 238/ 88 (crown et hers/KODAK), discrimnation agai nst

t he Appel lant, disregard of the expressed view of
superior EPO authority, unreasoned objections under
Article 56 EPC, and failure to take due account of the
Appel I ant' s argunents.

On 6 Novenber 1993 the Appellant filed an alternative
Claim1, which differed fromthat underlying the
deci si on under appeal only in that the term"the
triazol e sul phonam des" was repl aced by "herbi ci dal
triazol e sul phonam des".

At the beginning of the oral proceedings, which took

pl ace on 18 Novenber 1993, the Board indicated its
prelimnary opinion that in respect of Article 123(2)
EPC the only rel evant question was whet her or not the
subject-matter of the anmended claimwas clearly and
unamnbi guousl y derivable fromthe application as filed,
and that it was therefore neither rel evant whether the
amendnment resulted in a limtation nor whether it would
satisfy any "novelty-test”. It further pointed out that
the term "substituted" used in the refused

cl ai m appeared to be clear within the neani ng of
Article 84 EPC, but that this claimmght be open to
objection under Article 56 EPC, because it was likely
that not all nmenbers of the broad group of conpounds
defined by that claimwould turn out to offer a
solution of the technical problem addressed in the
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application, nanely to provide chem cal conmpounds with
herbi ci dal activity.

During the oral proceedings the Appellant submtted, in
response to the Board's observations, that the sub-
group of chem cal compounds defined by part b) of the
present claimnmet the requirenment of Article 123(2)

EPC, since the only limtation not expressly nentioned
among the generally preferred enbodi nents on pages 3
and 4 of the published application was the now cl ai ned
speci fic neaning of R, which was present in 14 exanples
of the invention as originally clainmed and was thus

al so clearly and unanbi guously derivable fromthe
content of the description as fil ed.

The Appel |l ant requested that the decision under appeal
be set aside and a patent be granted on the basis of
Claim1l as amended on 13 August 1991 (nmmin request), or
on the basis of anmended Claim 1l as submtted on

6 Novenber 1993 (auxiliary request), and that the
appeal fee be refunded.

At the end of the oral proceedings the decision to
di smi ss the appeal and to refuse the request for
rei nmbursenent of the appeal fee was announced.

Reasons for the Decision

1

2652.D

The appeal is adm ssible.

Procedural violations
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The Appellant has submtted that several procedural

vi ol ati ons had occurred during the exam ning

proceedi ngs. The Board has therefore consi dered whet her
there were any procedural defects which were so
fundanmental that it would be necessary to set aside the
deci sion under appeal and to remt the case to the
Exam ni ng Division w thout deciding the question

whet her or not the application net the requirenments of
t he EPC addressed in the decision under appeal .

Such a fundanmental defect is normally present if,
contrary to Article 113(1) EPC, the Applicant had not
been given sufficient opportunity to present his
comments in respect of the objections raised against
the application. In the Board's judgnment, this is not
the case here. The two mai n grounds of refusal,

i nadm ssi bl e anendnent and | ack of clarity of the
definition of the claimed invention, had been duly
communi cated to the Appellant. Even if the Board would
find, however, that the latter objection was raised on
the basis of a msinterpretation of the nature of the
claimed invention or on a msapplication of the |aw,
such msinterpretations or m sapplications undesirable
t hough they may be, cannot anount to procedural, |et

al one substantial procedural violations within the
meani ng of Rule 67 EPC. More particularly, it is not a
procedural violation for an Examning Division to
refuse to answer a request for nore detailed

expl anations of the objections raised and properly
comuni cated by them provided that their subsequent
decision is not based on fresh matter.

In addition, it follows fromArticle 23(3) EPC that the
Boards of Appeal can only decide whether or not a
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deci si on under appeal was taken in conformty with the
provi sions of the EPC. Therefore, it is not within the
Board' s conpetence to deci de whether or not the
Examining Division failed to conply with additional
adm nistrative requirenents within the responsibility
of the Vice-President of D&.

Furthernore, it follows fromArticle 111(2) EPC t hat
deci sions of the Boards of Appeal are only binding if a
case had been remtted to the departnent whose deci sion
was appeal ed. Thus decision T 238/88 (QJ EPO 1992,

709), which did not remt the present case to the

Exam ning Division, is not binding. Therefore, any

di sregard of this decision by the Exam ning D vision

m ght be undesirable, but is not a procedural violation
within the nmeaning of Rule 67 EPC.

Li kew se, it does not follow fromthe nere fact that
pat ents had been granted wi th clains containing
practically unlimted definitions, such as
"substituted", that such definitions nust be allowed in
each and every case, since each case has to be decided
onits ow nerits. Thus, there is no evidence before
the Board that the Exam ning Division had discrimnated
agai nst the Appellant.

The deci sion under appeal stated, in addition to the
grounds of refusal nmentioned in point I, that the
application still remained open to objections under
Article 56 EPC raised in a comrunication relating to
Claim1l as filed. The Appellant rightly observed that
t hese obj ections were based on prior art which was no
| onger relevant to the subject-matter of the refused
claim so that this objection was unfounded. However,
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since this objection was not a ground of refusal, this

| ack of proper reasoning is not a substanti al

procedural violation which would prevent the Board from
exam ning the nerits of the appeal in respect of the
grounds of refusal properly raised and reasoned in the
deci si on under appeal .

Admissibility of the amendments

The application as filed related to triazole
sul phonam des of the formula

- |
R N

J\\ l
R N 50, NR®R®

wherein R represents hydrogen and R represents a group

R3CONHF"—“CR1
R2

or R and R together represent a chain of fornula
-A(R)=N-C(R)=C(R')- or -C(=Y)-N(R)-C(R)=C(R')-, where
R, R? and R®, which may be the sane or different, each
represent inter alia hydrogen or substituted or
unsubstituted alkyl, R represents inter alia
substituted phenyl and R represents inter alia

hydr ogen.



2652.D

- 8 - T 0288/ 92

The sol e claimaccording to the main request conprises
two separate groups of compounds, namely a) the group
wherein the substituent in the 5-position of the
triazole ring is limted to 2-Acetam do-1-propenyl and
R* is substituted phenyl, and b) the group wherein R is
2, 6-di fluorophenyl, and the substituent in the 5-
position can be described by the formul a

R3CONHF"—“CR1
R2

wherein R is hydrogen, R® is substituted or
unsubstituted alkyl, and R is nethyl.

It is therefore clear that the anmended claimis the
result of alimtation of the original Caiml.
Nevert hel ess, the Board cannot accept the Appellant's
subm ssion that the amended cl aimcannot for this
reason al one contravene Article 123(2) EPC. This

subm ssi on, upon which the Appellant no |onger relied
during the oral proceedings, is based on a narrowy
semanti c construction of the expression "subject-matter
whi ch ext ends beyond the content of the application as
filed", as set out in that Article. This expression,
however, cannot be construed to nean that only such
anmendnents are prohibited which seek to introduce

subj ect-matter not conprised in the broadest disclosure
contained in the application as filed. On the contrary,
what that Article prohibits is the introduction of any
techni cal information which a skilled person would not
have objectively derived fromthe application as filed,
so that the exam nation of the allowability of an
amendnent according to Article 123(2) EPC is directed
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at the process of "derivation"” or "extraction" (see
Conci se Oxford Dictionary), as distinct froma sinple
conpari son of the scopes of amended and unanended
subject-matters. This construction of Article 123(2) is
in agreenent with the consistent jurisprudence of the
Boards of Appeal, see e.g. point 2 of the reasons in

G 3/89 (QJ EPO 1993, 117) and G 11/91 (QJ EPO 1993,

125) as well as T 194/84 (QJ EPO 1990, 59), point 2.4
of the reasons.

During the oral proceedings the Board expressed its
view that the "novelty-test” was irrelevant to the
determ nation of the allowability of the amendnents
here at issue. Since the Appellant abandoned this
strand of argument during the oral proceedings, it is
not necessary to expound the matter in much nore
detail, save the follow ng.

Since the jurisprudence as expl ai ned above is clear,
and provides a definitive nmethod for deciding the
allowability of an anmendnent, any other "test", such as
the "novelty test"”, nust, of necessity, pose

hypot heti cal questions which is not the real task of an
appel l ate body of final jurisdiction to answer. Thus,
in the Board's judgnment there is no nore reason to
apply a "novelty test"in the present situation than
there would be to apply an "allowability-test” if the
guestion of novelty were at issue. In addition, the use
of terms such as "test" encourages an oversinplified
and hasty approach, and therefore carries the risk of
overl ooking the facts and nerits of individual cases.

The deci sion under appeal states that, having regard to
the disclosure in the application as filed, the
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restrictions of original Cdaim1l which resulted in the
definitions contained in part a) of the above
claim"could be considered acceptable”. It is therefore
not clear to the Board whether the Exam ning D vision
has decided that this anmendnent was al |l owabl e.

Al t hough the Board has reached the conclusion that the
appeal has to be dism ssed for other reasons, it
neverthel ess wi shes to observe that the limted group
of conpounds defined by part a) of the present
Claimwas, in its judgnment, clearly and unanbi guously
derivable fromthe disclosure of the application as
filed. As it was correctly appreciated in the decision
under appeal, all the definitions of substituents
contained in that part of the present claimwere either
alternatives nmentioned in Claim1l as filed or were

di scl osed as definitions of preferred sub-cl asses of
conpounds conprised by the broad terns of this claim

I n addition, the conbination of these |limtations
defining the particular sub-class to be considered here
is not arbitrary, since this substitution pattern was
derivable fromthe technical information provided by
Preparative Exanple B, which describes the preparation
of seven chem cal conpounds falling within this sub-

cl ass. Compounds Bl, B2 and B4 to B7 have in common a
substituent in the position occupied by RRin Caim1l as
filed, which corresponds to the specific definitions of
Rt to R contained in part a) of the present claim In
addition, the nmeaning of R in these conmpounds is al ways
hydr ogen. However, the substitution of the phenyl
substituent occupying the position of R* differs in all
si x of these conpounds. This illustrates the broader
definition of R* as "substituted phenyl" in context with
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the respective specific nmeanings of the other
substituents (R' to R and R°). Moreover, this broader
definition is expressly contained in the heading of the
table listing Exanples B2 to B7, making it clear that

t he meanings of R* given therein are exanples for the
generic expression "substituted phenyl"”. Thus no
additional information was required to arrive at the
definition of the above particul ar sub-class of
conmpounds.

Regarding part b) of the present claim the situation
is quite different, since there is no original

di scl osure, neither in the clainms nor in the
description, fromwhich it could be objectively derived
t hat the sub-class of conpounds defined in that part of
the present claimwas an enbodi nent of the clained
invention. More particularly, the definition of R as

2, 6-di fl uorophenyl was only disclosed as part of the
structure of individual conpounds, as was admtted by

t he Appel lant during the oral proceedings.

However, nost of these conpounds, such as N (2, 6-

di f 1 uorophenyl )-5,7-dinethyl -[1, 2, 4] triazol o[ 1, 5-

c] pyri m di ne- 2- sul phonam de (page 4, lines 19 to 20 of
t he description as published), and Preparative

Exanpl e A, conpounds A4, Al3, Al6, Al7, A19, A22, A23,
A25, A26, A29, A30, A36 and A47, as well as Preparative
Exanples C and E, relate to the preparation of
triazol opyri m dines which were intentionally excluded
fromthe clainmed group of conpounds. In the Board's
judgment, a person skilled in the art would therefore
not have derived fromthe disclosure of these conpounds
any information relevant to a group of conpounds not
containing the triazolopyrimdine ring system
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In Preparative Exanple B, only conpounds Bl (which is
al so nentioned on page 4, lines 20 and 21 of the
publ i shed description) and B3 contain the 2, 6-

di fl uorophenyl substituent in the position occupied by
Rin CQaiml as originally filed. In these exanples R
of original daim1l is hydrogen, R is nmethyl or
trifluoromethyl, R® is methyl and R is hydrogen
Consequently, only those entities fall within the scope
of part b) of the present claim

In the Board's judgnent, a person skilled in the art
woul d not have derived fromthis technical teaching
anyt hi ng other than the bare disclosure of the said
structural elenents in these particular conbi nati ons.
Therefore, the original disclosure of not nore than

t hese two individual conpounds cannot formthe basis
for the generalisation resulting in the sub-class of
conpounds according to part b) of the present claim
conprising an unlimted nunber of chemical entities,
since R is substituted or unsubstituted al kyl .
Consequently, the respective anendnent is unall owabl e
pursuant to Article 123(2) EPC.

The sanme result would be obtained if one would not
consi der the question of the allowability of the above
amendnment starting fromthe specific information
contained in the exanples but rather fromthe generic

i nformati on provi ded on pages 3 and 4 of the published
original description, as set out in respect of part a)
of the present claimin point 3.3 above. The sub-cl ass
defined in part b) of the present claimdiffers from
that defined in part a) in that the definition of R is
now extended to "substituted or unsubstituted al kyl"
instead of "nethyl" and the definition of RRis limted

2652.D Y A
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from"substituted phenyl” to "2,6-difluorophenyl”. In
addition, the two sub-classes defined in part a) and
part b) of the present claimoverlap, since conpound Bl
bel ongs to both of them Thus the conparison of the two
amendnents in the light of the information derivable
from Preparative Exanple B as a whole already reveals
that the second one is arbitrary. This finding is
further confirmed by the fact that this latter
amendnment is the result of taking the nmeaning "2, 6-

di fl uorophenyl ™, which is nowhere disclosed in the
application as filed in generic terns as a possible
definition of the substituent R', out of the only
context in which it has been nentioned in the
application as filed, nanely, that of conpounds Bl and
B3, and introducing it into a generic formula, which
conprises an unlimted nunber of chem cal conpounds. In
the Board's judgnment, such an anmendnent is wholly
arbitrary and hence i nadm ssi bl e.

In short, although exanples do formpart of the
"content of the application as filed" and therefore
need to be considered when deciding the question what
information is clearly and unanbi guously derivable from
that content, in contrast to a generically defined
group or class of chem cal conpounds, in which the
meani ng of the substituents is variable, an individual
chem cal entity only discloses its structural elenents
in their specific conbination, to the exclusion of any
such variability. Thus any information which can only
be obtained by nentally di sassenbling the structural
formul a of individual chem cal conpound into its
constituent components and then arbitrarily
reassenbling them cannot be directly and unanbi guously
derivable fromthe application as filed. It follows
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that it is not permssible to anend a generic formul a
defining a class of chem cal conpounds by restricting
an originally disclosed generic definition of a
substituent, such as "substituted phenyl" for R* in the
present original CQaiml, to a specific (individual)
one, such as "2,6-difluorophenyl™ in the present
amended claim which is arbitrarily derived from

di sassenbling the structure of individual chem cal
entities, wthout some support for such restriction in
t he general part of the description.

Therefore the Board finds that the sub-class of
conpounds defined in part b) of the present claimis
not clearly and unanbi guously derivable fromthe
technical information contained in the application as
filed, so that the claimaccording to the nmain request
does not neet the requirenents of Article 123(2) EPC.
Consequently this request nust fail.

Since the sole claimaccording to the auxiliary request
contains the sanme general formula and the sane
definitions of the substituents as the sol e clai m of
the main request, it is open to the same objection
under Article 123(2) EPC and, accordingly, this request
must |i kew se fail

Since the appeal is unsuccessful in respect of the
ground of refusal under Article 123(2) EPC the Board
need not consider whether the present clains of the
mai n and the auxiliary request neet the other
requirenments of the EPC, in particular those of

Article 84 EPC. Neverthel ess the Board observes, as was
said in point IV above, that in its judgnent at |east
the wording of daim1l according to the main request is
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clear, since there is no good reason to assune that the
term "substituted" used therein has a neaning ot her
than that normally given to that termby a skilled
person, conprising any possible substitution, because
the claimis directed to chem cal conpounds as such and
not limted to any "associated activity".

5. According to Rule 67 EPC the appeal fee can only be
refunded if the appeal is allowable and if the
rei nbursenent is equitable by reason of a substanti al
procedural violation. It follows fromwhat is said in
points 2 and 3 above that neither of these conditions

is net in the present case. Consequently the request
that the appeal fee be refunded has to be refused.

Order

For these reasons, i1t i1s decided that:

1. The appeal is dism ssed.

2. The request for reinbursement of the appeal fee is

consequent |y refused.

The Regi strar: The Chai r man:

E. Gorgmai er A. Jahn
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