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Summary of Facts and Submissions
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The appeal |ies against the decision of the Opposition
Di vision of the EPO, pronounced orally on

20 Cctober 1992 and with witten reasons delivered on
26 Novenber 1992. It was filed on 23 Decenber 1992 and
t he appropriate fee was paid at the sane date.

The deci si on under appeal concerned the mai ntenance of
Eur opean patent No. 0 101 621 in anmended form This
patent was granted on 1 June 1988 on the basis of four
clainms in response to European patent application

No. 83 108 350.6, filed on 24 August 1983, and cl ai m ng
priority of 24 August 1982 froman earlier application
in Japan. The decision was based on an anended set of 3
claims, the first of which read as foll ows:

"1. A silver halide col or photographic materi al
containing a DR coupler and a pol ynmer coupl er | atex,
characterised in that said DR coupler is capable, upon
coupling, of releasing a devel opnent restrainer having
a diffusibility of 0.4 to 1.0."

In the decision under appeal 8 docunents were
consi dered, anong them

(1) GB-A-2 092 573

The Opposition Division held that the subject-matter of
t he anmended set of clainms was novel, since docunent
(1), representing the closest state of the art, did not
di scl ose that the devel opnent restrainer rel eased by
the DIR coupler had to have a diffusibility of

0.4 to 1.0 in order to increase inmage sharpness. The
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Qpposition Division also held that the subject-matter
of the disputed patent involved an inventive step.

A Statenent of G ounds of Appeal was received on
25 March 1993.

In the Statenent of G ounds of Appeal the Appell ant
(the Opponent) relied for the first tinme upon several
further publications, particularly on

(10) US-A-3 148 062
(11) US-A-3 617 291
(12) US-A-3 620 745
(13) DE-A-2 610 546
(14) EP-A-0 200 502

On that basis he submtted that the novelty of the
subject-matter of the present Claim1l had to be
reconsi dered, since certain devel opnent restrainers
rel eased fromthe DR couplers disclosed in docunents
(10) to (13), which were all incorporated in the

di scl osure of docunment (1) by reference, had in fact a
diffusibility in the range of 0.4 to 1.0, as required
by the patent in dispute. In his subm ssion this
followed mainly from docunent (14), which itself did
not belong to the state of the art according to
Article 54(2) or (3) EPC. He further disputed the
findings of the OQpposition Division in respect of the
i nventive step.

The Appel l ant requested that the decision under appeal
be set aside and the patent revoked. By way of an

auxi liary request, he requested oral proceedings. He
further suggested remttal to the Qpposition Division
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in order to give the Respondent the opportunity to have
the novelty of the subject-matter of the disputed
pat ent consi dered by two instances.

In his reply, the Respondent (the patent proprietor)
submtted that the fresh evidence and the fresh

obj ection raised on that basis should not be adm tted
into the appeal proceedings in view of Rule 55(c) and
56 EPC, in accordance with earlier jurisprudence of the
Boards of Appeal and the Enl arged Board of Appeal, in
particular T 182/89, G 9/91 and G 10/91. In respect of
the latter decisions he expressly disapproved of the
consi deration of "the fresh ground"” of |ack of novelty.
Mor eover he suggested that the Board should disregard
the late filed docunents pursuant to Article

114(2) EPC, relying on decision T 326/87.

The Respondent requested as his nmain request that the
appeal be dism ssed and the patent maintained on the
basis of the clains, the description and the draw ngs
on which the decision under appeal was based. He al so
requested oral proceedings in the event that the Board
woul d not dism ss the appeal on the basis of his
witten subm ssions. In reply to a conmunication of the
Board of Appeal, in which the Board's intention to
remt the case to the Qpposition Division was

i ndi cated, he expressly confirnmed that the request to
appoi nt oral proceedings included the possibility that
the Board would intend to admt docunents (10) to (14)
and to remt the case before the Opposition D vision
for further prosecution on that basis.

Oral proceedi ngs took place on 7 Novenber 1994. The
sol e issue of these proceedings, which was indicated in
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a further conmunication acconpanyi ng the sumons, was
the adm ssibility of documents (10) to (14), and the
line of argunment based on it, to the appeal

proceedi ngs. The Appellant, who had infornmed the Board
that he would not attend the oral proceedings, which
were in his opinion unnecessary, was not represented.

During the oral proceedings the Respondent nai ntained
his witten subm ssions and argued that the Appell ant
had al ready specifically relied on those parts of
docunent (1), which contained the reference to
docunents (10) to (13), in the notice of opposition.
Since at least the diffusibility of one of the

devel opnment restrainers nentioned in docunent (13) was
given in the description of the contested patent, the
objection raised in the Statenent of G ounds of Appea
could - and therefore should - have been rai sed al ready
in the opposition period, so that the Respondent and
the Opposition Division could have dealt with it in the
course of the opposition proceedings. In these

ci rcunst ances the Appellant's | ate subm ssions anount ed
to an abuse of the appeal proceedings for "tactical"”
pur poses.

The Respondent maintained his nmain request that the
appeal be dism ssed. By way of auxiliary request, he
requested that the case be remtted to the Opposition
Division for further prosecution. He al so asked for an
award of costs.

The Appellant's witten requests remai ned standing.

At the end of the oral proceedings the decision of the
Board to admt docunments (10) to (14) to the appeal
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proceedings and to remt the case to the Opposition
Division for further prosecution on the additional
basi s of these docunents was given

Reasons for the Decision

1

3804.D

The appeal is adm ssible.

Since the Appellant had disputed the need to appoint
oral proceedings in the present case, the Board
observes that the question here in dispute was not only
whet her or not the case should be remtted to the
OQpposition Division wi thout taking a decision on its
merits, but rather whether or not docunents (10) to
(14), and the novelty objection based on these
docunents in conbination with docunent (1), should be
admtted to the appeal proceedings. Since the

adm ssion of this evidence adversely affected the
Respondent, the latter was entitled to oral proceedi ngs
on that point, before a decision to this effect was

t aken.

It is evident that the Respondent's main request could
only be successful in the event that the Board would
foll ow the Respondent's subm ssion and refuse to adm t
docunents (10) to (14) into the appeal, and to consider
t he novelty objection based on these docunents in

conmbi nation with docunment (1). Accordingly, this is the
mai n i ssue to be decided in the present case.

The Respondent relied exclusively, in this respect, on
his witten subm ssions, which were expressly
mai nt ai ned during the oral proceedings, in which he
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submtted the | egal proposition that the objection of

| ack of novelty should be regarded as a "new ground of
opposition” not properly submtted and substantiated in
accordance with Article 99(1) in conjunction with

Rul e 55(c) EPC during the nine-nonth opposition term
and that, follow ng decision G 9/91 and opi nion G 10/91
of the Enlarged Board of Appeal, such a new ground
could not be admtted into the appeal w thout the
Respondent's consent, which was refused in the present
case.

The Board cannot, in general, agree with this |ine of
argunent, since it is based on a construction of the
expression "ground of opposition” not in conformty
with the nmeaning of this expression in the context of

t he above decision and opinion of the Enlarged Board of
Appeal More inportantly, it does not take account of
the fact that the issue of novelty had been inplicitly
dealt with by the notice of opposition, which referred
to Article 100(a) EPC as a whole, i. e. to Articles 52
to 57 EPC, and only in particular to Article 56 EPC
Moreover, this issue had been specifically dealt with
during the opposition proceedings, as can be seen from
the m nutes of the oral proceedings before the
Qpposition Division, both by way of argunent and in the
decision itself.

In particular, decision G9/91 (QJ EPO 1993, 408) and
Opinion G 10/91 (QJ EPO 1993, 420) have been issued as
the result of consolidated proceedings and their
content is substantially the same. Decision G 9/91
expressly refers in No. 13 of the reasons to "all the
grounds of opposition, set out in Article 100(a) to
(c)", i. e. to those three grounds which are expressly
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set out there. Thus there is no basis to extend the
concept derivable fromthe above reasoning to separate
"grounds” within one and the sane of these categories
of grounds of opposition. In particular, objections
agai nst novelty and inventive step are both objections
under Article 52(1) EPC. Article 54(1) EPC and

Article 56 EPC contain only the definitions of the
requi renents of novelty and inventive step, which

requi renments noreover relate to the common issue of
patentability with respect to the state of the art as
defined in Article 54 EPC, paragraphs (2) to (5), and
therefore to the sane ground of opposition in the above
sense (see also T 938/91 of 21 Septenber 1993, No. 1 of
the reasons). In addition, decision G 9/91 does not
relate to a situation where the Opposition Division had
already dealt with the issue of novelty and had given
reasons for its finding on that point in the decision
under appeal. Therefore the Respondent's submission is
not supported by decision G 9/91.

Li kewi se, decision T 182/89 (QJ EPO 1991, 391), which
was essentially confirnmed by the above decision of the
Enl arged Board of Appeal, also concerned a |late

subm tted ground of opposition falling under one of the
above three different categories of Article 100 EPC.

Mor eover, this decision only decided the question as to
whet her or not an Opposition Division or a Board of
Appeal was obliged to exam ne grounds of appeal beyond
the extent to which they are properly supported as
required by Rule 55(c) EPC. It does not, therefore,
support the Respondent's |egal proposition that the
OQpposition Division, let alone the Board of Appeal
shoul d have no power under the EPC to consider the
guestion of novelty in the present case.



3.4

3804.D

- 8 - T 0018/ 93

Thus it cannot be derived fromthe above deci sions that
t he Respondent's consent is necessary to give the Board
of Appeal the power to deal with the issue of novelty
in the present case. On the contrary, the Board hol ds
that it follows fromthe function of the appea

proceedi ngs, as explained in G 9/91, No. 18 of the
reasons, nanely to reconsider the decision taken by the
first instance on 1ts merits, that any matter so
decided by the first instance nust becone an issue in

t he appeal proceedings as well.

There is, accordingly, no valid | egal precedent that
precludes the Board's considering the adm ssibility of
docunents (10) to (14) into the appeal proceedings and
the issue of novelty based on themin conbination with
docunent (1).

Docunents (10) to (13) are nentioned in docunent (1) on
page 21, lines 25 to 28 and 38 to 40, where it is

di scl osed that DI R coupl ers disclosed in a nunber of
pat ent specifications, including docunments (10) to
(13), may be used together with the pol yner | atex
couplers described in Claim1l of docunent (1). In the
deci si on under appeal the Opposition Division assuned
that all devel opnent restrainers released fromthe DR
couplers disclosed in that |ist of patent
specifications woul d possess diffusibilities bel ow 0. 4,
since no information as to the diffusibilities of the
DI R couplers described in this Iist of docunments was
avai l abl e (see No. 4.7 of the reasons). By the citation
of docunments (10) to (13) this finding was chal | enged
in the light of docunent (14), which was alleged to

di sclose diffusibility values of two of the devel opnent
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restrainers releasable fromthe DI R coupl ers nentioned
in docunents (10) to (13). In the light of this

evi dence, therefore, the information content of
docunent (1) has been alleged to be different fromthat
assuned in the decision under appeal. Since in the
present case the inportance of the diffusibility val ues
of the devel opnent restrainers was al ready apparent
fromthe outset of the opposition proceedings, as the
lower limt of the diffusibility of 0.4 was al ready
present in Claim1l as granted, any avail abl e evi dence
in respect of diffusibility values of devel opnent
restrainers inplicitly disclosed in docunment (1) should
in principle have been filed during the opposition

peri od. Docunment (14) was published on 5 Novenber 1986
and woul d therefore have been avail abl e during that
period. Therefore, the Appellant's subm ssion of the
above evidence is |ate.

Pursuant to Article 114(2) EPC it is therefore within
t he discretional power of the Board of Appeal to admt
this evidence into the appeal. In exercising this
power, two conflicting ains need to be bal anced. The
first one is that only valid patents shoul d be

mai ntained, i.e. patents which are likely to be

mai ntai ned in the course of revocation proceedi ngs
before national courts. For this reason the Boards of
Appeal will normally only admt such late filed
evidence which is likely to be relevant to the question
of validity. The second one is to conclude the
opposition proceedings as swiftly as possible in the
interests both of the parties and of the general
public, and, for this reason, to forestall any
unjustified delay of the opposition proceedings (see
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e.g. T 326/87, Q) EPO 1992, 522 and T 951/91 of
10 March 1994, to be published in Q) EPO).

In the present case, the Respondent admtted during the
oral proceedings that the know edge of the
diffusibilities of the DIR couplers disclosed in (1) by
reference to docunents (10) to (13) was highly rel evant
to the issue of novelty of the subject-matter of the
present cl ai s.

In the circunstances of the present case, where
suitable DIR couplers were incorporated in docunent (1)
by reference to nore than 20 patent docunments, it
cannot, in the Board's judgnent, be regarded as a
deliberate attenpt to delay the opposition proceedi ngs
t hat the Appellant did not nmake the necessary effort,
at the outset of these proceedings, to list al

devel opnment restrainers releasable by the DI R couplers
di sclosed in these patents, and to determne their
diffusibilities, either by an exhaustive search in the
patent literature, including even docunments not

bel onging to the state of the art defined in Article 54
EPC, or by his own experinments, and relied instead on
the Iine of argunment devel oped in the notice of

opposi tion, which was based on the assunption that it
was sufficient to show that devel opnent restrainers
having a diffusibility greater than 0,4 belonged to the
state of the art and were to be expected to bring about
the desired effect. For this reason the additional fact
that the significance of the conbined disclosure of
Exanples 1, 6 and 11 of document (13) and docunent (1),
page 21, lines 38 to 42 in the light of the
diffusibility value of 5-bronp-benzotriazol e nentioned
in the patent in suit in Table 2 on page 10 (where a
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diffusibility of 0,9 is given for this conpound) had
been overl| ooked throughout the opposition proceedi ngs
cannot ipso facto be regarded as an indication of a

del i berate wi thhol di ng of avail abl e evidence for nerely
tactical purposes.

Havi ng regard to the above considerations, the Board
adm ts docunents (10) to (14) into the appeal.
Therefore, the Respondent’'s main request cannot be
al | owned.

Thus the Respondent's auxiliary request to remt the
case to the Opposition Division has now to be
considered. In a situation such as the present one,
where there is fresh evidence and both parties agreed
to have the case remtted, the Board shoul d nmake use of
the first possibility of action provided in

Article 111(1) EPC, nanely to decide the case, only in
exceptional circunmstances, which do not exist here.
Accordingly, the Board nmakes use of the second
possibility pursuant to Article 111(1) EPC and remts
the case to the Qpposition Division for further
prosecution, taking into account docunments (10) to
(14). Having regard to the Appellant's subm ssion in
the Statenent of G ounds of Appeal, according to which
the remttal should be for the sole purpose of
reconsidering the issue of novelty, the Board woul d

i ke to observe that pursuant to Article 111(2) EPC,
this particular remttal does not renove the Opposition
Division's power to reconsider the whole matter of the
present opposition, i.e. the question whether or not in
the Iight of the now avail abl e evidence the ground of
opposition of Article 100(a) EPC prejudices the

mai nt enance of the contested patent, taking into
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account any anendnents proposed by the patentee. During
this further prosecution the Opposition Division is
therefore free to deci de whether or not these docunents
woul d al so require a reconsideration of the issue of
inventive step. In addition, the Qpposition Division is
free to consider the rel evance of docunment (9), and to
deci de whether this docunent should al so be admtted
into the proceedings. Furthernore, the Board finds it
appropriate in the present case that the Opposition
Division should itself decide on the nmerits of the
Respondent's request for an award of costs

(Article 104(1) and (2) EPC), after the Appellant has
been given an opportunity to present his observations
in respect of this request (Article 113(1) EPC)
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Order

For these reasons it i1s decided that

1. The deci sion under appeal is set aside.

2. The case is remtted to the Cpposition Division for
further prosecution on the additional basis of
docunents (10) to (14) submtted by the opponent.

The Regi strar: The Chai r man:

E. Gorgnmaier A. Jahn
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