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Summary of Facts and Submissions

Eur opean patent No. 0 182 442 was granted for ten
Contracting States with 26 clains and for Austria with
13 cl ains based on the European patent application

No. 85 201 908.2 which was a divisional application of
t he European patent application No. 79 303 017.2 filed
on 21 Decenber 1979. The priority of three earlier GB
applications was clained, nanely of 22 Decenber 1978,
27 Decenber 1978 and 1 Novenber 1979 (hereinafter
referred to as Bl, BlIl and BIll, respectively).

. Noti ces of opposition were filed agai nst the European
patent by four parties (hereinafter referred to as
OQpponents 1 to 4).

Revocation of the patent was requested on the grounds
of Article 100(a) to (c) EPC. During the procedure
before the Qpposition D vision, docunents (1) to (54)
were relied upon by the parties. Anong themthe
following are of particular relevance for the purpose
of this decision (the nunbering used in the decision by
the OQpposition Division is adhered to):

(1) Proc. Natl . Acad. Sci. USA, Vol. 74, No.4, 1977,
pages 1530 to 1534;

(3) C.R Acad. Sc. Paris, Ser D, Vol.287, 18 Decenber
1978, pages 1453 to 1456;

(8) Proc. Natl . Acad. Sci . USA (1978), Vol .75, No. 8,

pages 3727 to 3731.

(16) Ann. Rev. M crobiol., Vol.31, 1977, pages 357 to
377;

(20) EP- A-0 020 251;

(23) J.Virol., Vol.23, No.2, 1977, pages 368 to 376.
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As for the docunents quoted - for historical reasons -
in this summary whose reference is not reported above,
reference is made to the file.

The foll ow ng abbreviations are used throughout the
present deci sion:

HBV: Hepatitis B virus

HBsAg: Hepatitis B surface antigen

HBcAg: Hepatitis B core antigen

NCI B: National Collection of Industrial Bacteria

L1l At the end of oral proceedings held on 28 Cctober 1992
t he Opposition Division announced its decision to
revoke the European patent pursuant to Article 102(1)
EPC, on the grounds of |ack of inventive step over the
prior art as of the date of filing of Bl and |ack of
novelty and inventive step over the prior art as of the
date of filing of BlIlIl. The reasoned decision was
di spatched on 21 January 1993.

Caiml1l in the version for all designated Contracting
States except Austria (non-AT) was as follows:

"A reconbi nant DNA nol ecul e characterized by a DNA
sequence coding for a polypeptide or a fragnent thereof
di spl aying HBV antigen specificity, said DNA sequence
bei ng operatively |inked to an expressi on contr ol
sequence in the reconbi nant DNA nol ecul e and bei ng
expressed to produce a pol ypepti de di spl ayi ng HBV
antigen specificity when a suitable host cel
transfornmed with said reconbi nant DNA nolecule is

cul tured, the transfornmed host cell not producing any

2953.D Y A
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human serum proteins and any primate serum proteins
ot her than the pol ypeptide displaying HBV antigen
specificity."

Claims 2 to 7 concerned specific enbodi nents of the
reconbi nant DNA nol ecul e according to Claiml, in
particular Clains 3 and 5 related to HBcAg and Cl ains 4
and 6 to HBsAg.

Clainms 8 to 26, which each referred back to one or nore
of the Clainms 1 to 7, concerned transfornmed host cells,
t he pol ypepti de thereby produced, conpositions for
stinmulating the production of antibodies to HBV, neans
and a nethod for detecting HBV infections in bl ood
serum and DNA sequences encodi ng HBV anti gens.

The clains for Austria (AT) were fornul ated as
correspondi ng process cl ai s.

The main reasons given in the decision for revoking the
patent were as foll ows:

a) Claims 1 to 2 (non-AT) were entitled to the
priority of BI.

Claims 3 to 7 (non-AT) were entitled to the
priority of BlIII.

As for the remaining clainms they were entitled
either to the Bl or BlIll priority date dependi ng
on the construction of their dependency.
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None of the quoted docunents affected the novelty
of the clainmed subject-matter which was entitled
to the Bl priority date.

As for the clains entitled to the BlIlIl priority
date, docunent (15) was considered to represent
the state of the art because its contents extended
over the contents of the Bl priority docunent.
Thus, there could not be protective effect under
decision T 301/87 (QJ EPO 1990, 335). Docunent
(15) affected the novelty of Caim3 (non-AT)
under Article 54(1)(2) EPC.

The novelty of the clainms 3 and 4 was affected
under Article 54 (3)(4) EPC by docunment (20).

The subject-matter of Clainms 1 and 2 (non-AT) was
obvi ous having regard to docunent (3) in

conbi nation with the general know edge at the

rel evant priority date [see in particul ar docunent

(8)].

The subject-matter of Cains 3 and 4 was obvi ous
having regard to docunents (4), (5) and (7).

The sane argunments were applied by the Opposition
Division nutatis nutandis for the set of clains
for Austria.

The Appel |l ant (Patentee) | odged an appeal against the

deci sion of the Qpposition Division, and submtted its

Statenent of G ounds together with exhibits 1 to 9,

including three auxiliary requests (exhibits 1 to 3).



VI .

VII.

2953.D

- 5 - T 0296/ 93

The Respondents (Opponents 1 to 4 referred to

herei nafter as Respondents | to IV, respectively)

submtted a response to the appeal. Respondent |V
submtted therewith attachnments 1 to 8.

The Intervention by Medeva PLC.

(a)

(b)

(c)

(d)

(e)

Medeva PLC (hereinafter: Intervener) was served
with a wit of sunmons on 1 July 1992 before a
national court in the United Kingdom by which the
Appel I ant requested the Intervener to cease

al l eged infringenent of the European patent-in-
suit.

On 30 Septenber 1992, the Intervener filed a
count ercl ai m agai nst the Appellant, requesting
fromthe court a declaration of non-infringenment
of said patent.

On 29 Decenber 1992, i.e. after announcenent of
the Opposition Division's decision to revoke the
present European patent (see section IIl, first
par agr aph, above), the Intervener filed a notice
of intervention with the EPO

The Formalities O ficer of the Opposition Division
i ssued a conmmuni cation on 10 March 1993,

i ndi cating that the notice of intervention was
adm ssi bl e.

In a submission filed on 7 May 1993, the Appell ant
objected to the intervention, claimng that it was
i nadm ssi bl e because it had been filed nore than
three nonths after the Appellant had instituted
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Uni ted Kingdom i nfringenent proceedi ngs agai nst
the Intervener with regard to the sanme patent.

The Board of Appeal on 17 August 1993 issued its
provi si onal opinion that the notice of

i ntervention was inadm ssible, having been filed
out of time conmpared with the 1 July 1992 summons,
given that the Intervener fell under the first of
the two categories of tinme limts avail abl e under
Article 105 EPC ("within three nonths of the date
on which the infringenent proceedi ngs were
instituted"). The tinme period for intervention,
therefore, had expired on 1 Cctober 1992.

I n the ensui ng proceedings, the Intervener argued
essentially that it had instituted separate
proceedi ngs through their counterclaim In its
subm ssions, Article 105 EPC allowed for any third
party to intervene, who proves both that the
patent proprietor has requested he cease the

al l eged infringenent and that he has instituted
proceedings for a court ruling that he is not
infringing, two alternative neans of intervention
whi ch were not nutually exclusive. As they had net
the conditions of the second alternative, their

i ntervention was adm ssi bl e.

The Appel |l ant responded that the argunent by the
I ntervener would nean that the tine limt would
al ways be in the hands of the Intervener which
woul d not be acceptable in procedural |aw.
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By a letter dated 1 June 1994, Respondent |V and the
Intervener filed an affirmati on of Professor
J. W Al nond

By a letter received on 4 July 1994, the Appellant sent
its observations to the replies of the Respondents
together with exhibits 1 to 13, including a new main
request and three anmended auxiliary requests for the
non- AT states (exhibits 2 to 5).

By a letter dated 12 July 1994, Respondent |V and the
Intervener filed further observations together with
attachnments Ato I.

By a letter received on 22 July 1994, Respondent |1
sent further observations together with annexes 1 to 3.

Oral proceedi ngs took place on 27 and 28 July 1994.

During oral proceedings, a new main request was filed
in the two versions for non-AT States (Clainms 1 to 23)
and for AT (Clainms 1 to 11). Al auxiliary requests
were w t hdrawn.

The said main request for non-AT States differed from
the granted clainms in that Clains 5 to 7 were del eted,
the remai ning clains renunbered and the claim
dependenci es changed correspondi ngly.

The set of clains for AT differed fromthe granted
claims in that Clains 5 and 7 were deleted, the
remai ni ng cl ains renunbered and the cl ai m dependenci es
changed correspondingly.
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The Appel |l ant argued essentially as foll ows:

a)

The entitlenment to priority

The disclosure of the Bl priority docunent rel ated
to the production by reconbi nant DNA techni ques of
HBV anti gens useful as a source of vacci ne agai nst
HBV i nfection. This docunent provided the first
denonstration of cloning and expression of
fragnments of the HBV genone wi th production of

pol ypepti des di spl aying HBV antigen specificity
and di sclosed all the essential elenments necessary
for achieving this goal in respect of both the
HBcAg and the HBsAg. The skilled person knew from
the state of the art how to detect inmunol ogically
the core and surface antigen. The Bl priority
docunent taught the skilled person how to cl eave
appropriately HBV DNA with sel ected restriction
enzynes (e.g. Kpn I, BamH') and insert the
resulting fragnents into a vector which could be
used to transforma host m croorganismso as to
obt ai n production of polypeptides with HBV antigen
specificity. The experinental approach which was
di scl osed was applicable to all HBV antigens. The
overall technical information provided in the B
priority docunment was, therefore, sufficient to
enabl e the skilled person to reduce the teaching
to practice across the clainmed anbit. Evidence on
file (see for exanple, the results reported in
respect of the deposited strains; the wtness
statenment of Professor K Mirray dated 6 Septenber
1993 in the Hi gh Court of Justice, Chancery

D vision Patents Court, Biogen INC. vs. Medeva PLC
- attachnent 7 submtted by Respondent [V -, in
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particular item 94 and 95; docunent (41), in
particular Figure 1 and Table 1) showed that by
proceedi ng as taught in the application it was
possi bl e to produce pol ypeptides di splaying both
HBcAg or HBsAg antigen specificity. None of the
Respondents had been able to show, for exanple,
that the Bam H fragnment could not be used for
HBsAg production. On the contrary, |ater patent
applications by Institut Pasteur nmade use of a Bam
H fragnent for preparing HBsAg.

Therefore, also in the light of decisions T 81/87
Q) EPO 1990, 250 and T 73/88 QJ EPO 1992, 557, the
claimed matter was entitled to the Bl priority
date because all the essential elenents of the

cl aimed invention were disclosed in the B

priority docunent.

The citability of docunent (3)

Docunent (3) was not prior art at the Bl priority
date because no oral presentation thereof was made
at any public session of the Acadeny (see exhibit
8 submtted with the statenments of grounds) and
the published article was not sent out until

1 February 1979 (see exhibits 8 and 9, submtted
with the statenents of grounds);

The | ate evidence submtted by Respondent 11
concerning the "dépbt |égal" [see section X, b),
bel ow] did not contradict the evidence already on
file that document (3), in spite of the date
printed thereupon, had not been nade available to
the public until after 1 February 1979.
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| nventive step

Docunent (16) best represented the state of

knowl edge on HBV before the present patent. This
docunent did i ndeed provide information about the
HBV genome, but indicated al so a nunber of yet
unanswer ed questions |inked to the conpl ex
structure of the viral genone, such as, for
exanpl e, whether the Dane particles were directly
i nfectious, whether the conplete viral genone
could be contained in nore than a single Dane
particle, and whether the DNA from Dane particles
was sufficient to specify the HBV-specific

pr ot ei ns.

Prior art docunent (1) had presented the results
of an investigation at the |evel of the HBV
speci fic pol ypeptides w thout providing

i nformation about the organi sati on of HBV.

Thus, the skilled person would have had to carry
out sone further research before deciding to try
to express directly the HBV genone by reconbi nant
DNA t echni ques. According to decision T 500/91 of
21 Cctober 1992 (not published in the QJ of the
EPO), the skilled person is normally not expected
to solve a technical problem by performng
scientific research in areas not yet explored.

As for the reconbinant DNA technol ogy, this was in
its infancy in late 1978. In spite of at |east
five reports of successful expression of higher
eukaryotic polypeptides in E.coli (see the
affidavit of Dr Robert A d, exhibit 4 submtted by
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the Appellant wth the statenents of grounds), a
nunber of fundanmental issues regarding the ability
to clone, the transcription, translation,

pol ypeptide instability, product toxicity, product
activity, and the presence and rel evance of
introns, still constituted potential difficulties
for the skilled person when attenpting to express
hi gher eukaryotic genom c DNA, in particular of
eukaryotic viral DNA, for which no exanples were
avai |l abl e. Under these circunstances any

predi ction of success in reconbi nant HBV
expressi on was inpossible. Al so docunent (8),
heavily relied upon by the Respondents, would not
have constituted for the skilled person a route
whi ch coul d provi de any expectation of success in
t he expression of HBV pol ypepti des because its
teaching was limted to the use of cDNA Iinked in
frame to codi ng sequences at or near the 5 end

wi t hout the presence of an upstream stop signal
This was supported also by the w tness statenent
of Dr Villa-Komaroff (first author of the said
publication) dated 5 Septenber 1993 in the High
Court of Justice, Chancery Division Patents Court,
Bi ogen INC. vs. Medeva PLC (exhibit 10 filed on

4 July 1994).

Xl . The Respondents argued essentially as foll ows.
a) The entitlenment to priority
This question was |inked by the Respondents to the

i ssue of whether the Bl priority docunent
cont ai ned an enabling disclosure.

2953.D Y A
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The Respondents maintained that entitlement to
priority was not only a matter of finding form
support in the priority docunent (Respondent I

in particular, admtted that formal support for
Claim1 could indeed be found in the Bl priority
docunent), but also a matter of finding therein
all the elenents necessary for the person skilled
inthe art to performthe clained invention across
its width. In their subm ssions, the technical
contents of the Bl priority docunent were scanty
and barely sufficient to allow the skilled person
to performthe invention only in a small corner of
the area covered by Claim1l1. The Bl priority
docunent merely taught the fragnmentation of a HBV
genonme and the subsequent expression in E.coli of
cl oned fragnments encodi ng an undefi ned product

di spl ayi ng an undefined antigen specificity.
Not hi ng was said therein about the production of
HBcAg or HBsAg. Nothing was said about the
antigenicity (defined as ability to induce

anti body production) of any product (cf. claim?2
at issue). Nothing was said about the starting
material (origin of the HBV, its subtype,
restriction enzyne analysis etc.) or about the
type of assay used for activity determ nation.
Thus, the Bl priority docunment did not enable the
preparation of any pol ypeptide displaying HBV
antigen specificity other, possibly, than those
produced by the specific host cells of deposits A
and B for which the Board of Appeal in the
paral | el appeal case had recogni zed the
entitlement to the Bl priority date (see decision
T 886/91 dated 16 June 1994, not published in the
Q) of the EPO, concerning European patent No. O
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013 828, EP application 79 303 017.2; cf. Section
|, above). The latter deposited host cells,
however, did not provide enough support for broad
claims which covered different distinct areas such
as production of HBcAg and HBsAg (i.e. antigens
which were in no way chemically related), and
expression in bacteria, yeast and mammalian cells
(i.e. hosts with quite different characteristics).

This was shown particularly by the enbodi nents
relating to HBsAg production. There was clearly no
enabling disclosure for these in the Bl priority
docunent as denonstrated by the Appellant's own
adm ssions, e.g.:

- in the European patent specification (see
statenent on page 13, lines 57 to 59: "Such
expressi on was not previously observed in
suitabl e host cells transformed w th reconbi nant
DNA nol ecul es that produced pol ypepti des
di spl ayi ng HBV antigen specificity or both HBV
antigen specificity and HBV antigenicity");

- in docunment (41) (see statenent on page 4511,
ri ght-hand colum "Anal ysis of Expression of the
HBsAg Gene": "Col onies of transfornmed cells were
screened for HBsAg production by solid phase
radi oi nmunoassay (8) but, as in previous
experinments (2, 7), responses were weak and
vari able and results generally were
i nconcl usi ve");

- in Nature, Vol. 304, 28 July 1983, page 297
(attachnment G (Article with title "Biogen's
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inside track": "Dr Murray expl ained | ast week
that after experinents had shown that the gene
coul d not be expressed in Escherichia

in the statements by Prof. K Mrray during
cross examnation in the H gh Court of Justice,
Chancery Division Patents Court, Biogen INC vs.
Medeva PLC [attachnment B(1l); see on page 4:
"..they were not definitively positive..; on
page 5: "..l would not need peer reviewto tel
me that | needed to do further work on this to
say that we have definitively expressed the

antigen."; on page 6: "Qur results at that stage
did not give us a definitive illustration of
expression of surface antigen..."].

For the above reasons, not only Clainms 3 and 4,
for which the Opposition Division in its

deci sion had correctly denied entitlenent to the
Bl priority date, but also Clains 1 and 2 were
not entitled to the said priority date. The
latter clains enbraced a wi de area which al so
covered subject-matter such as, for exanple, the
expression of HBsSAg or expression of HBV
antigens in yeast and mammalian cells, for which
- as shown above - there was no enabling

di scl osure and which had not even been expl ored
at the Bl priority date. In this respect, the
present case could not be conpared with that of
decision T 292/85 (QJ EPO 1989, 275) where no

di stinct areas were covered by the broad cl ains.
Nor was the parallel drawn by the Appellant with
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the cases in decisions T 81/87 (loc.cit.) and
T 73/88 (loc.cit.) of any rel evance.

In relation to this issue, Respondent |V
requested that the Board refer the foll ow ng

| egal question to the Enlarged Board of Appeal
under Article 112(1)(a) EPC. "Wether it is
enough to entitle a claimto priority if the

di sclosure in the priority docunment only enabl es
the person skilled in the art (w thout invention
or an undue burden of experinmentation) to
performthe claimin one way or within a limted
area; or whether if a claimenbraces a wi de area
covering a nunber of distinct areas or classes,
it is necessary for the disclosure of the
priority docunment to enable the skilled person
to performthe claimacross its wdth."

The citability of docunent (3)

Respondent 11, in particular, insisted that the
evi dence submtted by the Appellant was not
sufficient to denonstrate that document (3), which
carried the date of 18 Decenber 1978, was not
avail able to the public at the Académ e des
Sciences, a public institution, earlier than 1
February 1979, a date to which the testinoni al
letter of M Paul Germain, Permanent Secretary of
the Institut de France, Académ e des Sciences,
made reference (see exhibit 8, submtted by the
Appel lant with the statenents of grounds).

Mor eover, none of the letters fromdifferent
technical libraries (see exhibit 9, submtted by
the Appellant wth the statenents of grounds)
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provi ded i nformati on on the date on whi ch docunent
(3) had been received. Respondent Il submtted
evidence (inter alia the letter of A-M Abecassis,
Head of the O fice "Dépbt Légal" at the French
Mnistry of the Interior) which, in its opinion,
showed that the "dépbét [égal"” with the Mnistry of
the Interior of the issues of the Journal

"C. R Acad. Sc. Pari s" published under the title of
the year 1978 was i ndeed nmade in 1978.

Novel ty

The issue of novelty, which was strictly linked to
that of entitlenent to priority, was raised
exclusively in the witten subm ssions by the
Respondents, in particular in respect of Clains 3
and 4. The novelty of these clains was considered
to be affected under Article 54(1) and (2) EPC by
docunent (15) and under Article 54(3) and (4) EPC
by docunent (20).

| nventive step

Apart from docunent (3), docunents (1), (16) and
(23) were considered to best represent the state
of the art on HBV prior to the patent-in-suit. It
was submitted that the said docunments had provided
the skilled person with a good anbunt of know edge
on HBV:

- docunent (1) had disclosed the isolation of the
two maj or conponent pol ypepti des of HBsAg and
sonme inportant structural information thereon,
such as am no acid conposition and partial am no
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aci d sequence. This docunent had al so
anticipated that fragnents of the said

pol ypepti des coul d have achi eved the goal of a
synt heti c vacci ne agai nst HBV infection (see
page 1533, right-hand columm, |ast paragraph);

- docunent (16) had provided a general review on
HBV illustrating the state of the art on HBCcAg,
HBsAg, on the structure of the Dane particles,
including its DNA and on the nmechani sm of the
endogenous DNA pol ynerase reaction;

- docunent (23) had identified the procedure for
extracting DNA from Dane particles, the nature
of the endogenous DNA pol ynerase reaction and a
restriction map of the virus.

The above state of the art constituted for the
skilled person an incentive to carry out cloning
and expression studies on HBV. At |east five
reports of successful expression of higher
eukaryotic polypeptides in E.coli (see the
affidavit of Dr. Robert Ad, exhibit 4 submtted
by the Appellant with the statenents of grounds)
had shown that certain obstacles to expression
linked to transcription and translation could be
overconme. Anong them the approach described in
docunent (8) woul d have been regarded by the
skilled person as particularly suitable for
achieving the desired goal of expressing genom c
HBV DNA, because it was presented as a general
met hod for the expression of viral antigens (see
in particular page 3730, right-hand col um,
paragraphs 2 and 3). The said nethod was not
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l[imted to cDNA, as submitted by the Appellant,

al t hough cDNA was referred to through nuch of the
article. The reference to viral DNA (see

page 3730, right-hand colum, paragraphs 2 and 3)
woul d have been read by a skilled person as

i ndi cating genomc DNA In any case, the skilled
person al so had further strategies available for
achi eving expression of HBV antigens such as, for
exanple, the cDNA route by preparing cDNA fromthe
nMRNA of Al exander cells [see docunment (22)] which
were known to express viral antigens, or the route
of first sequencing the cloned HBV genone and then
expressing all or selected parts thereof, taking
advantage of the N and G termnal amno acid
sequence information of HBsAg provided by docunent

(1).

Thus, the conbi ned know edge on HBV and on the
expression of eukaryotic pol ypepti des woul d have
encouraged the skilled person to produce

pol ypepti des di splaying HBV antigenicity by the
genetic engi neering route. A person of ordinary
skill would have expected to achieve this by
application of the known techni ques w thout undue
difficulty. Based on the successful exanples in
the prior art, there was in late 1978 trenendous
optimsmin the field of reconbi nant DNA

technol ogy and this woul d have given an even

hi gher expectation of success to the skilled

per son.

As for the alleged difficulties and prejudices of
the skilled person referred to by Dr Ad in his
affidavit (see exhibit 4, submtted by the
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Appel lant with the statenents of grounds), these

wer e unquestionably issues for the skilled person,

but did not constitute a barrier which could have
deterred himor her fromtrying a likely

experinmental approach. For exanpl e:

t he possi ble presence of introns would not have
prevented the skilled person fromtrying
expression, especially of small DNA fragnents.
Mor eover, studies with Sv40, the cl osest virus
to HBV known in 1978, had shown the existence of
a single intron in one gene out of five (see
attachnment 3 submitted by Respondent 1V);

genom ¢ DNA was the obvious starting point for
the skilled person as shown also by the fact
that three teans (in addition to the Appellant)
cl oned genomic HBV DNA;

t he general nethod described in docunent (8) for
t he expression of eukaryotic polypeptides and
viral antigens in E.coli was designed to ensure
that the pol ypeptide was al so transported to the
peri plasm This would have m nim sed the
guestions of toxicity to the host cells or post
transl ati onal nodification;

t he question of proper folding of the

pol ypepti de woul d al so not have deterred a
skilled person fromattenpting expression of
genom ¢ HBV DNA.

Therefore, the skilled person had no reason to

suppose that expression of a viral antigen in
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E.coli would have been nore difficult to achieve
than that of any other non-prokaryotic
pol ypepti de.

Respondent |V additionally submtted that the
Appel I ant had been able to do the work discl osed
in Bl before others not because of any speci al
technical nerit or inventive step, but because of
the | ooser restrictions on reconbi nant DNA wor k
prevailing in the United Kingdomin 1978 and of
the access to the special containnment facilities.
Moreover, in its subm ssion, the fact that three
ot her teanms of workers enbarked on this project
denonstrated that the difficulties alleged by the
Appel I ant coul d not have appeared as great as
cont ended.

The Appel |l ant requests the decision under appeal be set
asi de and the European patent be nai ntained on the
basis of the main request as filed at oral proceedings.

The Respondents request that the appeal be di sm ssed.

At the end of oral proceedings on 28 July 1994 the
Board announced the decision reported in the order.

The Board received on 10 August 1994 a letter from
Respondent Il with further observations and a request
for reconsideration of the case and on 17 August 1994
comments thereto fromthe Appellant.
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Reasons for the Decision

1. Admissibility and other procedural questions

The appeal is adm ssible.

The subm ssions by Respondent Il and by the Appell ant
on 10 August 1994 and 16 August 1994, respectively, are
di sregarded because they were filed after closing of
the debate (in this respect see decision T 595/90 of 24
May 1993, to be published in the QJ of the EPO, in
particular point 1 of the Reasons) and, what's nore,
after the announcenent of the decision (see G 12/91, QJ
EPO 1994, 285, points 2 and 3).

2. Admissibility of intervention (Article 105 EPC)

2.1 The Board firstly observes that the Qpposition

D vision, through its announcenent of the decision on
28 Cctober 1992 to revoke the patent, had effectively
severed itself fromthe case, and therefore could not
take any decision on the intervention matter. Had no
appeal been | odged agai nst the decision to revoke, the
i ntervention would have had no standing at all (see G
4/ 91, Q) EPO 1993, 707). This matter therefore nust be
dealt with by the Board. In G 1/94 of 11 May 1994 (to
be published in the Q) of the EPO), the Enlarged Board
of Appeal further established that an intervention at
t he appeal stage is adm ssible.

2.2 Article 105(1) EPC reads as foll ows:

"I'n the event of an opposition to a European patent
being filed, any third party who proves that

2953.D Y A
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proceedi ngs for infringenment of the sane patent have
been instituted agai nst himmy, after the opposition
peri od has expired, intervene in the opposition
proceedi ngs, if he gives notice of intervention within
three nonths of the date on which the infringenment
proceedi ngs were instituted. The sanme shall apply in
respect of any third party who proves both that the
proprietor of the patent has requested he cease all eged
infringenment of the patent and that he has instituted
proceedi ngs for a court ruling that he is not
infringing the patent."

In the negotiations |leading up to the adoption of the
EPC, the question of intervention was raised in 1971 in
Wirking G oup I, who decided to propose the

i ntroduction of such an opportunity for third persons
to enter into opposition proceedings, the object being
to make it possible for an alleged infringer to avoid
having to defend hinself before a national court

al t hough central opposition proceedings were stil
pendi ng before the EPO (BR/ 144/ 71, points 75 to 77).

I n subsequent neetings to discuss further details,
proposal s were nmade to ensure that interventions would
not | ead to delays of the opposition proceedings (BR
168/ 72, BR 169/ 72, and BR 177/72). These tine
considerations led to a fixed period of three nonths
after the institution of infringenment proceedings
before a national court.

In preparation for the Munich Diplomatic Conference in
1973, the Swi ss del egati on proposed a separate
possibility to intervene, in the situation where no

i nfringenment action had been instituted by the
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Pat ent ee, but he had requested - for exanple in an
ordinary letter - a third party to stop infringing the
patent and the third party had initiated proceedi ngs
for a court ruling that he was not infringing the
patent (M 31, 28 May 1973). This proposal was adopted
by the Conference (MPR/'I, page 51), although one

del egati on questioned whether this further opportunity
woul d not indeed cause delays in the opposition

pr oceedi ngs.

The Board cannot agree with the Intervener that the
above cited travaux préparatoires indicate a right to
choose at will which starting point for calculating the
time period for intervention to invoke.

The second possibility of intervention was only
introduced to nake it possible at all for a third party
to enter the centralised proceedi ngs before the EPQ

al t hough no formal infringenent action had been raised.
The situation for this second category of Interveners
isin fact identical to the first, with the very
important difference that he otherw se could not avail
hi msel f of the centralised EPO proceedi ngs. This was
not considered justified in the case where a patentee
chooses not to start a court action, thereby preenpting
the Intervener. The latter would then have to institute
nati onal proceedi ngs hinself, proceedings which could
prove to be needless, i.e. if the patent were later to
be revoked by the EPO

The provision of the institution of court actions as
starting dates for the calculation of the tine periods
for interventions guarantees an indisputable official
date. As the Appellant rightly pointed out, it is not
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customary in procedural law that a party who wants to
avail itself of atime |limt also holds the neans by
which the starting point for its calculation can be
control | ed.

The principle behind Article 105 EPC is that, as soon
as any court action has been brought, the sole
avai |l abl e period for intervention starts running. Any
other interpretation would open the possibility of
abuse of the intervention opportunity by the filing of
national invalidity actions in order sinply to trigger
anewtinme limt under Article 105 EPC, regardl ess of
earlier circunstances.

Consequently, the Board finds that the two alternatives
of fered under Article 105(1) EPC, first and second
sentence respectively, are nutually exclusive for the
sanme case of infringement. Wth regard to the sane
patent, an alleged infringer can only belong to one
category, the decisive factor being which court action
was the first to be instituted.

In the present case, therefore, the tine period for
intervention was triggered by the wit of sunmons of 1
July 1992. Not having been filed within three nonths of
that date, the notice of intervention does not neet the
requi renents of Article 105(1), first sentence, EPC,
and nust therefore be rejected as inadm ssible.

Formal allowability of the amended claims
(Article 123(2) and (3) EPC)

The deletion of Clains 5to 7 (Clains 5 and 7 for AT)
as well as the consequent renunbering and changes in
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dependencies of the remaining clains resulted neither
in an extension of the protection nor in the generation
of new subject-matter. Thus, there are no objections
under Article 123(2) and (3) EPC to the anended cl ai ns.

Entitlement to priority (Article 87 EPC)

The right to priority is governed by Article 87, which
requires that the European patent application and the
application whose priority is clained relate to the
same invention. Thus, the main criterion in this
respect is whether the clainmed invention is disclosed
in the priority docunent as a matter of substance, i.e.
with all its essential features. According to decision
T 81/87 (loc.cit.) the disclosure of the essential

el ements "nust be either express, or be directly and
unanbi guously inplied by the text. Mssing el enents
whi ch are to be recogni zed as essential only later on
are thus not part of the disclosure”. This view was
confirmed in a nunber of decisions of the Boards of
Appeal (see, for exanple, T 301/87, loc.cit.).

The cl ai ned subj ect-matter

Caim1l1l (non-AT) at issue is essentially directed to a
reconbi nant DNA nol ecul e in which a DNA sequence codi ng
for a pol ypeptide (or a fragnent thereof) displaying
HBV antigen specificity is operatively linked to an
expression control sequence so as to be expressed in a
sui tabl e transformed host cell.

Claim2 further specifies that the expressed
pol ypepti de al so displays HBV antigenicity.
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Clainms 3 and 4 specify that the said DNA sequence codes
for a polypeptide (or fragnment thereof) displaying the
HBV anti gen specificity of HBcAg and HBsAg,
respectively.

Claims 5 to 23, which each refers back to one or nore
of the Clainms 1 to 4, concern transfornmed host cells,
t he pol ypeptides thereby produced, conpositions for
stinmulating the production of antibodies to HBV, neans
and a nethod for detecting HBV infections in bl ood
serum DNA sequences encodi ng HBV anti gens.

The subject-matter of the Bl priority docunent

The Bl priority docunent relates to the transformation
of host m croorganisnms with vectors contai ni ng HBV DNA
appropriately cleaved and inserted, so that they
produce pol ypeptides with the specificity of HBV
antigens (see page 3, lines 10 to 25). The intended
pur pose thereof is the provision of HBV antigen for
vacci ne studies and for use in the detection of the
infection (see page 3, lines 2 to 5 and page 4,

lines 12 to 16).

The said docunent teaches in general terns cleaving HBV
DNA at only a single, or at nost a few sites, with a
restriction enzyne such as Kpn I, Bgl Il, BamH, Ava I
and Eco R, inserting at |east one of the resulting
fragments into a vector such as a bacterial plasmd
transform ng host mcroorgani sns therewith, culturing
the said transforned hosts and collecting the

pol ypeptide fromthe culture (see page 4, line 3 to
page 5, line 8).
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In a specific worked exanple (see pages 5 to 9), HBV
DNA is prepared from Dane particles and cleaved with
Kpn |I. The digestion products are inserted into the Pst
site of pBR322. E.coli host cells are transfornmed with
the resulting vectors, screened by col ony hybridisation
and tested for the production of HBV specific antigens
by neans of a radi oi nmunoassay with HBV anti bodi es.

Cul tures designated as deposit A are found to give a
positive response both in the col ony hybridisation and
in the test for the viral antigen (see page 11). As
established in the parallel case T 886/91 (loc.cit.,
see point 4.2 of the Reasons), this deposit corresponds
to deposit A (NCIB 11548), which in the European patent
specification is shown to produce a pol ypeptide with
HBcAg antigen specificity.

I n anot her worked exanpl e (see page 10), E.coli host
cells transformed with vectors containing Bam Hi
fragnents of HBV DNA designated as deposit B are al so
found to give a positive response both in the col ony
hybri disation and in the test for the viral antigen
(see page 11). As established in the parallel case

T 886/91 (loc.cit., see point 4.2 of the Reasons), this
deposit corresponds to deposit B (NCIB 11549), which in
t he European patent specification is shown to produce a
pol ypeptide with HBcAg anti gen specificity.

O her exanpl es of successful insertion of HBV DNA
fragnents into a plasmd, as neasured by the positive
signal in the colony hybridisation assay, are reported
(see page 10, line 19 to page 11, line 14). However, no
data with respect to viral antigen expression are
reported in this case.
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The essential elenents of the disclosure in the B
priority docunment are:

- t he cl eavage of isolated HBY DNA with sel ected
restriction enzynes;

- the insertion of the resulting fragnents into a
vector carrying selectable markers (drug
resi stance genes);

- the transformati on of host cells with the
resulting reconbi nant DNA nol ecul e, their culture
and selection on the basis of drug resistance;

- t he screening of the transformants by col ony
hybri di sati on;

- detection and characterization of reconbi nants by
means of i mrunol ogi cal net hods.

It is directly and unanbi guously inplied by the text
that the expressed product could be a protein

di splaying the antigen specificity and antigenicity of
one or nore of the known HBV antigens, e.g. HBcAg and
HBsAg, depending on the HBV DNA fragment used (see
page 4, lines 17 to 20), and that detection and
characterization should therefore be carried out by
means of the corresponding specific antibodies (see
inter alia page 9, lines 15 to 16). Such anti bodies
were admttedly available in the art at the Bl priority
dat e.

Conmpositions for stinulating the production of
anti bodies to HBV, neans and nethods for detecting HBV
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infections are also inplied by the text of the B
priority docunment (see, for exanple, page 4 lines 12 to
16) .

The fact that no actual denonstration of expression of
either HBcAg or HBsAg is provided in the Bl priority
docunent is used by the Respondents as an argunent to
show that not all essential elenments are disclosed

t herei n.

In the Board's opinion, the lack of actual data on the
production of a pol ypeptide with the antigen
specificity and antigenicity of one or the other HBV
antigen does not necessarily lead to the concl usion

t hat essential elements of the clainmed invention are
m ssing in the disclosure of the Bl priority docunent.

The worked exanples in the Bl priority docunent
denonstrate that, by follow ng the said experinental
approach, expression in a reconbi nant DNA system of

pol ypepti des di spl aying HBV anti gen specificity can

i ndeed be achieved. In this respect, it nust also be
kept in mnd that expression of HBV antigen in general,
not the efficiency of expression is at issue here.

None of the Respondents has succeeded in discharging

t he onus of proof by denonstrating that, by proceeding
experinmentally as indicated in the Bl priority
docunent, expression of proteins having the antigen
specificity and antigenicity of either HBcAg or HBsAg
cannot be achieved to sone extent. The Respondents have
been unable to point to one or nore essential elenents
recogni sed as essential only later which are mssing in
the Bl priority docunent. Their objections derive
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mainly fromthe | ack of actual data on the pol ypeptides
whi ch are or can be expressed, not from any proven
i nadequacy of the disclosed experinmental approach.

The evidence on file rather indicates that, by
proceedi ng experinmentally as taught in the Bl priority
docunent, expression of proteins having the antigen
specificity and antigenicity of either HBcAg or HBsAg
was achi eved to sone extent. The European patent
specification confirns the validity of the approach and
denonstrates inter alia that deposits A and B express
pol ypeptides with the antigen specificity of HBcAg. The
wi tness statement by Prof. K Mirray (attachnment 7
subm tted by Respondent 1V) shows that sonme reconbi nant
col oni es gave positive signals in imunol ogi cal assays
al so for surface antigen (see, for exanple, itens 94 to
96). The cautious nature of Prof. K Mirray's
statenments in respect of the latter results [see, for
exanpl e, attachnment B(1l); cf. Section Xl a), above] are
ful ly understandabl e when due account is taken of the
conplexity of the project and of the need to avoid a
false interpretation of the results by carrying out
further verifications. None of the Respondents,

however, coul d successfully denonstrate that expression
of pol ypeptides with HBsAg antigen specificity (even at
a faint level) was inpossible when follow ng the
teaching of the Bl priority docunment. The criticism by
t he Respondents stens essentially fromthe fact that
the results referred to by Prof. Mirray were
prelimnary and indicative. However, it nust be
remenbered that what is at issue here is the expression
of the desired pol ypeptides as such at any |evel (from
faint to strong), not the inprovenent of any already
known expression system
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In conclusion, the Board is not convinced by the
Respondent's argunents that priority docunment Bl is
deficient in respect of relevant technical information
necessary for reducing the clainmed invention to
practice by the person skilled in the art w thout undue
burden (see points 4.4 and 4.5). If no essenti al

el enments (i.e. features) of the clained invention can
be said to have been recogni sed or added only later on
in the sense that they are not part of the disclosure
of the priority docunment, the clains under discussion
and the priority docunment on which they are based nust
be regarded as relating to the same invention within

t he meaning of Article 87(1) EPC. Consequently, in line
also with the existing EPO jurisprudence on this matter
(see, for exanmple, T 81/88, T 73/88 and T 301/ 87,
loc.cit.), the said clains are considered to be
entitled to the Bl priority date.

As for the request put forward by Respondent 1V to
refer the | egal question quoted above in section X,
item(a), |last paragraph, to the Enlarged Board of
Appeal , the present Board considers it unnecessary
because it is already evident that, under the present
EPO j uri sprudence, the answer to the said question is
that a broad clai mnust find adequate support for al
its essential elenents in the priority docunent (see
point 4.1, above). However, this is a matter of
substantive nature which nust be decided in each
particular case on its own nerit.

In the present case, for the reasons given above, the
Board has cone to the conclusion that the clains at
issue are entitled to the Bl priority date.
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The citability of document (3)

Docunent (3), published in the issue No.16, of

Vol unme 287 of the "C. R Acad. Sc. Paris", bears the date
18 Decenber 1978. A footnote on page 1456 nentions "the
nmeeting of 6 Novenmber 1978".

The Appellant subm tted evidence ainmed at show ng that
no oral presentation of the contents of the docunent
(3) was nmade at any public session of the Acadeny of
Sci ences and that the published article was not sent
out until 1 February 1979.

The Respondents agreed that the date of 6 Novenber 1978
was in relation to the internal procedure of eval uation
of the articles by the Reading Cormittee of the Acadeny
whi ch occurred under conditions of confidentiality.
Thus, there is consensus on the fact that the said date
i s neaningless for the purpose of Article 54(2) EPC.

However, Respondent Il insisted that docunment (3) mnust
have been avail able at | east at the Académ e des
Sciences, a public institution, on the date which it
carried, i.e. on 18 Decenber 1978. In its opinion, the
testinmonial letter of M Paul Germain, Permanent
Secretary of the Institut de France, Académ e des

Sci ences, did not exclude this (see exhibit 8).
Moreover, in its subm ssion, none of the letters from
different technical libraries (see exhibit 9) provided
informati on on the date on which docunent (3) had been
recei ved. Respondent |l submtted evidence which, in
its opinion, showed that the "dépdt |égal" with the
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Mnistry of the Interior of the issues of the Journal
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"C. R Acad. Sc. Pari s" published under the title of the
year 1978 was nmade in 1978.

As stated in decision T 381/87 (Q EPO 1990, 213), in
relation to the question when a docunent was first nade
avai lable to the public, the Board "nust deci de what
happened having regard to the avail abl e evidence, on

t he bal ance of probability; i.e. it nmust decide what is
‘nmore likely than not' to have happened" [see point
4.(4) of the Reasons].

In the present case, document (3) published by the
“"Institut de France - Académ e des Sciences" carries
the date of 18 Decenber 1978. It being a public
institution, the possibility cannot be di scounted that
a copy of it could have been nade available to the
public on the very sane date e.g. in the public library
of the said Acadeny. However, the Board observes that
no declaration and/or affidavit to this effect has been
subm tted by the Respondents.

On the other hand, the Appellant submtted the quoted
testinmonial letter of M Paul Germain (see exhibit 8)
stating that the date of 18 Decenber was not the date
on which the issue was received by the subscribers and
the libraries and that only starting on 1 February 1979
was the said issue available to their readers.
Furthernore, the Appellant submtted attestations from
a nunber of different European libraries stating that
the issue No.16, of Volume 287 of the "C R Acad. Sc.
Paris" was received or registered on a date after

1 February 1979 (see exhibit 9).
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The Respondents have not submitted any counter-
attestation of other libraries showing that the issue
No. 16, of Vol une 287 of the "C. R Acad. Sc. Paris" was
received or registered on a date before 1 February
1979, in particular on a date before 22 Decenber 1978,
which is the Bl priority date, or that the docunent was
otherwi se available at this priority date.

The Board firstly notes that there is a gap in the
chain of evidence as regards the period from

18 Decenber 1978 to 1 February 1979. It is therefore
not clear whether during this period third persons
woul d have been in the position to take part of the
docunent .

As for the | ate evidence submtted by Respondent 11
concerning the "dépbt |égal" [see section X, b),

bel owj, the Board considers that it has no bearing on
this matter because it does not indicate a specific
date (day of the nmonth) on which the said "dépdt |égal"
was actual ly nade.

The Board further notes the | ack of express evidence
fromthe Académ c des Sciences that docunents would
have normal |y been available to the public as of the
publication date printed thereon. On the contrary,
there is evidence on file (see exhibit 8) indicating
t he opposite.

Having regard to the avail abl e evidence, noting in
particul ar the evidence regarding the distribution to
subscribers, the Board is satisfied that the contents
of docunment (3) were not available to the public before
or at the Bl priority date.
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Consequently, docunent (3) is not state of the art
citable under Article 54(2) EPC agai nst any subj ect
matter which is entitled to the Bl priority date.

Novelty (Article 54 EPC)

None of the cited docunents nade available to the
public before the Bl priority date discloses the

cl ai med subject-matter which is, therefore, novel under
Article 54(1)(2) EPC

Docunent (20), a European patent application, clains a
priority date later than the Bl priority date. Thus,
this docunent is not taken into consideration under
Article 54(3) EPC.

Inventive step (Article 56 EPC)

Docunent (16) represents the closest prior art for the
clainms-at-issue. This docunment is a review on the

i nformati on about HBV and Dane particles: the nunber of
viral gene products, the size, structure and conplexity
of Dane particle DNA, the nmechanism of the DNA

pol ynerase reaction; the pattern of viral gene
expression in infected cells. Fromthe different pieces
of information a working nodel for the structure of the
HBV genone i s proposed according to which Dane
particles are viewed as defective, genetically

het er ogeneous hepatitis B virions which replicate by
conplenmentation in multiply infected cells (see

Figure 2). The conclusion drawn at the end of the
docunent is that "further research will be needed to
confirmor refute the nodel" (see page 375).
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Docunent (16) reports also the work disclosed in
docunent (23) (see paragraph bridgi ng pages 366 and
367; reference no.51) and, therefore, constitutes a
nore conplete prior art docunent than the latter

7.2 In the light of docunent (16) the technical problemto
be sol ved can be seen in the provision of HBV DNA or
fragments thereof in sufficient amounts for the
elucidation of its structure and for the production of
HBV anti gens.

7.3 This problemis solved by providing the reconbi nant DNA
nol ecul es referred to in the present clains (see, for
exanple, Clains 1 to 4). In view of the detailed
information contained in the patent-in-suit on the
preparation of polypeptides displaying HBV anti gen
specificity and antigenicity by use of the said
reconbi nant DNA nol ecul es, the Board is satisfied that
t he above-stated technical problem has been sol ved.

7.4.1 It is observed that, in spite of the good anount of
know edge which was available in the prior art in
respect of HBV and its genone [see docunent (16)], the
skilled person was still faced with a nunber of
uncertainties such as, for exanple,:

- t he actual size of the HBV genone [see docunent
(16), page 358, third paragraph and page 371
item2];

- t he conpl ex structure of the Dane particles in
whi ch the anmount of DNA exceeded the anpbunt of DNA
in a single circular nolecule, but was |ess than
that in two such nol ecul es [see docunent (16),

2953.D Y A
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page 372, item4], indicating the structure of a
circul ar DNA single stranded over approximately
one third of its length (see therein Figure 1);

- whet her or not the proteins containing HBV antigen
reactivity were all specified by viral genes [see
docunent (16), page 371, item 2];

- whet her or not the total anount of unique
nucl eoti de sequence in the DNA from Dane particles
was sufficient to specify the HBV-specific
proteins [see docunent (16), page 372, lines 2 to
Sl

- whet her or not Dane particles were directly
i nfectious [see, for exanple, docunent (16),
page 375, lines 2 to 5].

The observation of these uncertainties brought the

aut hors of docunent (16) to the conclusion that further
research into the structure of Dane particles and HBV
genonme was necessary. This per se denonstrates that at
the Bl priority date the skilled person would not have
consi dered the cloning of the HBV genone, not to
mention its expression in a host cell, to be readily
achi evable with a reasonabl e expectati on of success.
Before entering into the unexplored area of cloning and
expression of HBV DNA, the average skilled person would
have had to acquire further information about the Dane
particles and HBV genone.

This is even nore true, if due account is taken al so of
the additional uncertainties with regard to the
t echnol ogy avail abl e for expressing higher eukaryotic



7.4.2

2953.D

- 39 - T 0296/ 93

genomi ¢ DNA, which in late 1978 was still inits

i nfancy. The Appellant and the Respondents essentially
agree that there was a nunber of open issues in
relation to cloning and expression, but disagree on the
extent to which they woul d have conditioned the
activity of the skilled person (conpare affidavit of Dr
Ad with affirmation of Prof. Alnond). In the Board's
view, if the said general uncertainties are added to
the particular ones in respect of HBV, it can only be
concluded that the skilled person in late 1978 had no
reasonabl e perspectives of readily achi eving expression
of pol ypepti des displaying HBV antigen specificity and
antigenicity by the genetic engineering route.

The parallel drawn by the Respondents with the studies
on the virus SV40 (see attachment 3, submtted by
Respondent V) is m splaced because, firstly, the
skill ed person woul d not have seen a direct anal ogy
between the two viruses [in this respect, see, for
exanpl e, the statenent on page 375, lines 10 to 12 in
docunent (16)] and, secondly, no expression of
fragnments of SV40 genone had been reported.

Only with hindsight is it now possible to suggest a
series of possible routes [for exanple, the
experimental approach of docunment (8)] which could
theoretically have lead the skilled person to the
desired result. The facts in the present case rather

i ndicate that, notw thstanding the avail able
information, the studies of the primary structure of

t he HBV genone were quite precarious and that even
predictions as to the possibility of cloning the genone
were not possible; even | ess so as regards the
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possibility of achieving expression of fragnments of the
HBV genone.

Furthernore, the argunents put forward by Respondent |V
based on the allegedly | ooser restrictions on

reconbi nant DNA work in the United Kingdom and on the
nunber of teanms working in conpetition on the sane
project are immterial to the issue of inventive step.

Nei ther the fact that a person (or a tean) (here: the
Appel | ant) was wor ki ng under nore favourable conditions
nor that other persons (or teanms) were concurrently
perform ng research in the sanme area | essens the
inventive step of any subject-matter clainmed in a
patent specification by the said first person (or tean)
inrelation to the said research work, if this subject-
matter is not obvious to a person skilled in the art,
having regard to the state of the art.

The fact that other persons (or teans) were al so
wor ki ng on the sane project m ght suggest that is was
"obvious to try" or that it was "an interesting area to
explore”, but it does not necessarily inply that there
was "a reasonabl e expectation of success". "A
reasonabl e expectation of success", which should not be
confused with the understandabl e "hope to succeed",
inplies the ability of the skilled person to reasonably
predict, on the basis of the existing know edge before
the starting of a research project, a successful
conclusion to the said project within acceptable tine
limts. The nore unexplored a technical field of
research is, the nore difficult is the making of

predi ctions about its successful conclusion and,
consequently, the |ower the expectation of success.
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7.4.5 1In the Board's view, the successful achievenent of the
expression of HBV genes in a reconbi nant DNA system
regardl ess of whether it was just a "lucky strike" or
the result of "looking for the unexpected" or of a
pl anned strategy, was a mgj or breakthrough in HBV
research which, for the reasons given above, no prior
art docunent had antici pated or rendered obvi ous.

7.4.6 For these reasons, the Board concludes that the
subject-matter of the main request involves an
inventive step. Thus, the said nmain request (Clains 1
to 23 for non-AT States and Clains 1 to 11 for AT) is
al | owabl e.

Order

For these reasons it is decided that:

1. The intervention is rejected as inadm ssible.
2. The deci sion under appeal is set aside.
3. The case is remtted to the first instance with

the order to maintain the patent on the basis of
Claims 1 to 23 (non-AT States) and Clains 1 to 11
(AT) as filed in the oral proceedings.

4. The request for referral of a question to the
Enl arged Board of Appeal is refused.

The Regi strar: The Chai rwonman:

2953.D
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