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Summary of Facts and Subm ssi ons

0543.D

The appeal lies fromthe decision of the Opposition

D vision of the EPO rejecting an opposition agai nst

Eur opean patent No. 0 153 696. This patent was granted
in response to European patent application

No. 85 101 861.4 filed on 21 February 1985, cl aimng
the priority of 23 February 1984 from an earlier patent
application in Japan. The patent specification

contai ned 21 clains. The only independent Claim1l read

as foll ows:

"1. A process for preparing 5,6,7,8-tetrahydro-6-
(L-erythro-1'", 2" -di hydroxypropyl)-pterin having the
formula (11):

o H
N H
{QH)- -
'[-IL | ﬁﬂ o CHI{OH) CH3 (I1)
Hzﬂ ]
g B

which is rich in the (6R)-form which conprises
hydrogenating 6-(L-erythro-1',2'-di hydroxypropyl)pterin
having the formula (I):

0
Nay tH{GE}-CE{DHJ-CH3
HN | (1)
H zu/lﬁn NF

in a basic nmediumin the presence of a platinum group

catal yst."

In the decision under appeal the follow ng docunents

wer e consi der ed:
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(1) EP-A-0 079 574

(2) EP-A-0 191 335 (published 20 August 1986, cl ai ned
priority date 28 January 1985)

(3) Journal of Biological Chem stry, vol. 253 (1978)
p.1598-1605

(4) Rylander, "Catal ytic Hydrogenation over Platinum
Met al s" (Academ c Press 1967), p.16-23

The Opposition Division held that the patent in suit
was entitled to the clained priority date and that,
therefore, docunent (2) did not formpart of the state
of the art. On that basis, it was held that the process
according to Caim1 was novel. The Opposition D vision
further held that the patent in suit satisfied

Article 100(b) EPC. In respect of Article 56 EPC t he
Qpposition Division considered docunents (1) and (3)
and test results submtted by the Opponent. It was held
that in respect of the prior art and the avail able

evi dence the technical problem solved by the patent in
suit was to nake available 5,6,7,8-(l-erythro-1',2"-

di hydroxypropyl)-pterin wwth a high (6R)/(6S) ratio
(i.e. higher than 1:1), and that the person skilled in
the art would not have been led to the process
according to the present Claiml with a view to sol ve

this problem

In the statenent of grounds of appeal the Appell ant
(the Opponent) relied inter alia upon the follow ng

further docunent:
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(6) Matsuura, "Tanpakushitsu Kakusan Koso", 26, 1394
(1981)

and upon the test report submtted by himwth the
letter dated 8 Septenber 1992.

In a comuni cation pursuant to Article 11(2) of the
rul es of procedure of the Boards of Appeal the Board
made sone provisional remarks concerning the issue of
entitlement to priority. In reply, the Appellant filed
further evidence in support of his subm ssions, inter

alia

(8) Declaration of Dr. Rahn, including the foll ow ng
Exhibits | to VII:

"Certificate of Proficiency in Japanese for
Busi ness", dated 8 July 1996

I1: Ki kuoka, Japanese Newspaper Conpounds, Tokyo 1970,
page 21

I11: The H roo Japanese Center (ed.), The Conplete
Japanese Verb Qui de, Tokyo 1989, page 255

|V: The Hiroo Japanese Center (ed.), op.cit., page 343

\ Gbunsha' s Conpr ehensi ve Engli sh-Japanese
Dictionary, Tokyo 1991, page 1743

VI: Kenkyusha's New Japanese-English Dictionary,
Tokyo 1981, pages 536, 537
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Hender son, Handbook of Japanese G anmar,
Canbridge 1948, page 294, page 327

Hackh's Chemi cal Dictionary (McGawHill 1969),

p. 80, and

US- A-4 595 752.

proceedi ngs took place on 16 January 1997. Duri ng

t hese proceedings the follow ng further docunents were

submtted by the parties:

(12)

(13)

(14)

Kenkyusha' s New Japanese-English Dictionary,
Tokyo 1981, pages 1858 and 2060

Langenschei dts enzycl opadi sches Wort erbuch der
engl i schen und deut schen Sprache, vol.1

(6th ed.,1981), p. 664, 828 and 829

Chem stry Letters (1984),p. 735 to 738

The Appellant's witten and oral subm ssions can be

summari sed as foll ows:

(i)

The patent in suit related to subject-matter

t hat was not novel pursuant to Article 54(1),

(3) and (4) EPC in view of docunent (2), since
it was not entitled to the clained priority
date, so that the European patent application
correspondi ng to docunent (2) enjoyed an earlier
priority right. In support of this subm ssion he
referred to decision T 16/87 (QJ EPO 1992, 212)
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and argued that according to the description of
the contested patent the expression "basic

medi unt related to any basic nmedium anong them
e.g. the basic salts or hydroxides of alkali and
al kaline earth netals, whereas it followed from
docunent (8) - a docunent representing an expert
opinion of at |east the sanme quality as the
verified translation of the priority docunent
submtted by the patentee during the opposition
proceedings - that in the priority docunent this
expressi on nmeant exclusively "an aqueous
solution of an alkali netal salt of a weak acid,
an aqueous solution of an alkali netal hydroxide
or an aqueous solution of an alkaline earth
nmetal hydroxide", so that the patent in suit did
not relate to the sanme invention as the priority
docunent. Consequently, in Caim1l of the

US- patent corresponding to the patent in suit,
viz. docunent (11), the term "basic nediunt had
been defined in accordance with the definition

in the priority docunent.

The cl ai ned invention was not sufficiently

di scl osed since according to the test report
subm tted by himon 8 Septenber 1992 the patent
insuit failed to give sufficient information as
to how to achieve - outside the narrow scope of
t he worki ng exanples - the stated object of the
clainmed invention, nanely to obtain a

t et rahydr obi opterin having an inproved (6R)/(6S)
ratio, i.e. aratio of nore than about 4, with a
reasonabl e yield. Mreover, it could be seen

from docunment (4) that it was conmon genera
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know edge that catal ytic hydrogenation with

pl ati num netal catalysts was extrenely sensitive
to variation of reaction conditions, so that the
reaction conditions of the working exanpl es
coul d not be generalised to the extent
enconpassed by Claim1l of the patent in suit. In
particular, it was unreasonable to assune that

t he cl ai med process could be successfully
performed i n non-aqueous basic nmedia such as

al kali metal al koxi des, hydrides or am des.

(1i1)The process according to Caim1 of the patent in

suit did not involve an inventive step since a
person skilled in the art would have seriously
contenpl ated enploying a basic mediumin a
process for the preparation of

t et rahydr obi opterin with a high (6R)/(6S) ratio
(1.e. higher than 4:1) by catalytic

hydr ogenati on using a platinum group catal yst,
having regard to the content of docunents (1)
and (3), so that it was obvious to perform
routi ne experinments at |east with standard bases
such as aqueous sodi um hydroxi de, potassi um

hydr oxi de and sodi um carbonate as a sol vent
instead of the hitherto used standard acids such
as hydrochloric acid, acetic acid,
trifluoroacetic acid and sulfuric acid. This

vi ew was strongly supported by the fact shown by
docunents (2) and (14) (both published after the
priority date of the patent in suit) that within
a very short period of tine three independent
wor ki ng groups found the cl ai med reaction

condi ti ons.
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The Respondent's (the patent proprietor's) substantive

subm ssions at the oral proceedings can be sunmari sed

as foll ows:

(i)

(i)

Novel ty shoul d be acknow edged, since the patent
insuit was entitled to the clainmed priority
date, so that docunment (2) did not formpart of
the state of the art. The EPC did not require
literal identity between a priority application
and a later patent application; all that was
necessary was that both applications related to
t he sane invention. This, however, was the case
here, since the clains of the priority
application as well as the introductory part of
t he description, according to the verified and
i nsof ar uncontested transl ation, made it clear
that the essential feature was to use a "basic
medi uni’ for the catalytic hydrogenation in
contrast to the previously used acidic nedia. It
followed fromExhibit VI (see point |V above)
and docunents (12) and (13) that there were a
nunber of possible translations of the sentence
in the priority docunment relied upon by the
Appel | ant; however, since the term "basic

medi uni’ was well known in the art, there was no
need to refer to the description for its
interpretation, so that it was irrelevant which
transl ati on woul d have been the nost suitable

one froma linguistic point of view

In respect of sufficiency of disclosure the term

"basi ¢ nmedi um' shoul d be construed on the basis
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of the common general know edge of those skilled
in the art. Therefore, basic nedia |like alkal
nmet al al koxi des, hydrides or am des which were
known to be converted into the correspondi ng
hydroxi des in the presence of water would not be
considered. Simlarly, a skilled person would
not have consi dered basic nmedia such as

sul fides, which were known to poison the

catal yst and were thus unsuitable, or basic
medi a i n which the desired product woul d be
unstabl e, so that only poor yields would be
obtai nable. It was not a requirenent of

Article 83 EPC that the patent in suit should
identify the reaction conditions for obtaining
optimal results, but only that the invention
could be carried out. Docunent (14), which did
not belong to the state of the art but provided
an i ndependent expert opinion showed that indeed
the only requirenent for obtaining the desired
stereosel ectivity was that the pH of the

reacti on nmedi um was hi gher than 7.

(i11)The clainmed process also involved an inventive

step, since all previously known processes for
obtaining 5,6,7,8-tetrahydro-6-(L-erythro-1',2'-
di hydroxypropyl)-pterin which is rich in the
(6R)-form by catal ytic hydrogenation in the
presence of a platinumgroup catalyst used an
acidic reaction nmedium Docunent (1), concerning
hydr ogenation of a structurally sim/lar conpound
in "basic water", expressly stated that the two
possi bl e stereoi soners were produced in equal

anounts, so that this docunment provided no
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incentive to enploy a basic nediumin a
situation where stereoselectivity was desired.

During the oral proceedings the Appellant handed over a
docunent titled "Additional Petition" and reading as
fol | ows:

") Claim1l of the contested patent is not fully
supported by the priority claim

) Shoul d the foregoing petition not be followed, a
further opinion by an expert designated by the
Board be obtained on the involved |linguistic
aspects of JP 33839/ 84"

The Appellant's substantive request was that the
deci si on under appeal be set aside and the patent
revoked.

The Respondent requested that the appeal be dism ssed

and the patent be maintained as granted.

At the end of the oral proceedi ngs the decision was
announced that the Appellant's prelimnary request
(i.e. the above "Additional Petition") was refused and

t he appeal dism ssed.
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Reasons for the Decision

2.2

0543.D

The appeal is adm ssible.

Novelty

The novelty of the subject-matter of the present
Caim1l was contested in respect of docunment (2), a

Eur opean patent application designating all Contracting
States designated in the patent in suit. It was
publ i shed after the date of filing of the patent in
suit but clains a priority date earlier than that
filing date. However, the patent in suit clains a still
earlier priority date (see point | above). Therefore,
docunent (2) does not belong to the state of the art as
defined in Article 54(2) EPC, but would form part of
the state of the art as defined in Article 54(3) and
(4) EPC for all designated Contracting States of the
patent in suit for clains not entitled to the clai nmed
priority date. The answer to the question of novelty

t heref ore hinges upon the answer to the question of

entitlement to the clained priority.

The Appel | ant does not dispute that the text of daim1l
as granted is a correct translation of Caim1l
contained in the priority docunent. However, he argues
that, as a consequence of a difference in the
respective descriptions, the nmeaning of that claimis

different.

According to Article 87(1) EPC a European patent

application is only entitled to the priority right from
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an earlier application in a country of the Paris
Convention if that European patent application rel ates
to the same invention. Contrary to what was held in the
deci si on under appeal, the fact that the wording of
Claim1 of the patent in suit corresponds to the
wording of Claiml of the priority application does not
conclusively prove that the sane invention is being
clainmed, though it raises a presunption to this effect.
However, it is conceivable that where the description
of the European Patent differs fromthat of the
priority docunment, as here arguably is the case,
statenments in the description require different

meani ngs to be attributed to a claimin the European
patent on the one hand, and to an identically worded
claimin the priority docunent on the other hand.

The di spute turns on a passage in the description which
in the verified translation of the priority docunent
filed during the opposition proceedings on 11 May 1992
by the Respondent is translated as:

"The basic nediumto be used in the present invention
means an aqueous solution of an alkali nmetal salt of a
weak acid, an aqueous solution of an al kali netal

hydr oxi de or an aqueous solution of an al kaline earth

met al hydr oxi de".

In the patent in suit the part in bold is nodified to

read:

"As the basic mediumused in the invention, there can

be enpl oyed..."
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The Appel |l ant's Japanese | anguage expert has given
evi dence that the passage should be transl ated as:

"The basic nediumto be used in the present invention

means only..."

The remai nder of the translation of the priority
docunent is not in dispute.

For the person skilled in the art, the term "basic

medi un has an ordinary nmeaning, nanely a mnediumwth a
pH greater than seven, and it is this ordinary neaning
that the skilled person will attribute to the termin
Claim1l1l of the patent in suit. Wile a specification
can be its own dictionary, there is a presunption that
atermis being used in its usual sense. Wether a nore
restricted nmeaning has to be given to the term "basic
medium in Caiml1l of the priority docunent can only be
resol ved by considering the priority docunent as a

whol e.

Firstly it is significant that in aim1 of the
priority docunent the invention has been defined using
sinply the neaningful term (in Japanese) "basic nedi unf
rather than a nore limted definition. The priority
docunent contains dependent clains 4, 5 and 6, directed
respectively to the use of an aqueous sol ution of an

al kali metal salt of a weak acid as the basic nmedi um
the use of an aqueous solution of an al kali netal

hydr oxi de as the basic nmedium and the use of an
aqueous solution of an alkaline earth netal hydroxide
as the basic nedium These three alternatives were

clearly in the draftsman's nmind when preparing the
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clainms, and if it had been intended that "basic nmedi unt
meant only these, one woul d have expected this to be
stated in Claiml1l.

Secondly, the text fromline 9 to line 24 on page 3 of
the verified translation, which reads:

"Further, when tetrahydrobiopterin is industrially
prepared according to the conventional processes, there
is a problemin that an acid stabl e hydrogenation
apparatus is required. As aforenentioned, there have
not yet been established any process for industrially
preparing (6R)-tetrahydrobiopterin. The present
inventors earnestly repeated a study of preparation of
tetrahydrobiopterin by catal ytically hydrogenation of
L-erythrobiopterin in order to obtain the desired
natural type (6R)-formin high yields by rising a
(6R)/(6S) ratio. As a result, the present inventors
have found that tetrahydrobiopterin which has an

i nproved (6R)/(6S) ratio of about 6 to 9 can be
prepared by catal ytically hydrogenating
L-erythrobiopterin in a basic nediumin the presence of
a platinumgroup catal yst, and have conpl eted the

present invention"(enphasis added by the Board).

The skilled reader is here again told of the invention
inrelation to "basic nedium in general, and in the
context of a problem posed by an acidic reaction

medi um requiring an acid stable hydrogenation
apparatus. In the context of a contrast with "acid
stable" there is no reason not to give "basic mediunt
its ordinary broad nmeaning. Therefore, whilst the Board

agrees with the Appellant’s subm ssion, based on
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decision T 16/87 (QJ EPO 1992, 212), that in principle
t he description can be used to construe a claim if a
definition in that claimis not imediately clear, in
the present case there is no need to consult the
description for a definition.

Furthernore, no technical reasons are given in the
priority docunment why basic nedia falling outside the
three listed and exenplified categories should not be
used. The three |isted categories are conventi onal
exanpl es of basic nedia and the nost conmmonly used
ones. Fromthe |ack of other exanples of basic nedia
the skilled reader m ght presunme that the inventors had
not yet tested these, but this does not nean that other
basi ¢ nmedia were not contenplated or would not work.
Rel yi ng on his own know edge, and on the fact that the
invention is a process for producing a hydrogenat ed
pterin by catal ytic hydrogenation in the presence of a
pl ati num group catal yst, the skilled person could be
expected to avoid using basic nedia where there was a
ri sk of destroying the catalyst or the desired product,
but otherwi se to consider that in the priority docunent
the term"basic nmedium was used in its broad ordinary

sense.

Contrary to the Appellant’s subm ssion, such technica
reasons for giving the term"basic nmediuntf a nore
[imted nmeaning in the technical context of the
priority docunent are, in the Board’s judgment, not
derivable fromthe comon general know edge reflected
by docunent (4) either. In chapter B of this docunent,
headed "ACI DS AND BASES' (see page 18) there is stated
that catalytic reductions are sonetines markedly
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affected by the presence of small quantities of acids
or bases, and that each may act as an inhibitor or a
pronoter in itself, or its influence my be due to
counteracting the effect of the other. In chapter C of
t he sane docunent, headed "METAL | ONS" (see page 19)
there is stated that netal cations of all types may
cause severe inhibition of platinumnetal catalysts,
but there seens to be no way of generalizing just what
effect the cations will have. It is thus made clear in
docunent (4) that the influence of acids, bases and
metal ions was quite unpredictable and depended
strongly on the type of substrate to be hydrogenated
and the reaction conditions. This does not excl ude,
however, that in the present case a great nunber of
known basic nmedia woul d be suitable, so that it would
have required a specific technical reason to support
the allegation that the term "basic nmedi unf shoul d be

given a nore limted neaning in the present case.

The Board therefore concludes that aim1l of the
patent in suit is entitled to the clained priority so
t hat docunent (2) is not prior art. The cl ai ned
subject-matter is thus novel. Since the Board’s finding
is primarily based upon a technical analysis of the
content of the priority docunent, the Board has not
foll owed the suggestion of the Appellant to appoint a
Japanese | anguage expert, because it does not believe
that further linguistic analysis of an isolated passage
woul d be of any assistance, and accordingly the
Appel l ant's additional petition (see point VIII above)
s refused.

Sufficiency of disclosure
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In this respect the Appellant submtted that, on the
basis of the interpretation of Claiml as relating to
any basic nmedium Claim1 would relate to processes in
non- aqueous nedi a, so that bases |ike nmetal am des or
nmet al al koxi des were to be considered. However, in his
subm ssion the feasibility of the clainmed process in
non- aqueous nedi a was highly unlikely in view of the
common general know edge, and the description of the
patent in suit did not contain sufficient information
as to how to performthe clainmed process successfully
wi th any "basic nmediunt.

Moreover, in the Appellant's opinion Claim1l should be
construed to contain the aimto obtain the desired
natural type (6R)-formin high yields with an inproved
(6R)/(6S) ratio of about 6 to 9 as a "functional™
technical feature, and, since it was made cl ear by the
Appel lant's test report submitted during the opposition
proceedi ngs that after even slight nodification of the
processes described in the working exanples the desired
yi el ds were not obtainable, the disclosure was even
insufficient in respect of the narrower interpretation
of the term"basic nmedium' referred to in point 2.4
above.

Present Claim1l relates to a process for preparing
5,6,7,8-tetrahydro-6-(L-erythro-1', 2" -di hydroxypropyl) -
pterin which is rich in the (6R)-form which conprises
hydr ogenating 6-(L-erythro-1',2'-di hydroxypropyl)pterin
in a basic nmediumin the presence of a plati num group
catalyst. Contrary to the Appellant's second subm ssion
(see point 3.2 above) the Board therefore hol ds that
neither the indicated relative amunts of the (6R)- and
(6S)-fornms nor the obtainable yields are techni cal
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features of that claim It follows, that the question
whet her or not the process clained in the patent in
suit is capable of being perfornmed with a surprising
increase of the 6R/ 6S-ratio of the tetrahydrobiopterin
m xture, does not relate to a technical feature of that
claimand need not, therefore, be considered in the
context of sufficiency of disclosure (see also e.g.

T 11/87-3.3.1 of 2 March 1989, points Il and 3). This
argunent, wll, however, be taken into account

herei nafter when assessing inventive step, since it
relates to the technical problemto be considered in
this context.

3.4 In the Board's judgnent, for the purpose of assessing
sufficiency of disclosure within the nmeaning of
Article 100(b) EPC, the term "basic medi um should be
gi ven the broadest reasonabl e nmeaning which a skilled
person woul d consider in the light of the description
and on the basis of the common general know edge (see
T 923/92, QJ EPO 1996, 564, Reasons No. 27). However
t he Board cannot accept that a skilled person would
construe the nmeaning of this termso as to include
reaction nedia which are known to poi son the catal yst
(see docunent (4), page 16 and 17, the first paragraph
of the Chapter |1X), so that basic nedia containing
di val ent sul fur, such as those tested by the Appell ant
(Na,S. 9 O, Na,SO; and Na,S;0;.5 H,O, in the presence of
whi ch the cl ai med process cannot be perforned, see the
test report submtted with the letter dated
8 Septenber 1992) need not be considered here.

3.5 The Appellant’s further subm ssion that the disclosure
of the patent in suit was not sufficient to enable the
skilled person to performthe clai ned process
successfully in non-aqueous reaction nedia was solely

0543.D U
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based upon the common general know edge. However, at

| east in the present case, where the Appellant hinself
had submtted in the statement of grounds of appeal
that the suitability of a reaction nmediumfor the

envi saged catal ytic hydrogenation can easily be tested
(see No. 6 of the statenent of grounds of appeal), it
is the consequence of the existence of the common
general know edge relied upon by the Appellant that it
was a nmere matter of routine for the skilled person to
choose reasonabl e reaction conditions wthout the need
of any further guidance in the description of the
patent in suit. Therefore, even if the Appellant were
right in stating that non-aqueous nedia were covered by
the definition of "basic mediunmt in present Claim1l and
if it were further established that the process woul d
not be feasible in such nmedia, this would not render
the disclosure of the patent in suit insufficient,
since the test report produced by the Appellant itself
shows that the clainmed process can be performed not
only in the basic nmedia specified in the exanples of
the patent in suit, but also in other basic nedia

avai lable to the skilled person, which fall within the
anbit of Caim1l, such as sodium borate or cal ci um
hydr oxi de(see al so e.g. decisions T 292/85, QJ EPO
1989, 275, Reasons No. 3.1.5). Simlarly, it does not
follow fromthe fact that under certain reaction
conditions only poor yields are obtained, e.g. in
reaction nedia which are too basic (pH > 12, see the
Appel lant's test report of Septenmber 1992) that the

di scl osure of the patent in suit is insufficient,
since, in accordance with the Appellant's subm ssion,
it was easy for the skilled person to performroutine
tests in order to determine the limts of the suitable
basi c reaction conditions to be enpl oyed.
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There is thus no evidence fromthe Appellant show ng
that the cl ainmed process cannot be carried out with a
basi ¢ medi um and reasonably chosen reaction conditions

to produce a product "rich in the 6-R isoner”.

For these reasons, the Board has no doubt that a
skill ed person was able to carry out the clained
process with success not only in the range of the
exenplified specific enbodinents (see e.g. T 226/85, QJ
EPO 1988, 336, Reasons No. 3), but in the general anbit
of the claim on its proper construction in the |ight
of the description and the common general know edge.
The requirenment of Article 100(b) EPC is therefore net.

Inventive step

According to the patent in suit it was known to

synt hesi ze (6R)-tetrahydrobiopterin by catalytically
hydr ogenating L-erythrobiopterin, for instance, by the
process described in docunent (6) in which
tetrahydrobi opterin was prepared by catalytically

hydr ogenating L-erythrobiopterin in 1 Mhydrochloric
acid in the presence of a platinum oxide catalyst.
According to the above process, a tetrahydrobiopterin
m xture having a (6R)/(6S) ratio (a ratio of the
(6R)-formto the (6R)-form of tetrahydrobiopterin,

hereinafter the sane) of at nost 2,23 can be obtai ned.
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On the basis of this state of the art it was stated in
the patent in suit that the technical problem existed
to propose a process by which (6R)-tetrahydrobiopterin
of natural type can be prepared in a high yield on

i ndustrial scale, i.e. which has an inproved (6R/ (6S)
ratio of the tetrahydrobiopterin m xture and is thus
rich in (6R)-formof natural type.

However, docunent (3), cited by the Appellant,

descri bes a process for obtaining
(6R)-tetrahydrobiopterin by catal ytically hydrogenating
L-erythrobiopterin, in which tetrahydrobiopterin was
prepared by catal ytically hydrogenating
L-erythrobiopterin in trifluoroacetic or hydrochloric
acid in the presence of a palladi um oxi de catal yst.
According to the above process, a tetrahydrobiopterin
m xture having a (6R)/(6S) ratio of up to 6,7 can be
obt ai ned (see Table | on page 1600). In the Board's
judgnent, therefore, this docunent represents the

cl osest state of the art, and forns the proper starting
poi nt for considering the question of inventive step.
The Board further considers that, whilst the working
exanpl es contained in the patent in suit show that
(6R)/(6S) ratios between 5.6 and 9 can be obtai ned by
the clained process, it was shown by the test report
filed by the Appellant that with other basic nedia only
(6R)/(6S) ratios below 2 but well above 1 are obtai ned.

This was not contested by the Respondent.

On the basis of the available evidence the technical
probl em whi ch the process according to the patent in
suit seeks to solve in respect of the above cl osest

state of the art can thus be seen in providing in no
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nore than the provision of a further (alternative)
process for obtaining this known conpound.

On the basis of the proper construction of daiml, in
particular of the term"basic nediunt used in it (see
poi nt 3.4 above), and taking into account the exanples
in the patent in suit as well as the test report
submtted by the Appellant, it is credible that this
techni cal probl em has i ndeed been sol ved by the process

defined in present Caiml.

Since it is not disputed by the Appellant that
docunents (3) and (6) contain no hint towards the
possibility of replacing the acidic hydrogenation
conditions described therein by the basic conditions
required by the patent in suit, it is nowto be

exam ned whet her the remai ni ng docunents cited by the
Appel lant would lead a skilled person to the clained

process.
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As al ready nentioned above, the textbook (4) describes
on pages 18 and 19 (see the chapter headed "Acids and
Bases") in general terms the influence of small anobunts
of acids and bases on catal ytical hydrogenations over

pl ati num catal ysts. As the Appellant has rightly
observed, it is stated there that "catal ytic reductions
are sonetines markedly affected by the presence of

smal | quantities of acids or bases", and that "each may
act as an inhibitor or a pronoter in itself or its

i nfluence may be due to counteracting the effect of the
other”. A nunber of different situations are nentioned
where acids or bases enhance or inhibit catalytic
activity, so that it can be concluded therefromthat

t he circunstances of the individual case will be
decisive for the result. However, the docunment is
silent in respect of the influence of acids and bases
on the reaction to be considered here, viz. the

catal ytical hydrogenation of pteridin derivatives.
Consequently, it does not contain any rel evant
information as to how a tetrahydrobiopterin m xture
having a (6R)/(6S) ratio greater than 1 can be

obt ai ned.

In docunent (1) there is described a process in which
1',2' -diacyl-(6R S)-5,6,7,8-tetrahydro-L-biopterinis
prepared by catal ytically hydrogenating

1',2" -diacyl-L-biopterin in an acidic or basic aqueous
mediumin the presence of a platinumnetal catalyst. In
this process only a tetrahydrobiopterin m xture having
a (6R)/(6S) ratio of about 1:1 can be obtained (see
e.g. Exanple 3 of docunment (1)). O her possible

sol vents are al so suggest ed.
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To the Board it appears that the only conclusion the
skill ed person could draw fromthis docunent is that
the presence of the diacyl substituents causes the
(6R)/(6S) ratio to be 1:1 irrespective of the acidity
or basicity of the solvent, in contrast to the
situation in respect of the hydrogenation of the
unsubstituted pterin conpound, where according to
docunents (3) and (6) an acidic solvent produced ratios
hi gher than 1:1, and that therefore the reaction of the
di acyl substituted conpound of docunment (1) provided no
useful indication of how the unsubstituted conpound
reacted. Document (1) thus provided no hint on what to
do to produce the unsubstituted conpound with an

i ncreased (6R)/(6S) ratio. Docunents (3) and (6) had
been published sone six years before the priority date,
and yet no-one had tried the effect of a basic nedium
Thi s speaks agai nst obvi ousness. The Appellant tried to
avoid this reasoning by stating that docunent (1),
publ i shed only shortly before the priority date, was
needed to give the hint to use a basic nmedium But for
t he reasons stated above docunent (1) cannot provide
useful information in respect of the steric course of

t he hydrogenation of the unsubstituted conpound.
Therefore the Board concl udes that the conbined

i nformati on derivable fromdocunents (1), (3) and (6)
does not render the claimed process obvious.

The Appellant further argued that even in the absence
of a direct suggestion in the relevant state of the art
it was "obvious to try" a basic reaction nmedium since
appropriate tests could easily be performed. However,
in the Board' s judgnent, a chem cal process is not
"obvious to try" sinply because it can be perforned
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wi thout difficulty, but only if it can be shown by
reference to the state of the art that the process
concerned could be fairly expected to produce the
desired result, or, in other words, to solve the

exi sting technical problem This, however, is not the
case here (see point 4.5 hereinbefore).

In support of his opinion that it was "obvious to try"
t he hydrogenation in a basic nediumthe Appellant
further observed that this process had been

i ndependent|y proposed by three different research
teans, nanmely the inventors of the clainmed process, the
inventors of the process disclosed in docunent (2) and
t he authors of docunent (14). However, in the Board's

j udgnment the consideration of such "secondary

i ndi cations” cannot overrule the result of the proper

t echni cal assessment of the invention vis-a-vis the
state of the art as set out above (see T 24/81, QJ EPO
1983, 133, Reasons No. 15). Moreover, in the present
case it is also true that one of the authors of
docunent (14) is also the author of docunent (6),
publ i shed 1981, and that in this docunment the
possibility of hydrogenation in a basic nedi um was
conpl etely overl ooked, although this docunent, too,
focussed on the problemof inproving the yield of the
6R-i somer. Since this problemwas al ready addressed in
the still older docunent (3) (published 1978), it may
wel | be argued that those skilled in the technica

field concerned had repeatedly tried to solve the
probl em underlying the patent in suit, wthout,

however, considering the allegedly obvious sol ution now
clainmed. Therefore, in the present case the overal
picture of the state of the art and consideration of

all significant factors is consistent wwth the presence
of an inventive step.
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Finally, the Appellant argued that in view of solving
at | east one of the technical problens addressed in the
patent application as filed, nanely that of avoiding
the use of an acid stable reaction apparatus, the
person skilled in the art was in a so-called "one-way
street" situation, since the only reasonable sol ution
was to enploy a reaction medi um whi ch was not aci dic.
However, this line of argunent ignores the fact that
the skilled person had options other than catal yti cal
hydrogenation in the presence of a platinum group

catal yst as possible solutions to the problem

Docunent (3) shows that a stereospecific hydrogenation
of biopterin can also be performed with other reducing
agents such as sodi um borohydride at pH 11, i.e. in
basi ¢ nmedi um (see e.g. page 1600, Table I, second line
fromthe bottom. Thus the Board cannot accept that the
skilled person was in a "one-way street" situation.

For these reasons the Board holds that the process of
present Claim1l involves an inventive step. This
finding equally applies to Clains 2 to 21 which are
dependent on that claim
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Or der

For these reasons it is decided that:

1. The prelimnary request of the Appellant is refused.

2. The appeal is dism ssed.

The Regi strar: The Chair man:

E. Gorgmaier A Nuss

0543.D



