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Summary of Facts and Subm ssi ons

1945. D

Eur opean patent application No. 87 303 793.1 in the nane of
E.l. Du Pont de Nenours and Conmpany which had been filed on
29 April 1987, claimng priority froma US application
filed on 30 April 1986, resulted in the grant of European
patent No. 245 011 on 5 Decenber 1990, on the basis of
Clainms 1 and 2 reading as follows:

"1. A continuous filanment polyester yarn having a DSC
endot herm tenperature in the range of from 264 to 273
degrees centigrade and having a tenacity at break greater
than that expressed by the relationshipt = 79.89 - 0.278T
wherein T is the DSC endotherm tenperature in degree
centigrade and t is the tenacity at break in grans per
deni er (gpd; 1lgpd = 0.88 dNtex)."

"2. A continuous filanment polyester yarn spun at a
spi nni ng speed of at least 7 KmMmn., having a tenacity at
break that falls within the area defined by ABCDA in

Figure 2 hereof.™

Noti ce of Opposition requesting revocation of the patent in
its entirety, on the grounds of Article 100(a) EPC was
filed by Akzo Faser AG (Opponent 1) on 29 August 1991 and
by Hoechst AG (Opponent [1) on 30 August 1991.

The Opponents contended in particular that the clainmed
subj ect-matter | acked novelty and/or inventive step i.a.

over the docunents
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D1: EP-A-169 415,

D2: G Perez and C. Lecluse: "Hi gh Speed Spinning of
Pol yet hyl ene Ter epht hal ate (PETP) by Pneumatic Take-
up. Physical and Mechani cal Properties of Filaments";
18. I nternational e Chem efasertagung in Dornbirn vom
20 bis 22 Juni 1979,

D3: DE-A-1 660 489, and

D4: US-A-4 134 882.

By its interlocutory decision announced orally on 4 My
1993 (written decision date-stanmped 14 July 1993) the
Opposition Division held that there were no valid grounds
of opposition to the maintenance of the patent in suit on
t he basis of the foll owi ng anended Claim 1l (being the sole

claimof the then main request):

"1. A continuous filanment polyester yarn, spun by high-
speed spinning at a spinning speed of at |east 7 Km m n.
havi ng a DSC endot herm tenperature in the range of from 264
to 273 degrees centigrade and having a tenacity at break
greater than that expressed by the relationshipt = 79.89 -
0.278T wherein T is the DSC endot herm tenperature in degree
centigrade and t is the tenacity at break in grans per
denier (gpd; 1 gpd = 0.88 dN/tex)."

The decision held that the subject-matter of the contested
patent was novel and involved an inventive step over the

cited prior art.

In particular there was no overlap between the subject-
matter of Claim 1l of the patent in suit and the disclosure

of docunent D1, because the feature in said Claim1l of a
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spinning speed of at least 7 kmimn restricted the scope of
this claimto polyesters having an intrinsic viscosity

bel ow t hat required by docunent Dl. For the assessnent of

I nventive step the high-speed spinning processes disclosed
i n documents D2 and, particularly, D4 were considered to be
nore relevant than the "split" (or "coupl ed spin-draw ng")
process according to docunents D1 and D3, which involved a
further drawing step. It was, however, considered non-
obvious to the skilled person starting from docunent D4 to
obtain yarns having a tenacity at break as high as that
required by Claim 1l of the opposed patent, i.e. greater

t han that expressed by the relationship t = 79.89 - 0.278T,
by increasing the spinning speed to at |east 7 km m n.

Al t hough it was not necessary in view of the positive

deci sion on the main request, the Opposition Division also
comment ed on each of the Patentee's seven auxiliary
requests.

On 14 Septenber 1993 the Opponent |1 (Appellant) |odged an
appeal against the interlocutory decision of the Opposition
Di vision and paid the appeal fee on the same day. The

St at enent of Grounds of Appeal was submtted on 19 Novenber
1993.

The Appell ant questioned the conclusion in the appeal ed
deci sion concerning the novelty of the clainmed pol yester
yarns over docunent D1 by pointing at the newWy cited

docunent

D6: EP-A-56 963
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whi ch di scl osed yarns manufactured at spinning speeds of up
to 12000 mMmn froma pol yester having an intrinsic
viscosity of from about 0,48 to about 1,0. Fromthis it

foll owed, so he submtted, that the feature of the m ni mum
spi nning speed of 7 kmimin in present Claim1l did not
necessarily inmply a maxi mum pol yester viscosity bel ow t hat
of the m ninmum viscosity of 0.90 according to D1 and could
not be used, therefore, to distinguish the yarns according

to present Claim1l fromthose disclosed in DI1.

He further argued that the subject matter of Claim 1l was
al so antici pated by the pol yester yarns manufactured
according to Exanple 111 of docunent D3, having a tenacity
of 8,6 g/den and a residual elongation of 37% because this
| ow el ongati on woul d point at a high spinning speed of
above 7000 mMmn and a resulting high DSC endot herm
tenperature T, as denonstrated by docunment D2, Figure 21
and Figure 22, as well as Figure 18.

Furthernmore, the yarns according to Claim 1l of the patent
In suit had at | east been obvious over the disclosure in
docunment D3, which, in the Appellant's view, represented
the closest state of the art, because D3 in conbination
with D2 or D6 guided the skilled person towards high speed
spun, high tenacity yarns having a desired DSC endot herm

t enper at ur e.

The Appell ant al so questioned the adm ssibility under
Article 123(2) EPC of a disclainmer introduced during the
first instance opposition proceedings into sone of the
auxiliary requests restricting the intrinsic viscosity of

t he polyester to less than 0, 7.
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In his response of 5 May 1994 t he Respondent argued
essentially as foll ows:

The sole claimof the Main Request underlying the appeal ed
deci sion (see Section |11 above) was maintained as Main
Request .

The claims of the Auxiliary Requests 1, 4 and 5 underlying
t he appeal ed deci sion were nmaintained as Auxiliary Requests

1, 2 and 3. The clainms of these requests are as foll ows:

Auxiliary Request 1: contains as tail-piece added to the
claimof the Main Request the disclainmer: "with the proviso
that the intrinsic viscosity of the polyester is |ess than
0.7".

Auxiliary Request 2 conprises the follow ng two cl ai ns:

"1. A high speed nelt spinning process wherein a
continuous filament polyester yarn is nelt spun in a path
froma spinning pack at a spinning speed of at least 5
kmlmin controlled by a positively-driving roll involving
necking of the filanents at a | ocation bel ow the spinneret,
conprising directing gas at a tenperature of from 100EC to
250EC into a zone encl osing said path, said zone extending
from said spinning pack to a |ocation between the spinning
pack and the positive nechanical w thdrawal neans,

mai nt ai ni ng said zone under superatnospheric pressure of

| ess than 98 kPa (1kg/cn?) and increasing the velocity of
the gas as it |eaves the zone to a level of 1.5 to 100
times the velocity of the filanments, said zone including a

venturi through which the filanments pass down out of said
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zone, said venturi being |ocated above the neck-draw point,
said yarn having a DSC endot herm tenperature in the range
of from 264EC to 273EC and having a tenacity at break
greater than that expressed by the relationship t = 79.89 -
0.278T wherein T is the DSC endot herm tenperature in degree
Centigrade and t is the tenacity at break in grams per
denier (gpd; 1 gpd = 0.88 dNtex)."

"2. The process of Claim1l, wherein the spinning speed is
at least 7kmimn."

Auxiliary Request 3: corresponds to Auxiliary Request 2
with the exception that Claim 1l contains as tail-piece the
sane disclainmer as that added according to Auxiliary

Request 1.

As a prelimnary remark the Respondent nerely stated that
"in consequence of changes in comercial circunmstances" he
woul d not be presenting detailed observati ons nor would he

be represented at any oral proceedings.

Wth respect to the nerits of the case he relied mainly
upon his previous observations as submtted to the

Opposition Division.

He furthernore defended the novelty of the polyester yarns
according to Claim1l of the patent in suit over those

di scl osed in docunent D1 by pointing at the foll ow ng

di stingui shing features of the clainmed invention: (i) nuch
| ower intrinsic viscosity, (ii) higher "anorphous
orientation"” of the fibers and (iii) no need for the use of

a chain extender for the polyester.



VI .

VI,

1945. D

- 7 - T 0815/ 93

The Respondent al so expressed his opinion, that the
jurisprudence of the EPO according to which process
features by thensel ves could not establish the novelty of

t he subject-matter of a product-by-process claim as e.g.
set out in T 150/82, T 205/83 and T 248/ 85 and as al so
explained in the Guidelines C-IIl, 4.7b, would be "wong in
| aw', particularly because it did not reflect the practice

i n other municipal jurisdictions.

In view of the fact that this would be an extrenely

i nportant point of law and also in view of sone allegedly
conflicting decisions of the boards of appeal (T 93/83, T
257/ 89, T 402/89, T 487/89, T 575/89) the Respondent
requested that the question whether a novel process feature
could inpart novelty to a claimto an otherw se known

product should be referred to the Enl arged Board of Appeal.

In a communi cati on dated 15 February 1996 the Rapporteur

i ndicated that with respect to the Main Request he agreed
with the Appellant's argunent that Claim 1 was not novel
over D1 because D6 showed that, contrary to the finding in
t he appeal ed deci sion, polyesters having an intrinsic
viscosity of at |east 0,90 could be spun at take-up speeds
of up to 12000 mMmn

Nei ther could any of the Auxiliary Requests be all owed
because they all, for partly different reasons, contravened
Article 123(2) and/or (3) EPC.

The Appellant, in his letter of 4 March 1996, expressed his

agreenent with the opinion set out in the above-nentioned
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communi cati on of the Board, whilst the Respondent did not

conment on it.

The Opponent | has refrained fromany action during the

appeal procedure.

The Appel |l ant requested that the decision under appeal be

set aside and the patent be revoked in its entirety.

The Respondent requested that the appeal be dism ssed and
t he patent be nmmintained on the basis of the Main Request,

or of Auxiliary Requests 1, 2 or 3.

The Respondent furthernore requested referral to the

Enl arged Board of Appeal of the follow ng question:

"Can a novel process feature inpart novelty to a claimto
an ot herw se known product ?"

Reasons for the Decision

1945. D

The appeal is adm ssible.

Docunment D6 is admtted into the appeal proceedi ngs under
Article 114(1) EPC because it represents readily apparent
rel evant counter-evidence to the concl usion of the
Opposition Division |eading during the oral proceedi ngs
before this instance to the recognition of the novelty of
the subject-matter of Claim1l of the patent in suit over
document D1. The late filing of this docunent was even nore

justified, as the above conclusion was at variance with the
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opi nion of the Opposition Division as expressed in its
conmmuni cation of 14 Decenber 1992 attached to the sunmons

to said oral proceedings.

Mai n Request

Article 123(2) and (3) EPC

The only claimof this request conbines the features of
Claiml1l with one of two i ndependent features of Claim 2,
both these clains as granted and both correspondi ng
essentially to their respective versions as originally
filed.

The requirements of Article 123(2) and (3) EPC are

t herefore conplied wth.

Novel ty

The question at issue is whether docunent D1 discl oses
pol yester yarn neeting all of the features clainmed by the

patent in suit.

It is not contested by the Respondent (Patentee) that Runs
No. 2, 5, 6 and 12 to 14 of Exanple 1 of D1 (page 12,

line 22 to page 17, line 4, particularly Table 1) as well
as Runs 2 to 7 and 10 to 15 of Exanple 3 (page 18, line 5
to page 22, particularly Table 2) disclose continuous
filanment polyester yarn having both a nmelting point "T" (=
"DSC endot herm tenperature": see D1, page 10, lines 30 to
34) in the range of from 264 to 273EC and a tenacity at
break [g/den] greater than that expressed by the



4.2

1945. D

- 10 - T 0815/ 93

relationship t = 79,89 - 0,278T (see synopsis of the data
submtted with the letter dated 26 August 1991 by Opponent

1),

In order to delimtate the clainmed subject-matter agai nst
this disclosure in D1, the Patentee has, during the first
I nstance opposition proceedings, introduced into Claiml
t he process feature "spun by high-speed spinning at a

spinning speed of at least 7 Knfmn."

The | atter feature is not disclosed in D1, where the
maxi nrum " Take- up speed" of the undrawn fibre is 6000 m m n
(Runs 8 according to Tables 1 and 2, pages 15 and 20,

respectively).

The question, with respect to novelty, is thus whether this
feature is able to distinguish the yarns according to the
patent in suit fromthose disclosed in D1, either by the
process feature itself or by any (structural)

characteristic caused thereby in the yarn

Pursuant to the established case | aw of the Boards of
Appeal, which is also reflected by the Guidelines C 111,
4.7b, a process feature can only contribute to the novelty
of a product claiminsofar as it gives rise to a distinct

and identifiable characteristic of the product.

This concept was confirmed in T 150/82, Reasons 8, | ast
sentence (QJ EPO 1984, 309) in the foll ow ng way:
"Nevert hel ess before such [product-by-process] clains are

al l owabl e, their patentability, as product nust be
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established since such definitionis in lieu of the normal

definition by structure.”

In the Reasons 6.4, last 10 lines of T 248/ 85 (QJ EPO 1986,
261) the sanme idea was expressed by the statenent that
"Such method of definition of the product [by reference to
the process by which it is produced] is not relevant to the
question of novelty, once it is established, or in the
present case admtted, that such a product is part of the
state of the art for the purpose of Article 54 (1) EPC."

In T 205/83, Reasons 3.2.1, paragraphs 2 and 3 (QJ EPO
1985, 363) this line of argunent was further devel oped by
saying: "To establish novelty [of the polyneric product of
a process], it will be necessary to provide evidence that
nodi fi cati on of the process paraneters results in other
products" and by pointing out that such evidence may be
constituted by "concl usive considerations which accord with
t he general state of the art" or by denonstrating "distinct
differences in the products' properties”, because
"differences in the properties of products indicate a

structural nmodification.”

The Respondent argued that the above deci sions would be at
variance with sone other decisions of the boards of appeal.
As set out below, none of these |atter decisions does in

fact support this allegation of the Respondent:

In T 93/83 of 25 Novenber 1986 the Board 3.3.1 (unpublished
in Q) EPO), in a case where the closest prior art related
to an ethyl ene copolyner which net all criteria of the

cl ai med copol yner except for different process paraneters,



1945. D

- 12 - T 0815/ 93

hel d that further conparative tests were required to

est abli sh whet her these process paraneters led to a novel
product (Reasons 4.4 to 4.6). Thus, this decision confirns
the position that new process features by thensel ves cannot

establish novelty.

The sanme conclusion applies to T 257/89 of 25 October 1991
(unpublished in Q3 EPO) where the Board 3.2.2 found that

t he product of a nelt pultrusion process was novel over the
product of a solution pultrusion process because the latter
"in contrast to the clained structure"” (enphasis added) was

not substantially free of solvents (Reasons 5).

In T 487/89 of 17 July 1991 (unpublished in OQJ EPO Board
3.3.3 upheld the decision of an opposition division
refusing a claimdirected to a pol yhexanet hyl ene adi pani de
fibre because it |acked an inventive step, although the

cl ai m had been anended by the incorporation of process
features (see Sections |11, VI and 7). Novelty was not at

I ssue in this case (cf. Section 5) and the opinion of the
present Respondent that novelty was recogni zed on the basis
of a process feature (point 13. of the Respondent's
facsimle of 26 March 1993 filed in opposition proceedi ngs)

is plainly wong.

According to T 575/89 of 24 July 1990 (unpublished in QJ
EPO) the non-obvi ousness of a propyl ene-ethyl ene random
copolynmer, which differed fromthe prior art inits

et hyl ene content as well as by sonme aspects of its method
of preparation (penultimte paragraph of Section 4), was
acknow edged by the Board 3.3.3. The fact that in this case

t he non-obvi ousness of a structurally different copol yner
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was recogni zed on the basis of the non-obviousness of its
manner of preparation is totally unrelated to the issue
under discussion here, i. e. whether a new process feature
can by itself be regarded as distinguishing feature of a
product .

The sanme applies to T 402/89 of 12 August 1991 (unpublished
in Q3 EPO) where the Board 3.3.1 in Section 2 of the
reasons di scusses the question whether the change from a
product to a process claimin opposition proceedi ngs

of fends against Article 123(3) EPC

The Respondent's request for a referral of the problem of
t he inportance of process features for the definition of a
product (see Section V.3 above) cannot, thus, be justified
by the existence of "conflicting"” decisions (see
Respondent's letter of 5 May 1994, page 3, 2nd paragraph).

Nei t her can the Board accept the validity of the argunent
that different jurisprudence in sone countries ("age-old
Angl o- Aneri can practice": Respondent's above nentioned

|l etter, page 2, |ast paragraph) requires such a referral.
The law codified in the EPC and its application by the EPO
Is distinct, separate, and sui generis.
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4.3.4 The feature of the m nimum spinning speed introduced into
Claim1l of the patent in suit cannot, thus, by itself
contribute to the novelty of the yarns according to this
claim

1945. D R A
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As set out below this process feature is also unable to
make the yarns according to Claim 1l of the patent in suit

structural ly distinguishable fromthose disclosed in D1.

The Respondent argued, and this argunent was accepted in

t he appeal ed decision on the basis of the evidence then
avail abl e, that polyesters having an intrinsic viscosity of
at least 0,90, this being the m ninmumviscosity of the

pol yester fibres disclosed in D1 (page 4, lines 13 to 16),
could not be spun to filanment yarns by a spinning process
using a mni mum spinning speed of 7 kmimn as required by
present Claim1 (appeal ed decision, Reasons, Section 3, 3rd

par agr aph) .

However, docunment D6, newy submtted by the Appell ant
during the appeal proceedings, discloses that fibres can be
prepared from pol yesters having an intrinsic viscosity "in
t he range of about 0.48 to about 1.0" (claim1; page 8,
lines 11 to 13). Since, according to page 15, paragraph 3
of D6 the spun filanment, having passed an "aspirator", is
"wound at a speed of at |east about 5,000 m m n.

preferably | ess than about 12,000 mimn." (see also

page 16, | ast paragraph), the contention referred to in the
previ ous paragraph cannot be sustained. Rather these
statenments in D6 appear to denpnstrate that under adequate
circunstances, inplying as an integral part the use of an
"aspirator” in order to "generate a streamin a direction
parallel to the running filanment" (page 14, lines 2 to 4),
pol yesters having an intrinsic viscosity in excess of 0.90
(lower limt according to D1), here up to 1.0, can be spun

at a speed in excess of 7 kmmn, here up to 12 km m n.
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Since, according to the subject-matter of the application
In suit the pulling away of the filaments fromthe
spinneret is, simlar to the function of the "aspirator” in
D6, acconplished with the aid of a gas stream ("venturi":
patent specification, page 3, lines 2 to 9; page 3, line 59
to page 4, line 3; Figure 1), the spinning conditions
according to the patent in suit and according to D6 are
simlar enough to nake it probable that, the forner
conditions allow the spinning at a speed of at |east 7
kmmin of polyester filanments having an intrinsic viscosity
of at least 0,90. In consequence, the feature in present
Claim1l of the m nimum spinning speed of 7 kmimin cannot be
considered to inply a limt for the intrinsic viscosity of
t he pol yester of below 0.90, and cannot, thus, be regarded
to distinguish the filanment yarns according to Claim1 of

the patent in suit fromthose disclosed in D1.

That the patent in suit does not explicitly disclose such
hi gh vi scosities cannot affect the above concl usion as | ong
as there is nothing in the original disclosure which may be

l egitimately construed to exclude such high viscosities.

The evi dence represented by D6 therefore shifts the onus of
proof back on the Patentee/ Respondent (see e.g. T 279/84 of
29 June 1987, Reasons 4.2 and 5). Since, however, he did
not reply within the set time limt (nor later) to the
respective objections communi cated to himby the Rapporteur
of the Board on 15 February 1996, he failed to discharge

t his onus.

The Respondent has pointed at further differences between

the fibres according to the patent in suit and those
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according to D1, i.e. different degrees of "anorphous
orientation” and a different structure of the polyester
(presence or not of chain extenders). These features are
not referred to in Claim1 and cannot, therefore, have any
i npact on the novelty situation of the claimed subject-
matter, irrespective of whether, theoretically, they could
serve to distinguish the fibres of the patent in suit from

t hose according to DI1.

In these circunmstances, the disclosure of docunent D1 is
considered to anticipate the subject-matter of Claim1l
(sole claim of the Main Request.

Auxi | iary Request 1 (Auxiliary Request 1 of the appeal ed

deci si on)

The proviso introduced into the claimof the Main Request,
namely that the "intrinsic viscosity of the polyester is
|l ess than 0.7" is not based on the disclosure of docunent
D1. The figure 0.7 appearing on page 7, line 13 of D1
relates to the precursor polyester to be further reacted

with a "polynerization degree increaser".

Since a foundation for the proviso in the original
application of the opposed patent is also lacking, this
request does not conply with the requirenment of

Article 123(2) EPC, nanely that the European patent may not
be amended in a way that it contains subject-matter which

ext ends beyond the content of the application as fil ed.

Hence, this request is not all owable.
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Auxiliary Request 2 (Auxiliary Request 4 of the appeal ed

deci si on)

For the followi ng reasons, this request offends, in various
respects, the provisions of Article 123(2) and (3) EPC and
Is therefore, contrary to what was said in the appeal ed

deci sion (Reasons 5.4), also inadm ssible:

The statenment in Claim 1. "spinning speed of at | east
5 kmmn. controlled by a positive nechanical w thdrawal

means." s inconsistent with the original application.

According to page 7, lines 6 to 9 of the original
application "The filanments are pulled fromthe spinneret by

wi thdrawal roll 34..."

The word "controlled” is open to interpretation that m ght
be different fromthe very strai ghtforward neani ng of

"pul led". This word, therefore, not only goes beyond the
original disclosure, but extends also the scope of
protection beyond that of the patent as granted

(Article 123(3) EPU).

The statenent in Claim1: "directing gas at a tenperature
of from 100EC to 250EC into a zone encl osing that path,
said zone extending from said spinning pack to a |ocation
bet ween the spinning pack and the positively-driving

roll..." is inconsistent with the original application and

thus in contravention of Article 123(2) EPC
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According to page 7, lines 30 to 31 of the original
application "The tenperature of the gas in the encl osed
zone 12 may be from 100EC to 250EC' (enphasis added).

It is clear fromFigure 1 that "the enclosed zone 12" does

not extend to the "positively driving roll 32" (nor to the

"wi thdrawal roll 34" which was possibly the intention of

t he draughtsman of the original application). This is also

confirmed by the statenent at page 4, lines 29 to 30 of the

original application that the filanments pass down out

of said zone through a venturi ..." (enphasis added).

Furthernmore, it results clearly fromthe cited passage at
page 7 that the tenperature range of 100-250EC applies to

the tenperature existing in the zone 12 and not the

tenmperature of the gas that is introduced.

6.3 The statenent in Claim 1 "maintaining said zone under
super at nospheri c pressure of less than 98 kPa (1 kg/cn¥)
" (enmphasis added) is inconsistent with the original
application and offends thus against the requirenent of

Article 123(2) EPC.

According to page 8, lines 18 to 24 of the original
application the pressure in the housing 10 is normally
"bet ween about 0.05 psig (0.003 kg/cn?¥) to 1 psig (0.07
kg/cn?)..."

According to page 4, lines 25 to 29 "said gas is directed,

under a controlled positive pressure of |ess than 1 kg/cn?,

1945. D R A
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into an encl osed zone ... and mi nt ai ned under

super at nospheric pressure ..." (enphasis added).

The statenment in Claim1 "increasing the velocity of the
gas as it leaves the zone to a level of 1.5 to ..."
(enphasi s added) is inconsistent with the original
application and does not, therefore, conply with the
requi rement of Article 123(2) EPC

According to page 5, lines 1 to 4 of the original
application "The velocity of heated air or other gas in the

venturi may be about one and one half (1.5) to ...."
(enphasi s added) .

Auxi | i ary Request 3 (Auxiliary Request 5 of the appeal ed

deci si on)

For the reasons set out above, Claim 1l of this request,
which is a conmbination of Claim1l of Auxiliary Request 2
with the disclainmer introduced according to Auxiliary
Request 1, which elenents are both inadm ssible under the
provi sions of Article 123(2) and/or (3) EPC (see preceding
Sections 4 and 5), is also inadm ssible under the sane

provi si ons.

Concl usi on

In view of the above, the Main Request is not allowable

because of |ack of novelty of the subject-matter of its

sole claim and each of the Auxiliary Requests 1, 2 and 3
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fails to conply with the requirenents of Article 123(2)
and/or (3) EPC.

Thus, none of the existing requests can be all owed.

Patentability of the subject-matter of the Auxiliary

Requests 1, 2 and 3

Al t hough, in view of the inadm ssibility of all these
requests for formal reasons, there is no need to render a
decision on their nerits, the Board deens appropriate to
poi nt out that, according to the state of the case, none of
t hese requests appears to relate to subject-matter

I nvol ving an inventive step. Brief reasons for this

concl usi on have been given in Sections 3.2, 4.2 and 5 of

t he Rapporteur's prelimnary opinion of 15 February 1996,
upon which the Patentee did not coment.

For these reasons it is decided that:

1

1945. D

The deci sion under appeal is set aside.

The patent is revoked.

The Respondent's request for referral to the Enl arged Board
of Appeal of the question "Can a novel process feature

I npart novelty to a claimto an otherw se known product?"”
is refused.
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The Regi strar: The Chai r man:

E. GOorgmai er C. Gérardin

1945. D



