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Summary of Facts and Submissions

0468. D

Claim 7 of European patent No. 0 286 670, which was
granted on the basis of the European patent application
No. 87 906 879.9 claimng a priority date of 3 Cctober
1986, has the follow ng text:

"7. A Coriolis mass flow rate neter conprising at |east
one flow conduit capable of being driven to oscillate
resonantly about an oscillation axis and, in use with
flow through the flow conduit, capable of deflection
about a deflection axis due to induced Coriolis forces
wherein the flow conduit exhibits a different resonant
frequency about each of the oscillation and defl ection
axes, characterised in that the nmasses and | ocati ons of
mounting of all attachnments to said flow conduit
required for operation are selected such that the ratio
of the resonant frequencies about the oscillation and
defl ection axes is, in use, substantially constant for
varying fluid densities passing through the flow
conduit.” Clainms 1 and 4 are main nethod cl ains and
Claims 2, 3, 5 and 6 are dependent cl ai ns.

The Appellant (Opponent) filed an opposition against

t he European patent inter alia on the grounds that the
subj ect-matter of the patent was not patentable within
the terns of Articles 52 to 57 EPC.

The opposition was rejected.

The Appel | ant (Opponent) | odged an appeal against this
decision. In part | of the Statenent of G ounds of
Appeal , it was only nentioned that, first, for avoiding
repetitions, express reference was nade to the content
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of the Notice of Opposition and of the Opponent's
further letter of 10 June 1993 during the opposition
procedure, and that, as before, already cited docunents
wer e uphel d agai nst the patent in dispute. Then, in
part Il of the Statenment of G ounds of Appeal, a
pre-published prior art docunent D9 = article "Digital
preci sion mass flow neter”, was cited and copi es of
docunents were filed in this respect; noreover, a
public prior use was nentioned in relation to

docunents D5 = EXAC prospect "Product Bulletin 1101",
D6 = EXAC commerci al invoice dated 29 January 1985
concerning the sale and shipping of 1 EA EX1200
flometer 1100 (serial nunmber 8501s0000a59) to Krohne
MelRt echni k GrbH, with further docunents concerning this
shi ppi ng, D7 = copies of photos of the flowreter of
EXAC Corp. delivered by this conpany and which is still
in the Opponent's possession, and D8 = report of
experinments nade at the Qpponent's place on the

8 Cctober 1993 and relating to said EXAC-Coriolis mass
rate flow nmeter. In part Il of the Statenent of
Grounds, the Appellant proposed to show sai d appar at us.
In part IV of the statenent, it was nentioned that said
apparatus was already in the possession of the

Appel lant in 1985, and that, in relation to said public
prior use, M Herbert Christ, Heidenheiner StralRe 47,
72760 Reutlingen, F.R Germany, could be heard as a
witness. In part V, the statenment contai ned argunents
concerning said public prior use.

During the oral proceedings of 31 January 1995 which
had been requested auxiliarily by both parties, the
Appel I ant brought for inspection an EXAC appar at us
presented as being the one nmentioned in the Statenent
of Grounds, filed a docunent conprising a witten sworn
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decl aration ("Eidesstattliche Versicherung") dated

28 January 1995 and signed by M Herbert Christ,
concerning said apparatus, and requested that the
patent be revoked if Claim7 was maintained and,
auxiliarily, that the case be remtted to the first
instance for further prosecution. The Respondent
(Proprietor of the patent) requested that the appeal be
di sm ssed, and, as a first auxiliary request, that the
new facts and al |l eged evi dence presented in the
Statenent of Grounds of Appeal for the first tine be
di sregarded as being filed too late, as a second
auxiliary request, that the case be remtted to the
first instance for further prosecution and, in any
case, that the Appellant be ordered to pay Patentee's
costs.

The Appellant submtted the follow ng argunents in
support of his requests: The Statenent of G ounds of
Appeal concerns a ground of opposition which
corresponds to one of the grounds on which the present
opposition had been filed; in addition to already cited
docunents, it refers to prior art which is relevant in
view of the sworn declaration of M Herbert Chri st
("Eidesstattliche Versicherung”) and of the docunents
concerning the purchase by the Appellant, w thout
conditions of confidentiality, of the apparatus shown
in the pictures and presented for inspection at the
present oral proceedings; said apparatus had been
bought for information about the prior art before
entering this particular technical field; the
apparatus, which has not been nodified since then, has
wei ghts attached at the sane location as in the patent
in suit and the results of nmeasurenents show that it

al so provides the sanme result; there is thus no | ack of



VII.

0468. D

- 4 - T 0847/ 93

substantiati on or other deficiency of the Statenent of
Grounds of Appeal and the present appeal is adm ssible.
Since this prior art is relevant, it should not be

di sregarded, even if it was not submtted in due tine,
and the patent should be revoked in the extent of its
Claim7 for lack of novelty or of inventive step.

O herwise, it is requested that the case be remtted to
t he Qpposition Division for considering it on the basis
of the new prior art. Concerning the question of
apportionment of costs, there are strong mtigating
circunstances for the late filing of this objection
based on a new prior art, because it was at a neeting
of the Boards of directors of the Appellant's conpany
during a discussion of the issue of the decision under
appeal that one of the persons participating renenbered
that an apparatus simlar to the one presently clained
had been bought by the conpany in 1985, and there was
no deli berate intention of m susing the appeal
procedure. Therefore, the request of apportionnment of
costs of the Respondent should be rejected.

The Respondent argued substantially as follows in
support of his requests: Taking into account the
conclusions of, inter alia, T 0220/83, QJ EPO 1986, 249
that grounds for the appeal may not be confined to an
assertion that the contested decision is incorrect but
shoul d state the |l egal or factual reasons why the

deci sion shoul d be set aside, the appeal should be
rejected as inadm ssible due to a |l ack of substantiated
witten statement setting out the grounds of appeal.
Concerning the new prior art alleged by the Appellant,
it concerns prima facie a purchase under conditions of
confidentiality between firns in the sanme technical
field; noreover, the Appellant has not established that
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t he shown apparatus had not been nodified since then
and, in any case, it is derivable fromthe declaration
of M Herbert Christ that he was not present at the
time of the delivery of the apparatus at Appellant's

pl ace, because he entered said conpany about one year

| ater, and that thus his statenents are based on
hearsay rather than on own perception. Therefore, this
decl aration has no value. The late submtted new

all eged prior art is based on the own activities of the
Appel I ant and shoul d be disregarded irrespective of his
rel evance or, in any case, as not relevant. Therefore,
the present procedure constitutes a m suse of the
appeal proceedings and, since in particular there are
no good reasons for the delay in the provision of the

i ndi cations concerning said prior use, the Appellant
shoul d be ordered to pay the Respondent's costs arising
because of this appeal.

Reasons for the Decision

0468. D

Admissibility of the appeal

Regarding the issue of admissibility of the appeal, the
Respondent has argued that, taking into account the
conclusions of, inter alia, the above-nentioned

deci sion T 0220/ 83 (see the Headnote), according to

whi ch grounds for appeal may not be confined to an
assertion that the contested decision is incorrect but
shoul d state the |l egal or factual reasons why the

deci sion should be set aside, or the simlar

concl usions of the decision T 0563/92, dated

24 February 1993, unpublished, the appeal should be
rejected as inadm ssible due to a |lack of substantiated
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witten statenent setting out the grounds of appeal.
The following is to be noted in respect of the
Respondent' s request:

First, all the parts of the statenent concern a ground
of opposition which corresponds to one of the grounds
on which the present opposition had been filed, and
there is thus no deficiency of the statenment in this
respect. Indeed, in part | of the witten Statenent of
Grounds of Appeal, the Appellant only nmentions that he
refers expressly, for avoiding repetitions, to the
Notice of Qpposition dated 16 Septenber 1991 and to his
letter of 10 June 1993 submitted during the opposition
procedure, and that the patent in suit is still

obj ected having regard to cited prior art docunents
menti oned therein. Thereby, the Appellant only refers
to an argunentation and docunents provided during the
opposi tion procedure and does not specify which
argunents in the appeal ed decision are contested. Yet,
al t hough the Appellant, confronted with this objection,
has not submtted any argunment in this respect, it is
to be noted that the present Statenent of G ounds of
Appeal is not restricted to part | and is thus not of
the sane type as in the cases in the reported
deci si ons, wherein indeed, the statenent of grounds of
appeal consisted of a statenment which was found
insufficient. Therefore, since in the present case the
Statenent of G ounds of Appeal is not restricted to
part |, the conclusions of the decisions cited by the
Respondent with respect to the question of

adm ssibility cannot be applied directly and the
present appeal cannot be found inadm ssible on this

gr ound.
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| ndeed, the Statenent of G ounds of Appeal was filed
together with docunments D5 to D9, D9 being presented as
pre-published and D5 to D8 in support of an alleged
public prior use, and contained further technical
argunents making reference to particular text |ocations
in said docunents with respect to the patentability of
the subject-matter of the patent in suit. In this
respect, it is to be noted that, according to the
conclusions of the decision T 611/90, QJ EPO 1993, 50
(see Headnote | and points 1 and 2 of the reasons),
cited by the Respondent for other reasons, apart from
ot her deficiencies, an appeal raising a case entirely
different fromthat on which the decision under appeal
was based is still admssible if it is based on the
sanme opposition grounds. Therefore, since prinma facie
the witten statenent filed by the Appellant is
derivabl e as setting out in a sufficiently

substanti ated manner the grounds of appeal against the
deci si on under appeal, in particular on the basis of an
all eged prior use, and since it refers to the
originally submtted ground of opposition contesting
the patentability of the subject-matter of the patent,
the appeal is adm ssible (Art. 108 EPC, |ast sentence
and Rul e 65(1) EPC).

Further prosecution

Since the present appeal has been found adm ssible, it

i S necessary to consider whether the appeal is

al lowable (Art. 110(1) EPC), and thus, whether the
subject-matter of the patent is patentable on the basis
of the statenment setting out the grounds of appeal.
However, as nentioned here above the witten Statenent
of Grounds of Appeal is not substantiated having regard
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to the prior art cited during the opposition procedure
and to the reasons given in the decision under appeal;
thus, in accordance in particular with the concl usions
of the above-nentioned decision T 611/90 (see

Headnote Il and point 3 of the reasons), cited by the
Respondent for other reasons, stating that the appeal
procedure shoul d not becone a nmere continuation of
first instance proceedings, it is in the opinion of the
Board i nappropriate to exam ne whether said decision
was wel | -founded or not in this respect. As to the
further argunents of the Statenent of G ounds of Appea
based on prior art which was not in the file at the
time of the decision under appeal, the following is to
be considered: Since, in particular, the facts and

evi dence docunented by D5 to D8 and the testinony of
M Herbert Christ offered in the Statenent of G ounds
of Appeal and filed during the oral proceedings in the
formof a witten sworn declaration ("Eidesstattliche
Ver si cherung”) were not submitted in due tinme, i.e.
during nine nonths fromthe publication of the nmention
of the European patent, as specified in Article 99(1)
EPC, the European Patent O fice may disregard themin
accordance with Article 114(2) EPC.

It is first to be noted that the Respondent has argued
that, in accordance with the concl usions of decision

T 0017/91 of 26 August 1992, unpublished (see the
headnote), an assertion of public prior use submtted
after the expiry of the opposition period cannot be
deened to have been submtted in due tine irrespective
of its potential relevance if said prior use was based
on the Qpponent's own activities. The facts and

evi dence not submtted in due tine in the present case
should in his view be disregarded irrespective of their

0468. D Y A
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rel evance. However, this argunment is not convincing in
t hat said concl usions cannot be applied directly to the
present case because the presently asserted prior use
was not based on the Qpponent's own activities, but
rather refers to an apparatus manufactured by a third
conpany and delivered to the Opponent.

It is also to be noted that, according to the decision
T 237/ 89 of 2 May 1991, unpublished (see points 4.4 to
4.4.3), cited by the Respondent, pieces of evidence
whi ch had not been submtted in due tine, i.e. only
together with the Statenent of G ounds of appeal, and
noreover not in a conplete proven form have been

di sregarded under Article 114(2) EPC only after

concl udi ng that these pieces of evidence were not
relevant in that sense that they could not prejudice

t he mai ntenance of the patent. Therefore, it will be
necessary, to decide whether these facts and evi dence
whi ch had not been submtted in due tine in the sense
of Article 114(2) EPC, will be disregarded or not, to
al so take into account the rel evance of the prior art
asserted by the Appellant. Both parties have submtted
argunents concerning the rel evance of said facts and
evi dences, as well having regard to their availability
to the public before the date of the presently clained
priority as with respect to their technical relevance.
Both parties have requested auxiliarily that the case
be remtted in accordance with Article 111(1) EPC to
the Opposition Division for further prosecution in
order to provide themw th the possibility of arguing
t he case before two instances. Therefore, the Board
foll ows the conclusions of the above-nentioned deci sion
T 611/90 (see Headnote Il and point 3 of the reasons),
that in an appeal raising a case entirely different

0468. D Y A
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fromthat on which the decision under appeal was based,
it may, subject to the circunstances of the case, be

i nappropriate for an Appeal Board to deal itself with
its allowability, since the public and the
parties'interest in having the proceedi ngs speedily
concl uded may be overriden by the requirenents that
appeal proceedi ngs should not becone a nere
continuation of first instance proceedi ngs. Therefore,
the Board considers it justified to agree to the
parties'requests to remt the case to the first

i nstance pursuant to Article 111(1) EPC for its

deci sion on the new case rai sed by the Appellant.

Apportionment of costs

The Respondent has argued that, in view of the bel ated
facts and al |l eged evi dence presented by the Appell ant,
the request that the Appellant be ordered to pay the
Patentee's costs of the proceedings is justified since
there are no good reasons for the delay in the

provi sion of the respective material, and he has cited
in this respect in particular the above-nentioned
decision T 611/90. Indeed, according to said decision
(see Headnote I11), in the absence of strong mtigating
circunstances for the late filing of a fresh case of an
appeal raising a case entirely different fromthat on
whi ch t he deci sion under appeal was based, the
|ate-filing party should bear all the additional costs
incurred by his tardi ness. However, in the present

case, the Appellant has submtted the argunment that it
was during a neeting of the Boards of directors of the
Appel I ant' s conpany wherein the issue of the decision
under appeal had been di scussed that one of the persons
partici pating had renenbered that an apparatus simlar
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to the one presently clainmed had been bought by the
conpany in 1985, at the tinme when the conpany studi ed
al ready commerci al i sed apparatuses of this type before
begi nning with the devel opnment and production of its
own apparatuses; the Appellant's conpany is a big firm
and the patent departnent was not aware beforehand that
t he conpany had such an apparatus. The Board consi ders
that the mtigating circunstances nentioned by the
Appel l ant are acceptable and, therefore, the
concl usi ons of the above-nentioned decision T 611/90
cannot be applied directly to the present case.

However, the present case is simlar to the case
reported in decision T 101/87 of 25 January 1990,
unpubl i shed (see point 6 of the reasons), cited by the
Respondent, in that the present Statenent of G ounds of
Appeal makes no substantiated criticismof the reasons
for the decision of the Opposition Division but relies
only on new prior art docunented in said statenent;

t hus, by introducing argunents and docunents which bear
little relation to those filed in the original
opposition, the Appellant has produced virtually a new
opposition at the appeal stage and this cannot be, by
definition, the purpose of an appeal. On the one hand,
the Appellant had the right to file an appeal agai nst

t he decision of the Qpposition Division and, in the
present case, an adm ssible Statement of G ounds of
Appeal has been subm tted; noreover, the Appellant's
argunents that there were mtigating circunstances for
the late filing of new facts and evi dences are
credi bl e. However, on the other hand, it is also

credi ble that the Respondent has seen his costs
increase following the introduction of an entirely
fresh case, anmobunting to a new opposition, as conpared



. 12 - T 0847/ 93

to his costs if the facts and evi dences had not been
filed at a |late stage. Therefore, the Board, after
havi ng carefully considered the rel evant circunstances
of the case, has decided for reasons of equity to order
an apportionnment of costs so that the Appellant shal
pay to the Respondent 50% of the costs which will be
incurred by the Respondent in the future oral
proceedi ngs and taking of evidence before the
Opposition Division and in any subsequent appeal as
under Article 104(1) EPC

Order

For these reasons it is decided that:

1. The appeal is adm ssible.
2. The decision of the Opposition Division is set aside
3. The case is remtted to the Cpposition Division for

further prosecution.

4. The costs shall be apportioned so that the Appell ant
shall pay to the Respondent 50% of the costs which wll
be incurred by the Respondent in the future oral
proceedi ngs and taking of evidence before the
Opposition Division and in any subsequent appeal.

The Regi strar: The Chai r man:

0468. D
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P. Martorana E. Turrini
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