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Summary of Facts and Subm ssi ons

3305.D

The nention of the grant of European patent

No. 0 172 561 in respect of European patent application
No. 85 110 444.8, filed on 20 August 1985 and cl ai m ng
priority fromthe application US 642 214 filed in the
United States of Anmerica on 20 August 1984 was
publ i shed on 22 May 1991. The patent proprietor is

Pi t ney Bowes I nc.

Notice of opposition was filed by Neopost, Ltd. on
24 February 1992 on the ground of |ack of inventive
step (Articles 52(1) and 56 EPC, Article 100(a) EPC).

The opposition was supported by the following prior art

docunent s:

Dl: US-A-3 869 986,

D2: GB-A-2 102 740, and

D3: US-A-4 429 318.

In the procedure before the opposition division, the

opponent further relied on docunent:

D4: US-A-4 447 818 nentioned in the European search

report.
By interlocutory decision dated 16 February 1994 the
opposition division rejected the opposition against the

af orenenti oned European patent.

On 5 April 1994 the opponent | odged an appeal agai nst
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the decision and paid the prescribed fee. On 6 June
1994 a statenent of grounds of appeal was filed.

The appel |l ant argued that the clained subject-matter
| acked inventive step and requested that the contested
deci sion be set aside and the European patent be

revoked. A request for oral proceedi ngs was nade.

By letters received on 26 April 1994 and on 22 Decenber
1994, the respondent (patent proprietor) requested that
t he appeal be rejected. He requested the maintenance of
the patent either as granted (main request) or on the
basi s of respective anended cl ainms of one of five
auxiliary requests filed on 22 Decenber 1994. O al
proceedi ngs were requested if none of the

af orenenti oned requests could be all owed.

Subsequently, the respondent filed anmended versions of
the auxiliary requests in reaction to objections
concerning lack of clarity (Article 84 EPC) and added
subject-matter (Article 123(2) EPC) raised by the

appel lant in various responses. Mreover, there was an
exchange of argunents concerning the issue of inventive
step. In this context, the respondent referred
additionally to docunent D5: US-A-4 446 467, cited in

the patent in suit.

In a communi cation dated 7 Septenber 1998 acconpanyi ng
a summons to oral proceedings, the Board inforned the
parties of its provisional view that the subject-matter
of the main request |acked an inventive step. As to the
anmendnents put forward in the first to fourth auxiliary

requests, the Board expressed concerns as to the
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i ntroduction of subject-matter extendi ng beyond the
content of the application as filed (Article 123(2)
EPC). Wth respect to the fifth auxiliary request, the
Board pointed to problens concerning lack of clarity
(Article 84 EPC).

VITlI. On 23 October 1998, the respondent filed an anended
mai n request and first to third auxiliary requests.

| X. Oral proceedings were held on 25 Novenber 1998.

The appel | ant requested that the decision under appeal
be set aside and that the European patent be revoked.

The respondent requested that the appeal be dism ssed
and the patent be maintained in anmended formon the
basis of one of the follow ng new requests filed during
t he oral proceedings:

main request: clains 1 to 12 with the description to be
adapted; Figures 1 to 5 as granted;

first auxiliary request: clains 1 to 11 with

description and Figures as for the main request;

second auxiliary request: clains 1 to 11 with

description and Figures as for the main request; and
third auxiliary request: clains 1 to 11 and colums 1
to 4 and 7 of the description with colums 5 and 6 of

t he description and Figures as granted.

Wth regard to the respondent's requests, the matters

3305.D Y A



for discussion were clarity (Article 84 EPC), the
guestion of introduction of subject-nmatter extending
beyond the content of the application as filed
(Article 123(2) EPC), and the question of extension of
the protection conferred (Article 123(3) EPC). As a
result of this discussion, the Board found that the
mai n request and the first and second auxiliary
requests did not conply with the requirenent of
Article 123(2) EPC and thus were not all owabl e.

Wth regard to the third auxiliary request, the issue
of inventive step (Articles 52(1) and 56 EPC) was
addi tional |l y di scussed.

| ndependent clains 1 and 2 of the main request read as
fol |l ows:

"1l. A thermal printing nmechanismfor the printing of
i ndicia and nunerical values in a respective fixed and
vari able format, said thermal printing nmechani sm
conpri si ng:

nmeans defining a tape feed path (40);

means (21) for dispensing tape along said feed
pat h;

a first thermal printing station (20) disposed
along said feed path for printing fixed indicia upon
sai d tape;

a second thermal printing station (30) disposed
adj acent said first thermal printing station for
printing variable informati on upon said tape, said
second thermal printing station including thermal
heati ng el enents responsive to voltage inpul ses

initiated by electronic signals related to a nuneri cal

3305.D
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val ue; and

means (22) for dispensing a thermal ink transfer
ri bbon (23) between said first and second thernma
printing stations and said tape to travel in
conjunction with said tape along the tape feed path
past the first and second printing stations, whereby
ink fromthe ink transfer ribbon (23) can be
transferred to said tape by each of said first and
second thermal printing stations operable in sequence
and in electrical and nmechanical registration with each
other to forma conposite print on said tape."

"2. An electronic postage neter having a thernma
postage printing mechanismfor the printing of postage
indicia and postal values in a respective fixed and
vari able format, said thermal postage printing
mechani sm conpri si ng:

means for defining a postage tape feed path (40);

means (21) for dispensing postage tape along said
feed pat h;

a first thermal printing station (20) disposed
al ong said feed path for printing fixed postage indicia
upon sai d postage tape;

a second thermal printing station (30) disposed
adj acent said first thermal printing station (20) for
printing variable postage information upon said postage
tape, said second thermal printing station (30)

i ncluding thermal heating el enents responsive to
vol tage pulses initiated by electronic signals rel ated
to a postage val ue; and

nmeans (22) for dispensing a thermal ink transfer
ri bbon (23) between said first and second therma

printing stations and said postage tape to travel in

3305.D Y A
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conjunction with said tape along the tape feed path
past the first and second printing stations, whereby
ink fromthe (common) ink transfer ribbon can be
transferred to said postage tape by each of said first
and second thermal printing stations operable in
sequence and in electrical and nechanical registration
with each other to forma conposite postage print on

said tape."

The wordi ng of independent clains 1 and 2 of the first
auxiliary request corresponds to that of clains 1 and
2, respectively, of the main request with the further
features that the first thermal printing station

i ncludes "a heat source (34) and a rotatable printing
drum (27) substantially surrounding said heat source
and supporting a screen (33) around a circunferenti al
portion of the drum and containing said fixed indicia".
The wordi ng of independent clainms 1 and 2 of the second
auxi liary request corresponds to that of clains 1 and
2, respectively, of the first auxiliary request with
the further feature that the printing mechani sm

conpri ses "neans (31, 26,32,38) to provide support for
said tape and said thermal ink transfer ribbon to carry
said tape and said thermal ink transfer ribbon into and
out of contact with the circunferential portion of the

printing drunt.

| ndependent clains 1 and 2 of the third auxiliary

request read as foll ows:
“"1l. A thermal printing nechanismfor the printing of

i ndicia and nunerical values in a respective fixed and

variable format, said thermal printing nechanism

3305.D Y A
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conpri si ng:

nmeans defining a tape feed path (40);

means (21, 39,41) for dispensing | engths of tape
al ong said feed path;

a first thermal printing station (20) disposed
along said feed path for printing said fixed indicia
upon said tape and including a heat source (34) and a
rotatable printing drum (27) substantially surrounding
sai d heat source and supporting a screen (33) around a
circunferential portion of the drum and containing said
fixed indicia;

a second thermal printing station (30) disposed
adj acent said first thermal printing station for
printing variable information upon said tape, said
second thermal printing station including thernal
heati ng el ements responsive to voltage inpul ses
initiated by electronic signals related to a nuneri cal
val ue;

means (22) for dispensing a thermal ink transfer
ri bbon (23) between said first and second thernma
printing stations and said tape to travel in
conjunction with said tape along the tape feed path
past the first and second printing stations, whereby
ink fromthe ink transfer ribbon (23) can be
transferred to said tape by each of said first and
second thermal printing stations operable in sequence
and in electrical and nechanical registration with each
other to forma conposite print on said tape; and

an idler belt (31) carried by rollers (26, 32,38)
to provide support for said tape and said thermal ink
transfer ribbon to carry said tape and said thermal ink
transfer ribbon into and out of contact with the

circunferential portion of the printing drum"”

3305.D Y A
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"2. An electronic postage neter having a therna
postage printing mechanismfor the printing of postage
indicia and postal values in a respective fixed and
variable format, said thermal postage printing
mechani sm conpri si ng:

means for defining a postage tape feed path (40);

means (21, 39, 41) for dispensing |engths of postage
tape al ong said feed path;

a first thermal printing station (20) disposed
along said feed path for printing said fixed indicia
upon said tape and including a heat source (34) and a
rotatable printing drum (27) substantially surrounding
sai d heat source and supporting a screen (33) around a
circunferential portion of the drum and containing said
fixed indicia;

a second thermal printing station (30) disposed
adj acent said first thermal printing station (20) for
printing variabl e postage information upon said postage
tape, said second thermal printing station (30)

i ncludi ng thermal heating el enents responsive to
vol tage pulses initiated by electronic signals rel ated
to a postage val ue;

means (22) for dispensing a thermal ink transfer
ri bbon (23) between said first and second thernma
printing stations and said postage tape to travel in
conjunction with said tape along the tape feed path
past the first and second printing stations, whereby
ink fromthe ink transfer ribbon (23) can be
transferred to said postage tape by each of said first
and second thermal printing stations operable in
sequence and in electrical and mechanical registration

with each other to forma conposite postage print on

3305.D Y A
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said tape; and

an idler belt (31) carried by rollers (26, 32, 38)
to provide support for said tape and said thermal ink
transfer ribbon to carry said tape and said thermal ink
transfer ribbon into and out of contact with the

circunferential portion of the printing drum"”

In support of its appeal, the appellant essentially

relied on the foll owm ng subm ssi ons:

Arendnent s

The anmendnents effected to the main and first to third
auxi liary requests of the respondent were derived from
the description of the specific enbodinment. Fromthis
enbodi nent (cf. Figure 3 and in particular colum 6,
line 45 to colum 7, line 1 of the patent
specification) it was evident that it was not a "tape"
in the neaning of a continuous entity of unspecified

l ength but rather "tape segnents" which were
transported to and printed by the thermal printing
stations. These tape segnents were obtai ned by making
use of cutting neans di sposed upstreamof the first and
second thermal printing stations. Since printing onto a
conti nuous tape would not be technically feasible with
thermal printing neans, due to the fact that any
portion of a tape not used for printing but remaining
together with the ink ribbon in contact wwth a heated
printing head would involve the risk of msprints, the
printing of tape segnents was an essential feature for
t he cl ai ned nechani sm Thus, apart fromthe fact that
the term"tape" was used in the clains of all requests

in a confusing manner and that none of the independent

3305.D Y
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clainms of any of the requests actually defined all the
essential features of the printing mechani smso that
the requirements of Article 84 EPC were not net, the

i ndependent cl ai ns defined subject-matter which had no
basis in the application docunents as filed contrary to
t he provisions of Article 123(2) EPC

| nventive step

The cl osest prior art was docunent D1 which referred to
a printing mechani sm of a postage neter. The teaching
of this docunent started froman art (cf. colum 1,
[ines 15 to 26) in which fixed information was printed
by a die plate, whereas variable informtion was
printed by nechanically settable printing wheels. D1
repl aced the settable printing wheels by an

el ectronically controlled and actuated ink jet printer
di sposed within a rotating printing drumfor printing
the fixed information.

Starting fromDl, the problemto be solved by the
present patent was to be seen in the desire to repl ace
the printing nmeans used according to D1 by thernal
printing nmeans. However, neither the principal idea of
replacing a nmechanical printing drumor an ink jet
printer by thermal printing neans nor its realization
as defined by the independent clains of the third
auxiliary request had required the exercise of

i nventive skill
The i dea as such woul d have been obvi ous for instance

from docunment D2 (cf. in particular Figures 3 and 6)

showi ng the use of thermal printing neans in an office

3305.D Y A
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envi ronment. When envi sagi ng the use of therma
printing neans for the postage nmeter known from D1, the
skill ed person woul d have been faced with a limted
nunber of alternatives, conprising the use of a therma
printer for only one of the printing neans while
keepi ng the other, the replacenent of both prior art
printing neans by a single thermal printer, or the
repl acenent of the two prior art printing neans by two
separate thermal printers. The first alternative would
not have been technically nmeaningful. It would have
been for instance technically inpossible to dispose a
thermal printer within a mechanical printing drum
because such an arrangenent would not allow for the
required intimte contact between the tape, the ink

ri bbon and the thermal printer. Wth respect to the
second alternative, the skilled person would have
readily recognized that it would result in an
unnecessary anount of electronic control, i.e. in a
problemas referred to in colum 1, lines 28 to 32 of

t he patent specification. Thus, the skilled person
woul d have been inclined to favour the alternative of
providing two separate thermal printing neans. |In doing
so, he woul d have been aware of the fact that thernal
printers cannot be arranged one within the other so
that the natural choice would have been to place the
two thermal printers adjacent to each other in

el ectrical and nechanical registration to forma
conposite print. This was all the nore true as the
prior art referred to in D1 provided an exanple for the
use of a common technology for two printers acting
together for formng a conposite print, and as it had
been known fromthe prior art given by D3 or D4 to

arrange two thernmal printers adjacent to each other.

3305.D Y A
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Furthernore, with respect to the provision of an ink
transfer ribbon required for the thermal printing, the
skilled person woul d have readily recogni zed that the
provi sion of two separate ink transfer ribbons had
unreasonably increased the expenditure for the
apparatus so that, unless specific circunstances had
demanded separate ribbons, as for instance the desire
to print different colours (cf. D4), he would have used
a single ink transfer ribbon travelling in conjunction
with the tape past the two thermal printers. This
recognition of an advantageous travelling of a single
ribbon in synchronismwth a tape past thermal printers
had provided an additional incentive for placing the
two thermal printers adjacent to each other and had
even established a technical necessity for arranging
the thermal printers to be operable in sequence and in
el ectrical and nmechanical registration with each other
in order to obtain a proper conposite print.

Shoul d the invention now be seen in the specific
construction of the first thermal printing station,
then this would anbunt to m sl eading the public since
nothing in the application or patent docunents as
published had led a skilled reader to think that such
details would constitute the invention. This would even
give rise to a demand for an additional search to be
conducted. Apart fromthat, the use of a drumcarrying
a screen for printing the fixed indicia was known from
D1. Moreover, any feeding of a tape and ribbon past a
drum woul d have resulted in a contact with a

circunferential portion of the drum

3305.D Y A
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The additional provision of an idler belt for
supporting the tape and ribbon to bring it into contact
with a thermal printer would have constituted one out
of a plurality of possible technical neasures for
provi di ng the necessary support. It actually did not
add any functional aspect to the solution of the
probl em of replacing the printing nmeans according to D1
by thermal printers so that it should be disregarded
when assessing the issue of inventive step. On the

ot her hand, when it canme to the support of tape
segnents, an idler belt would have been an

i ndi spensabl e neans so that its provision would have
been readily taken into consideration by the skilled
person. Moreover, the use of belts for the support of a
printed sheet was well known in the art, as shown for
instance by D2 (cf. belts 106a, 106b and 107a, 107b in
Figure 3).

For these reasons, no exercise of inventive skill would
have been required to devise a printing nechani smand a
postage neter as defined in clainms 1 and 2,

respectively, of the third auxiliary request.

Xl The respondent disputed the appellant's view, relying

on the foll ow ng argunents:

Amrendnment s

Mai n request:

The term"station" for the thermal printing neans found
support throughout the description. Wth respect to the
further amendnents made in the final clause of clainms 1

and 2, the basic concept of using a single ink transfer

3305.D Y A
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ri bbon conmon to both printing stations was included in
original clains 1 and 21 by defining the dispensing of
"a thermal ink transfer ribbon" and referring to "said
ri bbon". The feature "to travel in conjunction with the
tape" was disclosed on page 7, line 29 to page 8,

l[ine 1 and page 10, lines 21 to 22 of the published
application, corresponding to colum 5, lines 35 to 36
and colum 7, lines 11 to 12, respectively, of the
patent specification. The feature that the printing
stations are "operable in sequence and in electrical
and nmechani cal registration with each other" was
explicitly given on page 8, lines 15 to 18 and inplicit
to the information given on page 11, lines 1 to 2, of

t he published application, corresponding to colum 5,
lines 52 to 55 and colum 7, lines 22 to 24,

respectively, of the patent specification.

First auxiliary request:

Thi s request incorporates all anmendnents nade to the
mai n request and defines in addition the structure of
the first thermal printing station. This additional
definition is a clarified version of the additional
features given in original claim3, corresponding to
claim4 as granted, the clarification being based on
page 9, lines 11 to 12 of the application,
corresponding to colum 6, lines 22 to 24 of the

pat ent .

Second auxiliary request:

Thi s request incorporates all anmendnents nade to the
first auxiliary request and defines in addition "neans
to provide support for said tape and said thermal ink

transfer ribbon to carry said tape and said thermal ink

3305.D Y A
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transfer ribbon into and out of contact with the
circunferential portion of the printing druni.

Al t hough, admttedly, there is no specific disclosure
of such neans in general, such nmeans have a basis in
the drawi ngs and in the passage in page 9, lines 7 to 9
of the application, corresponding to colum 6, |ines 19
to 21 of the patent.

Third auxiliary request:

Based on the second auxiliary request, this request
contains the additional definition of the nmeans to
support the tape and the ribbon being "an idler belt
carried by rollers". This definition is disclosed on
page 9, line 6 of the application, corresponding to
colum 6, line 17 of the patent.

Even if the amendnents were mainly disclosed in the
context of a specific enbodinent, an applicant or

pat entee should not be restricted to anendnents
defining the enbodi nent as a whole or strictly the
details thereof, since this would unduly deprive him of
a fair and proper scope of protection. In such cases,
it should still be possible to claimon an individual
basis features which have a clear basis of disclosure,
as was the case for instance for the main request on
file, or to even generalize specific features fromthe
di scl osure of an enbodi nent by defining themin
relation to their principles of operation, as was the
case for the second auxiliary request. The nmai n request
on file addressed, in addition to the arrangenent of
two adj acent thermal printing stations for the
formati on of a conposite print of fixed indicia and

variable information, the aspect of a commobn novenent

3305.D Y A
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of the tape and the ink transfer ribbon in synchronism
past the two printing stations. These neasures woul d
guarantee that an area of the ink transfer ribbon not
used by the first printing station occurred at the

t hermal head of the second thermal printing station.
The auxiliary requests additionally specified in

i ncreasing detail the aspect of "en-bloc" printing of
the fixed indicia. Al though the enbodi nent of Figure 3
of the patent specifically showed an idler belt for
supporting the tape and the ribbon, the patentee should
be all owed to nmake an anendnent such as that nade in

t he second auxiliary request, which also covered

t echni cal equival ents which would have readily conme to
a skilled person's m nd when readi ng the patent

speci fication.

As to the term"tape", it had the very broad neani ng of
a flexible, elongate, rectangular entity and clearly
enconpassed a tape provided for instance on a feed rol
as well as long or short segnents cut therefrom

| nventive step

In the present case the clains of all requests invol ved
several levels of inventive subject-matter. The object
to be achieved by the conbination of features conprised
in the main request was to permt rapid therm

printing of conplex information in an econom cal

manner. The subject-matter of clains 1 and 2 of the
mai n request, which went nuch beyond just placing two
thermal printers adjacent to each other, was clearly

di stingui shed fromthe prior art by

3305.D Y
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- the use of a tape dispenser and a tape feed path,

- the use of first and second thermal printing
stations di sposed adjacent to each ot her,

- the use of a common ink transfer ribbon for both
printing stations, the tape and the ribbon
travelling in synchronismwth each other, and

- t he arrangement of the printing stations in
el ectrical and nmechanical registration with each
other so as to avoid double printing.

In contrast thereto, D1 taught the use of either an ink
jet printer arranged within a nechanical printing drum
or an ink jet printer alone for the printing of fixed
and variable information. If a skilled person, starting
fromthis teaching, had contenplated at all the use of
thermal printing neans he woul d have provi ded a thernal
printer replacing the ink jet printer and being
arranged adj acent the mechanical printing drumor he
woul d have provided a single thermal printer for
printing all information. But even if the skilled
person had thought of using two separate thernal
printers, he would have nmade use of two printers as

di sclosed by D2 with two different ink transfer

ri bbons. Nothing in the prior art had led himto the

i dea of using a single ribbon allowng for an

econom cal printing by exploiting different areas of
the ribbon for the printing of the fixed and vari abl e

i nfornmati on.

The subject-matter of the first auxiliary request was

3305.D Y
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even further distinguished fromthe prior art by the
definition of a specific first thermal printing station
whi ch avoi ded the need for conplex electronic control
and, by allowng for en-bloc printing of the fixed
indicia, resulted in an even further increase in
printing speed. None of the prior art docunents showed
a thermal printing station as defined in the auxiliary
requests nor did they give an indication as to thernma
en-bloc printing at all.

Finally, the provision of specific neans, as defined in
t he second and third auxiliary requests, for bringing
the tape and the ink transfer ribbon in an extrenely
conveni ent, easy and efficient manner into contact with
the first printing station had no exanple in the prior
art.

Reasons for the Decision

1. The appeal conplies with Articles 106 to 108 and
Rul e 64 EPC and, therefore, is admn ssible.

2. Disclosure of amendments (Article 123(2) EPC) and
extension of protection conferred (Article 123(3) EPC)

2.1 Mai n request

2.1.1 The thermal printing nechani smand the postage neter
according to clains 1 and 2, respectively, of the main
request differ fromthe printing nmechani smand postage
met er according to respective independent clains 21 and
1 as originally filed in the two additi onal

3305.D Y
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requirenments

(a) that the nmeans for dispensing a thermal ink
transfer ribbon between first and second therma
printing stations and a tape dispense the ribbon
so as "to travel in conjunction with said tape
along the tape feed path past the first and second
printing stations”; and

(b) that the first and second thermal printing
stations are "operable in sequence and in
el ectrical and nmechanical registration with each
ot her".

.1.2 These two anendnents are not the subject of any
original claim nor are they disclosed as isol ated
features in those parts of the description which
provi de a general discussion of the aspects or nerits
of the invention. At best, they are included in the
description of the specific enbodi nent according to
Fi gure 3.

.1.3 Under these circunstances, a careful exam nation is
necessary in order to establish whether the

i ncorporation into a claimof isolated technical
features, having a literal basis of disclosure but
bei ng di sclosed in a specific technical context,
results in a conbination of technical features which is
clearly derivable fromthe application as filed, the
techni cal function of which contributes to the solution

of a recogni zabl e probl em

As stated in Board of Appeal decision T 17/86, Q EPO
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1989, 297 (cf. reasons, point 2.3 of the decision), a
technical feature clainmed separately fromthe disclosed
conbination with others may be introduced into a claim
wi t hout contravening Article 123(2) EPC, provided that
it is "evident beyond any doubt to a skilled person
reading the original description that this isol ated
feature on its own enables the object in view to be
achieved". For a claimdirected to a device, it should
t hus "be ascertai ned whether the application as filed

i ndi sputably disclosed all the technical features of

t he device covered by the amended cl aimand whet her it
is clear beyond any doubt to a skilled person that the
device can function independently of any other added

el enent to achieve the object of the invention as now
cl ai med".

.1.4 In following this decision, the object to be achieved
by the subject-matter of the anmended claimhas to be
established as well as whether the clains define al

means necessary for achieving this object.

In the present case, the object disclosed by the
introductory part of the description resides in the
desire to provide a conposite print or stanp in a rapid
and secure manner. This is apparent fromthe
description on original page 1, lines 15 to 20,
referring to the problemthat a thermal printing of

i ndicia, such as an eagle stanp, is slow due to the

| arge anount of electronic control required to print an
eagle indicia. In the context of a discussion of

di sadvant ages encountered in prior art solutions, the
description contains on original page 3, lines 4 to 8,

a statenment that in the prior art "there is no
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suggestion of the use, in addition to a thernmal head to
print variable printing information, of a separate
etched screen printing nmechanismthat is sequentially
operated along with said thernmal head to provide a
conposite stanp in a rapid and secure manner"”. From
this it is evident that the disclosure of the object to
be achi eved by the invention is closely related to a
basic elenent of its solution, 1.e. the provision of a
specific thermal printing station having a printing
screen for the printing of the fixed indicia. This
finding is confirned on page 2, lines 4 to 10 of the
description, according to which the invention
contenplates the thermal printing of fixed information
"separately fromthe variable, electronically
controll ed data by another thermal printer having a
fixed unalterable thermal printing screen carried by a
rotatable drunf. According to page 2, lines 14 to 20 of
the description, such an "arrangenment not only provides
for a speedier thermal printing of postage, but also
has the further advantage of providing better postage
meter security", since the "indicia cannot easily be
altered or nodified within the course of normal postage
meter operation”. It is thus necessary to establish
whether it is indisputably evident fromthe application
docunents as filed that the aforenentioned features (a)
and (b) achieve this object isolated fromany ot her

el ement not being included in the definition of

clains 1 and 2 under consi derati on.

Because of the fact that features disclosed in the
context of a specific enbodi mrent and added to a claim
may achi eve in an unanbi guously recogni zabl e manner an

object different fromthat presented in the
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introductory part of a description, it should further
be ascertai ned whet her such a further object is

di scl osed and whether it is clear beyond doubt for the
skill ed person reading the application as filed that

t he added features on their own achieve this further
object. In this respect the respondent referred to the
nore general object of properly formng a conposite
print by two adjacent thermal printing stations and

i ncluding the aspect of a common novenent of the tape
and the ink transfer ribbon in synchronismpast the two
printing stations resulting in an econom cal printing
by exploiting different areas of the ribbon as being
addressed by the subject-matter of the main request.

Al though the desire to properly forma conposite print
is explicitly derivable fromthe description on page 8,
lines 17 to 18, no indication is given as to the
specific aspect of a synchronized novenent of the tape
and the ink transfer ribbon past the two thernal
printing stations in order to allow for an econom cal
printing by exploiting different areas of the ribbon
formng part of the invention in general or being

relevant to the specific enbodi nent.

.1.5 Wth respect to aforenentioned feature (a), the
description on original page 7, line 25 to page 8,

line 1 and on page 10, lines 20 to 22, formng part of
the description of the specific enbodi nent according to
Figure 3, refers to a thermal ink transfer ribbon
travelling in conjunction with a thermal postage tape
at the location of a thermal printing head of the
second thermal printing station. There is, however, no
explicit disclosure of the ribbon travelling in

conjunction with the tape also at the |ocation of the
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first thermal printing station as included in

feature (a). Feature (b) is to be found in the context
of the description of the specific enbodi nent according
to Figure 3 on original page 8, lines 15 to 18, as
serving for the purpose of properly formng a conposite
or conpl eted postage stanp.

In the absence of a definition of a screen for printing
the fixed information fromclains 1 and 2 under
consideration, it is immediately apparent that neither
features (a) and (b) nor clains 1 and 2 as a whole
define subject-matter which would achieve the object of
the invention as disclosed in the introductory part of
t he description.

Mor eover, al though the Board sees a clear and

unanbi guous basi s of disclosure for the object of
obtaining a proper conposite print and for the fact
that feature (b) constitutes an indi spensabl e
prerequisite for achieving this object, there is no
unanbi guous di scl osure that the invention was ai mng at
a synchroni zed novenent of the tape and ink transfer

ri bbon in common for both printing stations, and in
particular not as isolated fromthe desire to forma
conposite stanp in a rapid and secure manner, nor of
features (a) and (b) being the only neasures sufficient
for achieving a proper print. Therefore, the conditions
set in decison T 17/86 for the allowability of
anmendnents by technical features taken in isolation

fromthe application as filed are not net.
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Moreover, a ribbon travelling in conjunction with the
tape past both printing stations, and thus feature (a)
as given in clains 1 and 2 under consideration, is not
di scl osed by the cited occurrences on pages 7 and 10.

It is only inplicit to Figure 3 and the description on
page 9, lines 5 to 9, of specific supporting neans at
the location of the first thermal printing station.
These supporting neans consist of an idler belt formng
part of the first printing station and are capabl e of
supporting a certain length of tape to bring the tape
(and the ribbon) into and out of contact with the
thermal printing drumof the first printing station.
Feature (a) identified fromclains 1 and 2 thus

repl aces disclosed specific structural features of a
support for the ribbon and the tape by their function.
Wth respect to the generalization of an existing
feature, it is however established case | aw

(cf. T 416/86, QJ EPO 1989, 309; T 265/88, Case Law of
t he Boards of Appeal of the European Patent Ofi ce,
second edition, p. 155; and T 118/ 89, Case Law of the
Boards of Appeal of the European Patent O fice, second
edition, p. 155,166) that replacing a disclosed
specific feature in a claimby a broad general
expression (e.g. by a functional feature) is not

al l owabl e under Article 123(2) EPC, since the

i ntroduction of a general expression for the first tinme
inplicitly associates further features with the
subject-matter of the application, for exanple any
equi val ent, which, conbined with the disclosed
features, would create novel subject-matter as conpared

with the original disclosure.

For these reasons the Board finds that clains 1 and 2
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of the main request are anended in such a way that they
contain subject-matter which extends beyond the content
of the application as filed. These clains thus do not
conply with the requirenent of Article 123(2) EPC and
are, consequently, not all owabl e.

First auxiliary request

Claims 1 and 2 of the first auxiliary request conprise
all amendnments made to the main request and further
define technical details of the first printing station.
According to the respondent, the thus defined printing
station allows for "en-bloc" printing of the indicia.

Al though the additionally clainmed features are in part
derived fromoriginal claim3, corresponding to claimi4
as granted, the feature that the screen is supported
"around a circunferential portion of the drunm’ is only
di sclosed in the context of the description of the
enbodi mrent of Figure 3 on original page 9, lines 10 to
12, corresponding to colum 6, lines 22 to 24, of the
patent specification. It is evident fromthis context
that the screen on the circunference of the printing
drum when printing the indicia onto the tape,
cooperates with the sane idler belt which supports the
tape at the location of the first printing station, and
that it is only by this cooperation that "en-bl oc"
printing of the indicia becones possible, whereas the
provi sion of the screen alone clearly does not achieve

this object.
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Thus, in the absence of the definition of the idler
belt fromclains 1 and 2 of the first auxiliary
request, the clainmed subject-matter suffers fromthe
same deficiencies with respect to the provision of
Article 123(2) EPC as expounded for the independent
clainms of the main request. The first auxiliary request
is therefore also not allowable.

Second auxiliary request
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In addition to the first auxiliary request, clains 1
and 2 of the second auxiliary request define neans to
provi de support for the tape and the thermal ink
transfer ribbon to carry the tape and the ribbon into
and out of contact with the circunferential portion of
the printing drum Wth respect to the support of the
tape at the location of the first printing station, the
application as filed exclusively refers to an idler
belt carried by rollers (cf. page 9, lines 5 to 10 of

t he description as filed, corresponding to colum 6,
lines 16 to 21 of the patent specification), whereby it
is evident fromthe context of Figure 3 and page 10,
lines 1 to 12 of the description, corresponding to
colum 6, line 45 to colum 7, line 1 of the patent
specification, that the idler belt in fact does not
support the tape as such but tape segnents cut to
desired lengths. The application as filed does not
contain any further information as regards such a
support for the tape at the |ocation of the first
thermal printing station, so that the additional
amendnent nmade to the second auxiliary request anmounts
to a substitution of the only disclosed technical neans
(idler belt) by a nore general term (neans to provide
support). In analogy to the principles referred to in
point 2.1.6 supra, this generalization of an existing
feature results in an infringenment of Article 123(2)
EPC by the subject-matter of the second auxiliary
request. For this reason, the second auxiliary request

is al so not all owabl e.

Third auxiliary request

In distinction to the second auxiliary request,
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i ndependent clains 1 and 2 of the third auxiliary
request define the idler belt carried by rollers to
provi de support for the tape and ink transfer ribbon at
the first thermal printing station. Mreover, the neans
for dispensing the tape are defined as dispensing

"l engths of tape". As regards the issue of disclosure
as discussed in detail in points 2.1.4 to 2.1.6, 2.2
and 2.3 supra, the Board is satisfied that the subject-
matter of clains 1 and 2 of the third auxiliary request
conprises those features in conbination which enable
the object in view, i.e. "en-bloc" printing of the
fixed information, to be achieved. According to the
principles discussed in points 2.1.3 and 2.1.4 supra,
the isolation of these features fromfurther technica
details disclosed by the description of the enbodi nent
of Figure 3 thus does not result in subject-matter

ext endi ng beyond the content of the application as
filed. Since the independent clains define the

di spensing of lengths of tape, the Board is further
satisfied that the amended clains al so properly

acknow edge the disclosed printing of tape segnents and
make a clear distinction between the terns "tape" and
"l ength of tape". Consequently, the respective

obj ections raised by the appellant with respect to
clarity (Article 84 EPC) and added subject-nmatter
(Article 123(2)) are considered to be unfounded as

regards the third auxiliary request.
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Moreover, due to the fact that the amendnents nmade to
the third auxiliary request restrict the scope of the
clains as granted, the Board considers that the
anmendnents do not extend the protection conferred by
the patent in suit. Therefore, the third auxiliary
request is found to conply with the provisions of
Articles 123(2) and 123(3) EPC

Novelty (Articles 52(1) and 54(1)(2) EPC) and inventive
step (Articles 52(1) and 56 EPC) for the subject-matter

of the third auxiliary request

The cl osest prior art is represented by docunent D1

(see in particular claim1l1; colum 1, line 40 to
colum 2, line 5; colum 2, lines 48 to 66; and
colum 4, line 63 to colum 5, line 56) which shows a

printing nmechani smand an el ectroni c postage neter for
the printing of (postage) indicia and nuneri cal

(postal) values in a respective fixed and vari abl e
format. First and second printing nmeans are provi ded
for separately printing the fixed indicia and vari abl e
i nformation, respectively, on an envel ope or | abel. The
fixed indicia are printed by a nmechanical drum printer
(consisting of a printing plate carried by a rotatable
drum, whereas an ink jet printing device, arranged
within the rotatable drumto project ink droplets

t hrough apertures in the drum is used for printing the
variable information. Alternatively, the ink jet
printing device nmay be used to print the entire
information (i.e. the conposite postage print). Since a
"l abel " may be constituted by a "length of tape" within
t he broadest nmeaning of this term the subject-nmatter

of clainse 1 and 2 differs fromthe known printing
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nmechani sm and postage neter by the foll ow ng features:

(1) the printing stations are thermal printing
stations which are di sposed adj acent to each
ot her;

(ii) the provision of a first thermal printing station
havi ng a specific construction conprising a
rotatable printing drum surrounding a heat source
and carrying on a portion of its circunference a

SCreen,;

(iti) the provision of nmeans for dispensing a thernal
ink transfer ribbon to travel in conjunction with
the tape past the first and second therma
printing stations; and

(tv) the provision of an idler belt carried by rollers
provi di ng support for the tape and thermal ink
transfer ribbon to bring the tape and the ribbon
into and out of contact with the circunferenti al

portion of the printing drum

The Board is of the opinion that the provision of
features (i) and (iii) alone would have fallen within
the conpetence of a skilled person. Printing nmechani sns
enpl oying thermal printing stations were w dely known
at the clained priority date as alternatives to
mechani cal and ink jet printing neans. Such nechani sns
are for instance shown in docunents D2 (GB-A-2 101 740;
cf. in particular Figures 1, 3, 6 and 9; page 1,

lines 5 to 10 and 32 to 36; page 2, lines 83 to 107;
and page 6, lines 57 to 76), D3 (US-A-4 429 318; cf. in
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particul ar the abstract; Figures 4 and 5; and colum 2,
lines 27 to 68) and D4 (US-A-4 447 818; cf. in
particul ar the abstract; the drawing; colum 1, lines 6
to 54; colum 2, lines 22 to 63; and colum 4, lines 1
to 5). Wshing to nmake use of the properties and

advant ages associated with thermal printing stations,

wi t hout abandoni ng the advantages known from D1 to be
obt ai nabl e by the provision of separate printing
stations for the printing of fixed and variable
information, the skilled person would have readily

t hought of replacing in the nechanismof D1 the
mechani cal printing neans as well as the ink jet
printing neans each by a thermal printing neans.
Followi ng this idea, he would have been aware of the
fact that conventional thermal printing neans can only
be arranged adjacent to each other, as is shown by each
of documents D3 and D4. Moreover, unless specific

requi renents, such as, for instance, printing in
different colours (cf. D4), had demanded the use of
separate ink transfer ribbons, the skilled person would
have been immedi ately aware of the fact that only a
single ribbon woul d be needed for both printing
stations and that the provision of nore than one ribbon
woul d have rendered the printing nechani sm

unnecessarily bul ky and costly.

However, the Board cannot share the appellant's view
that the provision of features (ii) and (iv) would al so
have been obvious to the skilled person. It is the
conbi ned effect of these two features which achieves

t he object of "en-bloc" printing of the fixed indicia
and evidently results in a speedier and nore secure

printing of the indicia than woul d have been possibl e
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with a conventional thermal printing station
cooperating with a roller and printing on a |ine by
line basis, as known from any one of docunents D2 to
D5. In fact, none of the available prior art docunents
even contains an indication as to the idea of "en-bloc"
printing by thermal printing neans, not to nention the
cl ai med specific technical details of the first
printing station defined by feature (ii) and their
cooperation with a specific support for the tape and
the ribbon defined by feature (iv). For these reasons,
t he skilled person would not have found in the prior
art any suggestion for thermal "en-bloc" printing.

Wt hout such suggestion, however, he could have only
arrived with the benefit of hindsight at the subject-
matter of clains 1 and 2 of the third auxiliary

request .

In the oral proceedings the appellant alleged that the
public would be msled if the invention were to be seen
in the specific construction of the first therma
printing station, since nothing in the application or
patent docunents as published had |l ed a skilled reader
to think that such details would constitute the
invention. In this context, the appellant even
considered the possibility of requesting an additional
search be conducted. The Board finds this allegation to
be unfounded because of the fact that at |east sone of
the structural features of the first thermal printing
station essential for performng "en-bloc" printing,
nanely the provision of a rotatable drum which supports
a screen containing the fixed indicia, are the subject
of dependent claim4 as granted. Although the appell ant

attacked the patent in its entirety, no prior art
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evi dence was produced which would provide an indication
as to a thermal printing nechani sm show ng these

essenti al features.

3.5 For these reasons, independent clains 1 and 2 of the
third auxiliary request define novel and inventive
subj ect-matter and thus conply with the requirenents of
Article 52(1) EPC

4. Dependent clains 3 to 11, which correspond to clainms 3
and 5 to 12 as granted, respectively, relate to
specific non-trivial enbodinents of the postage neter
and conply with the requirenents of the EPC as well.

The description on file is in accordance with the
wor di ng of the allowable clainms. Since even the closest
prior art as given by docunent D1 does not show a first
printing station of the clainmed construction, the Board
consi ders an anendnent to the description by adding a
reference to D1 to be superfluous. Thus, the Board is
satisfied that the description too neets the

requi renents of the EPC

Or der

For these reasons it is decided that:

The deci sion under appeal is set aside.

The case is remtted to the first instance with the order to
mai ntain the patent on the basis of the respondent’'s

(patentee's) third auxiliary request.
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The Regi strar: The Chai r man:

M Beer G Davi es
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