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Summary of Facts and Subm ssi ons

0740.D

Eur opean patent No. 0 249 651 based on application
No. 86 110 646.6 and claimng a priority date of

18 June 1986 was granted with effect from5 February
1992 on the basis of nine claims. Claim1l reads as

foll ows:

"Green glass of soda |line type having a dom nant

wavel engt h between 562 and 567 nmand a filtering power
for ultraviolet light with wavel ength between 350 and
450 nm hi gher than 95% both nmeasured on test pieces of
5 mm t hi ckness, containing as main conponents Si Q

bet ween 67 and 74% Al ,O, between 0 and 4.5% CaO
between 6 and 13% MO between 0 and 6% Na,O between 10
and 15% KO between 0 and 5% and al so containing as
colouring agents Fe,O, C,0, in a nutual ratio of 2 or

| ower, and sul phides in a concentration of 0.005% or

| ower".

The respondents (opponents) filed a notice of
opposition requesting the revocation of the patent on
the grounds of non-patentability pursuant to

Articles 52 to 57 EPC, in particular |ack of novelty.
The respondents' argunents in support of these grounds
were based on two instances of public prior use. It was
al l eged that glass bottles having the clainmed
characteristics had been marketed by the respondents as
wel | as by the appellants (patentees) before the
priority date of the patent in suit. As evidence of the
i nstances of public prior use, the respondents relied
inter alia on the foll ow ng docunents:
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D1: EP-B-0 037 346,

D5: Letter fromAvir to Saint-CGobain Enbal | age dated
25 March 1986,

D6: Letter fromAvir with annexed reports of BG RA
dated 16 June 1986,

D7: Letter dated 23 January 1987 with "Menoria per
Avir S.p.A " to the tribunal of MIano,

D9: Stazione del vetro, results of analysis,

D10: "Procés-verbal de constat"” of 5 April 1993 and
8 Decenber 1993, pages 1 to 40.

In a decision posted on 26 January 1994, the patent was
revoked on the grounds that the subject matter of
clainms 1 and 10 | acked novelty. The opposition division
did not accept the appellants' argunments chall enging
the adm ssibility of the opposition and consi dered the
opposition adm ssible. It took the view that the
subject-matter of claim1 was not novel over the public
prior use of glass bottles produced by the respondents.
D10 reveal ed that these bottles were sold and delivered
to a custoner, a chanpagne producer, before the
priority date and that they had a conposition and
optical properties satisfying the conditions defined in

claim1l.

The appel |l ants | odged an appeal against this decision
on 31 March 1994 and paid the corresponding fee on the
sane date. A statenent of grounds of appeal was filed
on 1 June 1994. In a conmmunication enclosed with the
summons to oral proceedings, the parties were inforned
of the board's provisional opinion on the admissibility

of the opposition. In the course of the appeal
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procedure further evidence (D12 to D23) was filed by

both parties. Oral proceedi ngs were held on 28 Novenber

1996. At the hearing the respondents filed additional

docunents, in particular two witten declarations Dl8a

and Dl19a containing the sane statenents as the previous

decl arations D18 and D19 but in which the signature had

been certified by a "notaire". O the additional

docunents cited by the parties at the appeal stage,

only the follow ng ones are of inportance for the

present deci sion:

D12: Letter fromdott. P. Ercole to Stazione
sperinmental e del vetro dated 13 April 1994,

D13: Letter from Stazione sperinental e del vetro dated
27 April 1994,

D14: Letter fromdott. P. Ercole to Vusu-d ass
Institute dated 14 April 1994,

D15: Fax from Vusu dated 29 April 1994,

D18a: "Déclaration sur |'honneur" by M Le Goff dated
21 Cctober 1996, certified by a "notaire",

Dl19a: "Déclaration sur |'honneur" by M de Bengy dated
21 Cctober 1996, certified by a "notaire",

D22: Three letters from Chanpagne Billecart-Sal nmon to
Sai nt - Gobai n Enbal | age dated 6 January 1986,
12 May 1986 and 3 June 1986,

D23: Letter from Chanpagne Billecart-Sal non to Saint-
Gobai n Enbal | age dated 30 Oct ober 1996.

At the appeal stage, the appellants continued to
contest the adm ssibility of the opposition in witing.
However, they did not maintain this objection at the
heari ng and abandoned their request to reject the
opposition as inadm ssible. The argunents put forward

by the appellants can be summari sed as foll ows:



0740.D

- 4 - T 0301/ 94

In the appellants' view, D10 shoul d have been

di sregarded as not being submitted in due time pursuant
to Article 114(2) EPC. The bottl es produced by the
respondents had not been nmade available to the public
before the priority date since there was no realistic
chance for persons skilled in the art to get access to
the unfilled bottles shipped fromthe respondents’

prem ses to the prem ses of the chanpagne producer
Articles stored wthin the prem ses of a conpany were
not available to the public.

At the hearing, the appellants acknow edged that a
skilled person woul d have been able on the priority
date to determ ne the sul phide content even at |ow
concentrations of 0.005 wt% or |ess. They contended
however, that it was not common general know edge on
the priority date that a green glass having a high W
absorption mght contain a very | ow anpunt of

sul phi des. Thus, when anal ysing such a gl ass the
skilled person would not have paid attention to the
sul phi de concentration, high sul phide concentrations
bei ng known only in connection with anber gl ass.
Therefore, he would not have carried out a sul phide
anal ysis as confirnmed by D12 to D15. The sul phi de
concentration of the glass was a secret or a "hi dden"
feature within the nmeaning of decisions G 1/92, item3
(Q) EPO, 1993, 277) and G 2/88 (QJ EPO, 1990, 93, 469).
The gl ass conposition was thus not nade available to
the public. The principle stated in G 1/92 whereby the
whol e conposition of a product was disclosed if the
product coul d be anal ysed did not apply to the present

case where one feature was de facto a secret one. In
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this context, the appellants requested that the
followi ng point of law be referred to the Enl arged
Board of Appeal

"I's the conposition of a commercialized chem ca

product accessible to the public inits entirety if at

| east one of the conponents was not recognizable for a
person skilled in the art on the basis of the know edge
at the priority date, in particular in case the

conponent is present in an unusual small amount."”

Furthernore, the requirenent of reproducibility stated
in G1/92 was not net. A skilled person would not have
been able on the basis of what was generally known on
the priority date to reproduce the green glass w thout
undue burden. Wthout the teaching of the patent in
suit routine experinentation would not have led to the
desired result as confirmed by D13. Specific conditions
had to be fulfilled such as the hearth tenperature and
t he correspondi ng reduci ng power (redox nunber). If the
tenperature had not been adequate, then the sul phide
content woul d have had too high a value and the UV-
absorbi ng properties woul d have been inpaired. Thus, a
t remendous nunber of experinments woul d have been
necessary to find out the tenperature and the reducing
conditions leading to the desired optical properties.
Therefore, the conposition of the glass was not

avai l able to the public.

The appel l ants argued that as the dates of the invoices
were close to the priority date, they were not sure
whet her the shipnments of bottles had reached the

prem ses of the chanpagne producer before the priority
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date. In their view, it was established practice in
many conpani es throughout the world that invoices were
sent considerably earlier than the correspondi ng

shi pnent of articles. D10 did not unanbi guously show
that the anal ysed bottles were those produced and
delivered before the priority date. Doubts were
expressed as to whether only one production run was
carried out in view of the fact that the orders
extended over a period of six nonths. The appellants
guestioned the probative value of declarations D18 and
D19, pointing out that they were nere statenments of a
party with no | egal consequence in case of a fal se
decl aration. No conments were made as regards the
corresponding certified declarations Dl8a and Dl19a.

The respondents presented inter alia the foll ow ng

argunment s:

The sale of bottles to a custoner, such as a chanpagne
producer, in a purely commercial operation and thus

wi t hout obligation of confidentiality, constituted a
public act. D13 and D15 did not permt the conclusion
that a skilled person would not have consi dered

anal ysi ng the sul phide content of a green glass. As a
skill ed person woul d have been aware of the inportance
of the sul phide content and its influence on gl ass

col our before the priority date (see D1, and anber

gl ass), he woul d have anal ysed t he sul phide content.
Moreover, it followed from G 1/92 that the question
whet her or not a skilled person woul d have anal ysed the

mar ket ed bottl es was not rel evant.

A skilled person, knowi ng that the glass contained | ess
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t han 50 ppm sul phi des, woul d have had no difficulty in
reproduci ng the glass. The tenperature of nore than
1200°C in the proximty of the furnace di scharge nouth
was usual for this kind of glass and corresponded to
the desired viscosity. It was not necessary to know the
redox nunber of the vitrifiable m xture to reproduce
the glass. A skilled person would have introduced
reducing materials into the starting m xture and
nmeasured the dom nant wavel ength of the obtained gl ass.
He woul d then have re-adjusted the col our by the
addition of coal or sulfate, depending on whether the

gl ass was too green or too yell ow

The respondents argued that it was not usual practice
in France to send invoices prior to shipnent of the
products. D19a and D23 proved that the issue of the

i nvoi ces and the shipment of the bottles were
concomtant. As the custoner's prem ses were situated
only about 10 kmfromthe glass factory, it was evident
that the bottles were delivered on the sane day.

D18a showed that there was only one production run in
1986 for the bottles designated "Billecart SalmSP 77.5
CH F." and that the conposition of the glass was not
changed during this run. The sane starting nmaterials
were used during the whole run and daily tests were
carried out so that the slightest fluctuations could be
conpensated. Therefore, the anal ysed bottles
necessarily had the sane conposition as the bottles
delivered before the priority date. Concerning the

i nvoi ce of 21 March 1986, the respondents expl ai ned

that the bottles with the reference "Billecart Salm SP
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77.5 CH F" could be distinguished fromthe bottles
designated "Billecart Salnon 77.5 CH 81" in particul ar
by their colour and by the different marks on the
bottom corresponding to the different places of
producti on.

The appel l ants requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted. They further requested that the point of |aw
menti oned above (itemV) be referred to the Enl arged
Board of Appeal if the board did not agree with the
opinion that a skilled person would not have anal ysed
t he sul phi de concentration on the priority date. The
respondents requested that the appeal be dism ssed.

Reasons for the Decision

1

0740.D

The appeal is adm ssible.

The appel |l ants argued that D10 shoul d have been

di sregarded by the opposition division under

Article 114(2) EPC since it had been submtted after
expiry of the opposition period and was not rel evant.
The board shares the opposition division's opinion that
D10 is of such relevance that it had to be introduced
into the proceedi ngs. The reasons for this are readily
apparent fromthe follow ng considerations.

The respondents contended that green glass bottles
produced by thensel ves and exhibiting all the
characteristics recited in claim1l as granted had been
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sold to a custoner, nanely a chanpagne producer, before
the priority date.

D10, which was submtted by the respondents as evidence
of this alleged prior use, conprises a first "proceés-
verbal de constat” drawn up by a "huissier de justice"
and dated 5 April 1993 and a second one dated

8 Decenber 1993, as well as the enclosures referred to
in these reports. The evidentiary value of such
official reports drawn up by a "huissier de justice"
was no | onger questioned at the appeal stage. D10 and
its enclosures reveal the follow ng:

In April 1986 chanpagne bottles having a special shape
were produced by the respondents in their factory in
Ory, on the order of a customer, Billecart-Sal non SA,
producer of chanpagne. The respondents submtted that,
because of the special formof these bottles, they were
produced only once a year in a single production run
when ordered by the said customer. The report of the
correspondi ng production run (page 7 of D10) shows that
182 160 bottles designated "Billecart Salm SP 77.5,
bague SP.BS, teinte CH F' were produced in one run of
six days from15 to 21 April 1986. A letter fromthe
chanpagne producer confirns that he had ordered 140 000
of these special bottles on 6 January 1986 (see D22,
page 1). D10 al so conprises invoices dated 21 May 1986,
22 May 1986, 23 May 1986 and 13 June 1986, ie before
the priority date, concerning the sale and delivery of
75 834 bottles having the sane reference as in the run
report. The additional invoices dated 18 June 1986,

19 June 1986 and 7 July 1986 show that further bottles

produced in the sane canpai gn were al so delivered on
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and after the priority date. According to D10 the
bottl es of special shape produced in 1986 in the
factory at Ory can be distinguished fromother bottles
produced in a different year and in another factory by
different marks on the bottom (for 1986: the letter T
surrounded with six dots and for the factory at Qry:
the letters S and Gwith two points in between). On

8 July 1986 a nunber (21 134) of the delivered bottles
were used to bottle chanpagne at the prem ses of the
chanpagne producer. The bottl es which were renoved by
the "huissier de justice" fromthe cellar of the
chanpagne producer on 5 April 1993 bore the two said
mar ks on the bottom and canme fromthis bottling
operation (see D10 pages 2, 4 and 5). Six of these
bottl es were anal ysed by two different |aboratories
(the |l aboratories of the Institut National du Verre in
Bel gi um and of Sai nt-Gobain Recherche). The anal yses
encl osed in D10 show that the results obtained by both
| aboratories for the conpositions and the optical
properties all fall within the ranges defined in
claim1 of the patent in suit and that they are in

sufficient agreenent with each other to be reliable.

The appel | ants expressed doubts as to whether the
bottles nmentioned in the invoices dated earlier than
the priority date, ie 21 May, 22 May, 23 May and

13 June 1986, had really been delivered to the

consi gnee before the priority date. It was argued in
this respect that in many conpani es throughout the
worl d invoices were sent considerably earlier than the
correspondi ng shipnment of the articles. However,
according to the "déclaration sur |'honneur"” by the

"Responsabl e administratif et financier" in the
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respondents' conpany (D19a) invoices relating to the
delivery of bottles to customers are issued
concomtantly with the shipnent of the bottles fromthe
factory and this was already so in 1986. The issuing of
t he i nvoices occurs as soon as the delivery order is

i ssued by the factory when the bottles are shipped, and
notification thereof is effected by an E.D. P. system
The custoner hinself confirmed that the invoices
concerning the supply of bottles fromthe respondents
were sent sinultaneously wth the delivery of the
bottles (see D23). The board has no reason to doubt

t hese statements, which were not contested by the

appel lants. As the prem ses of the chanpagne producer
Billecart-Sal non are situated, according to the
respondents' uncontested statenent, about 10 km from
the factory, it is also credible that the bottles were
supplied to the consignee on the sane day or days

i medi ately followng. Aletter fromthe chanpagne
producer dated 12 May 1986 and addressed to the
respondents shows that a first delivery of the bottles
designated "speciales Billecart-Sal non" was pl anned for
20, 21, 22 and 23 May 1986 (see D22). In view of the
docunents provided in evidence and of the concordance
of their content the board is convinced that the
bottles with the reference "Billecart-SalmSP 77.5 CH F
SP. BS" nentioned in at |east the three invoices dated
21, 22, 23 May 1986 (ie 72 864 bottles) had been
delivered to the chanpagne producer before the priority
date (18 June 1986). In this context, the board notes
that the EPC does not contain any restrictions with
regard to the kind of evidence which can be produced in
proceedi ngs before the European Patent O fice and that

the principle of free evaluation of evidence applies to
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any kind of evidence submtted in these proceedings
(see Singer, "Europaisches Patentiberei nkonmen", 1989,
pages 507, 509 and 513). The probative value of a
"“déclaration sur |'honneur", the signature of which was
certified by a "notaire", depends on the particul ar
circunstances of the case.

Moreover, it was not disputed that the sale of the said
bottles to the chanpagne producer took place wthout
any obligation to maintain secrecy (tacit or express
obligation). In these circunstances, and foll ow ng the
wel | -established case | aw of the boards that a single
sale is sufficient to render the sold product avail able
to the public, provided the buyer is not bound by an
obligation to maintain secrecy (see for exanple

T 482/89, Q) EPO, 1992, 646), the board cones to the
conclusion that the bottles sold and delivered to the
chanpagne producer before the priority date were nade
avai l able to the public.

Taking into account that the "Billecart SalmSP 77.5
CH. F. SP.BS" bottles nentioned in the invoices were not
all delivered to the consignee before the priority
date, the question arises whether or not the chanpagne
bottles filled on 8 July 1986 and renoved fromthe
custoner's cellar for analysis were bottles received
before the priority date and, if not, whether the glass
conpositions reported in D10 are representative of al
the bottles produced from1l5 to 21 April 1986. The
bottles delivered before the priority date cannot be

di stingui shed fromthose delivered thereafter either by
their form their colour or a mark thereon. Although

t he nunber of bottles delivered between the priority
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date and the date of the chanpagne bottling (8 July
1986) is sonmewhat |ower than the nunber of bottles
delivered before the priority date, it is however
conparatively high. In these circunstances, the
possibility that all six bottles anal ysed were received
after the priority date cannot be ruled out. In this
context, the respondents have provided a "décl aration
sur |'"honneur"” by the director of the respondents'
factory in OQry (D18a) in which it is stated that in
1986 a single production run was carried out in this
factory from15 to 21 April 1986 for the production of
t he chanpagne bottles with the reference SP 77.5
Billecart Salnon in conpliance with an order placed by
a customer, Billecart Salnon, and that the conposition
of the glass used to produce these bottles had not been
changed during this run. At the oral proceedings, the
respondents further explained that the sanme starting
materials were used during the whole run and that
conposition anal yses were perforned during this run as
well as daily checks on the bottles' colour, so that
eventual fluctuations m ght be conpensated by action on
the batch conposition. The board sees no reason to
doubt the veracity of these statenents and expl anati ons
taking into account that (i) the production run was
carried out to fulfil a customer's order of 140 000
bottles of a specific kind in January 1986 (see page 1
of D22), (ii) the designation of the bottles, in
particular the colour "CH F" indicated in the report of
t he production run (page 7 of D10), is also nentioned
in all the invoices concerning the delivery of the
ordered bottles, whether they were dated before or
after the priority date, and (iii) there are no

apparent reasons why the bottle manufacturer would have
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changed the col our and hence the conposition of the
ordered bottles, thus deviating fromthe custoner's
order. It should also be noted that, contrary to the
appellants' allegation, it is not the order of the

140 000 bottles which extended over a period of several
nmont hs, but the delivery of these bottles. For the
precedi ng reasons, the board considers that the results
of the analysis shown on pages 26 to 40 of D10 are
representative of the "Billecart SalmSP 77,5 CH. F.
SP.BS" bottles delivered either before or after the
priority date.

At the oral proceedings the respondents further
expl ai ned that the special "Billecart SalmSP 77.5

CH F. SP.BS" bottles could be easily distinguished from
the bottles with the reference "Billecart Salnmon 77.5
CH. 81 SP.BS', which were both nentioned in the invoice
of 21 May 1986, in particular by their colour and by
the different mark identifying the place of production
on the bottom the latter bottles having been produced
in adifferent factory. These facts renmai ned
uncontested. Furthernore, there is also no doubt that
the shape of the said special bottles was sufficiently
different fromthat of normal chanpagne bottles

possi bly produced in 1986 in the sane factory and
delivered to the sane custoner. In these circunstances,
the board is convinced that the bottles renoved from
the custoner's cellar were those referred to as
"Billecart SalmSP 77.5 CH. F. SP.BS" in the invoices

concer ned.

According to the opinion of the Enlarged Board of
Appeal in G 1/92 (QJ EPO, 1993, 277), the chemi cal
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conposition of a product is state of the art when the
product as such is available to the public and can be
anal ysed and reproduced by a skilled person,
irrespective of whether or not particular reasons can
be identified for anal ysing the conposition.

It follows fromthe considerations initens 3.1 and 3.2
above that green glass bottles produced by the
respondents from 15 to 21 April 1986 and having the
conposi tion, dom nant wavel ength and filtering power
characteristics reported in D10 were made available to
the public before the priority date. Therefore,
following G1/92, if the two requirenents of

anal ysability and reproducibility were fulfilled, the
said chem cal conposition of the green glass as well as
the optical paranmeters, ie dom nant wavel ength and
filtering power would be state of the art taking into
account that these optical paraneters represent
intrinsic characteristics of the glass conposition, and
not characteristics depending on a particular use or
application of the gl ass.

As regards the analysability of the glass, the
appel l ants expressly declared at the oral proceedi ngs
that a skilled person woul d have been able to determ ne
the conposition of the said green glass before the
priority date, including the |ow sul phide
concentration, using the nethods of anal ysis known at
that time. Furthernore, both the "Stazione sperinental e
del vetro" and the "BG RA" had been able to determ ne

| ow contents of sul phides in green glass before the
priority date, as shown by the correspondi ng docunents

D6 and D9 reporting said anal yses, and these reports
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did not contain any restriction or warning as regards
t he accuracy of the results. In these circunstances,
t he board considers that a skilled person would have
been able to determ ne sul phide concentrations of
0.005%or less in a green glass with sufficient
accuracy before the priority date.

The appel l ants' argunents that a skilled person woul d
not have been able on the basis of the comon general
knowl edge on the priority date to reproduce the green
gl ass having the conposition and the optical properties
stated in D10 wi thout undue burden are not convincing.
It was not disputed by the appellants that a skilled
person knowi ng the glass conposition would al so have
been aware of the approxi mate tenperature which has to
be used at the proximty of the furnace discharge nouth
to obtain the desired viscosity allowi ng the subsequent
form ng operation, and that a tenperature of above
1200°C was usual for this kind of glass. As regards the
reduci ng conditions, there is also no doubt that the
met hod of preparation of amber glass belonged to the
common general know edge before the priority date, and
therefore that it would have been well known to a
skilled person how to prepare a glass in a reducing
environment in order to forma relatively high anount
of sul phide ions. The fact that the green glass to be
produced contains a | ower anmount of sul phide ions than
anber gl ass does not nmean that a skilled person woul d
not have been able to arrive at such a glass. It would
have been immedi ately apparent to a skilled person that
the rel ative anmount of reducing conponents to oxidising
conponents in the batch conposition had to be changed.
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Thus, as pointed out by the respondents, a skilled
person woul d have started with a certain anmount of
reduci ng materials such as coal and/or blast furnace
slag in the batch m xture and woul d have neasured

ei ther the sul phide content of the obtained glass (or
its dom nant wavel ength), and then re-adjusted the

sul phi de anmount (or the colour) by nodifying the anount
of reduci ng agent or oxidising agent dependi ng on

whet her the sul phide anmobunt was too | ow or too high (or
the glass too green or too yellow). Therefore, even

wi t hout knowi ng the redox nunber of the vitrifiable

m xture, a skilled person would have been able by
routi ne experinentation to reproduce the green gl ass
havi ng the said conposition. The statement in D13 that
"a continuous production in an industrial plant would
have required rather long tinmes, particularly in the
early experinental stages" does not prove that the
requi rement of reproducibility set out in G 1/92 is not
met. What is required in this decision is not that
conti nuous production on an industrial scale be
possi bl e wi t hout undue burden, but that a skilled
person be able to prepare the product w thout undue
burden on the basis of his general technical know edge
and know ng the conposition or internal structure of

t he product, whatever the scal e of production

(l aboratory, pilot or industrial scale).

The appel |l ants argued that the sul phide concentration
of the glass was a "hidden" or secret feature in the
sense of decisions G 2/88 and G 1/92 (item3). In the
appel lants' view, as it was not conmon gener al

knowl edge on the priority date that a green gl ass

having a high UV absorption mght contain a very | ow
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amount of sul phide, the skilled person would not have
carried out a sul phide analysis and, therefore, the

gl ass conposition was not nmade avail able to the public.
The board cannot follow this |ine of argunent for the

foll ow ng reasons:

Item 3 of opinion G 1/92 refers to the use of a known
conpound for a particular purpose, based on a new
technical effect as defined in G 2/88, and it is stated
in this context that such characteristics cannot be
regarded as having al ready been nmade available to the
public when the conpound itself is available to the
public. The situation considered by the Enl arged Board
of Appeal is however different fromthat of the present
case, since it concerns a claimrelating to a new use
of a known conpound reflecting a newly di scovered
technical effect and not a claimto the conpound
itself. It is the new technical effect which
constitutes a hidden or secret feature, not the
conposition itself or one conponent thereof.

Furt hernore, when arguing that the chem cal conposition
of the green glass was not nmade available to the public
because the skilled person woul d not have anal ysed the
sul phi de content on the basis of the commobn general
know edge at the priority date, the appellants in fact

i ntroduce an additional requirenent for the chem cal
conposition to be available to the public. This
additional requirenent is that the skilled person
shoul d be able to recognize a priori, on the basis of

t he common general know edge, which conmponents the
comercially avail abl e product m ght contain and in

whi ch armounts. Such an additional requirenment woul d not
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be in agreenent with the essence of opinion G 1/92,
where only anal ysability and reproducibility of the
commercially avail abl e product are required for its
chem cal conposition to be state of the art. According
to opinion G1/92, it is the fact that direct and
unanbi guous access to some particular information is
possi bl e which nmakes the | atter avail abl e, whether or
not there is any reason for looking for it. As, in the
present case, the skilled person would have been able
to both anal yse the comercially avail able green gl ass
usi ng the anal ytical nethods known at the priority date
and reproduce it w thout undue burden, the chem cal
conposition of this glass is state of the art even if
it had not been common general know edge that a green
glass with high UV absorption mght contain a
relatively | ow, but neasurable, anmount of sul phides. In
t hese circunstances, there is no need to investigate
whet her D12 to D15 prove that the skilled person woul d
not have determ ned the sul phide concentrati on of such

a gl ass.

The question for referral to the Enl arged Board of
Appeal reads as follows: "Is the conposition of a
comerci ali zed chem cal product accessible to the
public inits entirety if at |east one of the
conponents was not recognizable for a person skilled in
the art on the basis of the know edge at the priority
date, in particular in case the conponent is present in
an unusual small anmount”. It is inplicit fromthe
context in which this question was submtted at the
oral proceedings that the said non-recogni sabl e
conmponent or the conponent present in an "unusual snal

anount” coul d be anal ysed on the priority date using
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t he anal ytical nethods known on that date. However, in
t he appellants' view, if the skilled person was not
aware, on the basis of the general know edge on the
priority date, of the fact that at |east one of the
conponents m ght be present in the product or mght be
present in an "unusual small" amount, he woul d not
performan analysis of this conponent and, therefore,

t he chem cal conposition of the marketed product woul d
not be available to the public. In other words, for the
chem cal conposition of a nmarketed chem cal product to
be available to the public, the skilled person should
be able to recognize a priori (ie before perform ng an
anal ysis), on the basis of the general know edge on the
priority date which conponent(s) the product m ght
contain or whether a conponent m ght be present in a
very small anount. Wth such an additional requirenent,
products which are commercially avail abl e, anal ysabl e
and reproduci bl e woul d be renmoved fromthe public
domain only because it was not common general know edge
on the priority date that at |east one of the
conponents m ght be present therein or m ght be present
in avery small anmount. There is no support in the EPC
for such an additional requirenment. As pointed out in
opinion G 1/92 and already indicated in the preceding
point, "it is the fact that direct and unanbi guous
access to sone particular information is possible,

whi ch makes the latter avail able, whether or not there
is any reason for looking for it". If the comrercially
avai |l abl e product can be anal ysed using the anal ytical
met hods known on the priority date, then it is

irrel evant whether or not a skilled person would

anal yse the product or a conponent thereof, or whether

there are reasons for not analysing a particul ar
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conponent. The board therefore conmes to the concl usion
that when a commercially avail abl e product can be

anal ysed by the anal ytical nethods known on the
priority date and can al so be reproduced, its chem cal
conposition is state of the art even if a skilled
person could not have recognized a priori (ie before
perform ng an anal ysis), on the basis of the common
general know edge on the priority date that at |east
one conponent was present in the product, or was
present in an "unusual small" anmount. Taking into
account that the answer given by the board to the
guestion submtted follows clearly fromthe previous
case law (see T 952/92, QJ EPO 1995, 755; T 406/86 QJ
EPO, 1989, 302; T 390/88 not published in QJ) and is in
conpl ete agreenent with the essence of opinion G 1/92,
whi ch overrul ed decision T 93/89 (QJ EPO 1992, 718),

t he board has decided not to refer this question to the
Enl arged Board of Appeal

It follows fromthe above that the green glass having
the characteristics recited in claiml1l of the patent in
suit does not differ fromthe green glass produced and
sold by the respondents before the priority date.
Therefore, the subject matter of claim1l as granted
does not neet the requirenent of novelty set out in
Articles 52(1) and 54(2) EPC. For this reason the
appel l ants' request that the patent be maintained as

grant ed nust be refused.

In view of these findings, it was not necessary to
exanmi ne the alleged prior use based on the conmmerci al
avai lability of glass bottles produced by the

appel | ant s.
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Or der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request to refer a question to the Enl arged Board

of Appeal is rejected.

The Regi strar: The Chair man:

P. Martorana P. A M Lancgon
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