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Summary of Facts and Subm ssi ons

3246.D

Eur opean patent application No. 89 116 770. 2
(publication No. 0 349 022) is a divisional application
froman earlier application No. 86 101 172.4
(publication No. 0 192 093)("the parent application").

The parent application relates to a sem conduct or
device with an interconnection |ayer for

i nterconnecting sem conductor regions of different
conductivity types. The particular structure in
accordance with the invention is described with
reference to a nunber of different sem conductor

devi ces. Thus Exanples 1 and 2 describe CMOS static RAM
cells with reference to Figures 5 to 12. Exanple 3
describes a pull-up elenent with reference to

Figures 13 to 15, Exanple 4 describes a CMOS inverter
with reference to Figure 16, and Exanple 5 describes a
bi polar CMOS inverter with reference to Figures 17 and
18.

Exanple 2 refers to the formation of the p-n junction
di ode of Exanple 1, and states that in Exanple 2, the
p- and n-type diffusion regions constituting the p-n
junction diode are set to be higher than 10“cnm®, and
that the p-n junction diode serves as an Esaki di ode,
the forward bi asing characteristics of which provide a
tunnel effect. The characteristics of the Esaki diode
are described with reference to Figure 12, and it is
expl ai ned that such characteristics result in inproved
characteristics for the RAMcel | .
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Bet ween the end of Exanple 2 and the beginning of
Exanpl e 3, the parent application contains the
foll ow ng paragraph at page 14 lines 4 to 9:

"The present invention is exenplified by Exanples 1 and
2 of CMOS static RAM cells. However, the present
invention is not limted to the CMOS static RAM cel | s,
but can be extended to various types of sem conductor
devi ces. Sonme ot her exanples will be described

herei nafter."

The parent application as filed contained 10 cl ai s,
claims 1 to 7 defining a sem conductor device, and
clains 8 to 10 defining a nmethod of manufacturing such
a device. Caim1l defines a sem conductor device
including inter alia an interconnection |ayer, and
first and third sem conductor regions being adapted to
forma p-n junction diode. Caim2 defines a device
according to claim1, characterised in that said p-n
junction diode is an Esaki diode. Clains 8 and 10 are

met hod clains corresponding to clainms 1 and 2.

The present divisional application as filed contained a
description which corresponds to that of the parent
application except for sone changes which wll be
referred to later. It contained just one claim which
defined a sem conductor device in the formof a pull-up

el ement .
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L1l The Exam ning Division issued a conmuni cati on under
Article 96(2) EPC in which objection was raised agai nst
the said claimon the ground of |ack of inventive step.
In response the applicant filed an anmended cl ai m
readi ng as foll ows:

"11. A sem conductor device conprising a first

sem conductor region (201) of a first conductivity

type, a second sem conductor region (202) of a second

conductivity type, and an interconnection |ayer (203)

containing an inpurity of a second conductivity type,

wherein

- said first sem conductor region (201) forns a part
of a p-n junction diode (204);

- said interconnection |ayer (203) connects said
first sem conductor region (201) with said second
sem conduct or region (202), said first
sem conductor region being a drain region (201) of
a MOS transistor and said second sem conduct or
region being a gate electrode (202) of said MOS

transi stor;

- a third sem conductor region (204) of said second
conductivity type is provided which is fornmed in
said first sem conductor region (201) upon
diffusion of the inpurity fromsaid
i nterconnection |layer (203) to said first
sem conduct or region having the sane crystalline
sem conductor material as said third sem conduct or
regi on (204);

3246.D
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- said third sem conductor region (204) is adapted
to form together with said first sem conduct or
region (201) said p-n junction diode (204); and

- said p-n junction diode is an Esaki diode (204)."

The anmendnment to the claimof the divisional
application as filed consists in the addition of the
feature at the end of the claim that "said p-n
junction diode is an Esaki diode".

Followi ng further witten correspondence and oral
proceedi ngs, the Exam ning Division refused the
application on the ground that it had been amended in
such a way that it contained subject-matter which

ext ended beyond the content of the divisional
application as filed, contrary to Article 123(2) EPC
The reason for the refusal was essentially that the
anended claimdefined a pull-up elenment in which its p-
n junction diode is an Esaki diode, and such a

conbi nati on of features was not described in the
divisional application as filed (or in the parent

application as filed).
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Bef ore the Exami ning Division, the applicant contended
that there was a basis for the amended claimin the
parent application as filed, in particular in method
claims 8 and 10, which were intended to cover al

enbodi nents of the invention. Reliance was al so pl aced
upon the passage at page 14 lines 4 to 9 of the parent
application as filed (see paragraph Il above). This
passage had been omtted fromthe divisiona
application as filed.

However, the Exam ning Division held that it was not
possible to transfer matter fromthe parent application
to the divisional application after filing, and that
met hod clains 8 and 10 do not disclose the subject-
matter of the anmended cl ai m because they do not refer
to the first region as the drain and to the second
region as a gate of an MOS transistor. Furthernore, it
was held that Exanple 2 of the parent application

(i ncluding an Esaki diode) is an advant ageous

nmodi fication only of the CMOS RAM cell described in
Exanple 1, and that the addition of an Esaki diode
coul d not be regarded as an essential elenent of the

ot her enbodi nents of the invention described in
Exanples 3 to 5. Thus, even if it were possible to base
t he anendnment upon the content of the parent
application as filed, there was no disclosure of the

clai med conbination in the parent application as filed.

The applicant filed an appeal against the decision of
the Exam ning Division. In the statenent of grounds of

appeal it was contended that there was no basis in the
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EPC for conparing the present divisional application
with the divisional application as originally filed
(under Article 123(2) EPC). Article 123(2) EPC is only
applicable for conparing the present divisional
application with the earlier application (ie the parent

application) as originally fil ed.

In the case of a divisional application, Article 123(2)
EPC does not indicate whether the designation
"application as filed" relates to said divisional
application as filed or to its earlier parent
application as filed. Nevertheless, Article 76(1) EPC
explicitly states that a divisional application may be
filed only in respect of subject-matter which does not
extend beyond the content of the earlier application as
filed. This special provision according to

Article 76(1) EPC overrides the general provision
according to Article 123(2) EPC, as far as divisional

applications are concer ned.

Furthernore, the particular conbination of features of
the anended claimis disclosed in the parent
application as filed - see frompage 12, line 34, to
the first line of page 13 and Cains 1, 2 and 5.
Besides, fromthe original nethod Clains 8 and 10, it
can unanbi guously be inferred that, for all enbodi nents
descri bed, the p-n junction diode nay be a usual diode
or an Esaki diode. This is also clear from page 183,
lines 9 to 19, stating that, as conpared to Exanple 1,
the inpurity concentrations are set higher in

Exanpl e 2, providing the effect that the p-n junction

YA
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di ode serves as an Esaki diode. Furthernore, lines 4 to
9 of page 14 clearly state that the present invention
can be extended to various types of sem conductor

devi ces, of which sonme exanples are subsequently

descri bed.

In a comuni cati on which acconpani ed a sunmons to oral
proceedi ngs, the Board indicated inter aliaits
prelimnary view that the subject-matter of the anended
claimdid not seemto be disclosed in the parent
application as filed. In response, the applicant filed
two sets of clainms respectively formng a main request

and an auxiliary request.

Claim1 according to the main request reads:

"A sem conductor pull-up elenent (201, 202, 203, 204)

conpri sing

(a) a first sem conductor region of a first
conductivity type (p), which first sem conductor
region is the drain (201) of a MOS transistor; and

(b) a second sem conductor region of a second
conductivity type (n), which second sem conduct or

region is the gate (201) of said MOS transistor;

characterized in that

(c) an interconnection |ayer (203) containing an

inpurity of said second conductivity type (n)

connects said drain (201) and said gate (202);
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(d) a third sem conductor region of said second
conductivity type (n”) is provided in said first
sem conductor region upon diffusion of said
impurity of said second conductivity type (n) from
said interconnection |ayer (203) to said first
sem conductor region having the sane crystalline
material as said third sem conductor region; and

(e) said first and third sem conductor regions are
adapted to forma first p-n junction diode (204)
bet ween said drain (201) and said gate (202)."

Claim2 of the main request states that the di ode (204)
is an Esaki di ode.

Caim1l1l of the auxiliary request differs fromclaiml
of the main request in that after feature (e), it

i ncludes an additional feature (f) reading "said diode
(204) is an Esaki diode".

During the oral proceedings, the Board indicated its
prelimnary view that in a case such as the present, an
anended di vi sional application has to conply with the
requi renents of both Articles 76(1) and 123(2) EPC
Fol | ow ng a suggestion fromthe Board, the applicant
requested that the decision under appeal be set aside
and the case be remtted to the first instance on the

basis of the main or auxiliary request.
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After deliberation by the Board, the decision was
announced that the decision of the Exam ning Division
is set aside, that clains 1 to 3 of the nmain request do
not contravene the requirements of Article 76(1) or
123(2) EPC, and that the case is remtted to the first
instance for further exam nation as to whether the
application based upon the main request neets the

requi renents of the EPC.

Reasons for the Decision

1

3246.D

Applicability of Articles 76(1) and 123(2) EPC

As indicated in paragraph Il above, the present
(divisional) application as filed contained a
description with some changes fromthat of the parent
application as filed, and a cl ai mwhose subject-matter
differed fromthat clained in the clains of the present
application as filed. After the present application was
filed, anended clainms have been fil ed.

As indicated in paragraph V above, the applicant has
contended that the provisions which govern amendnents
to a divisional application are set out only in
Article 76(1) EPC, according to which the subject-
matter of a divisional application may not extend
beyond the content of the earlier (ie parent)
application as filed.
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In Decision T 441/92 dated 10 March 1995 (not published
in the Oficial Journal), the Board of Appea
considered the | egal requirements which are applicable
to a divisional application, and stated that "once the
conditions of Article 76(1) have been net, the

di visional application is to be exam ned as an
application quite separate fromthe parent application
and nust itself conply independently with all the
various requirements of the EPC. On this point, the
Board agrees with the practice, supported by the case
| aw of the Boards of Appeal (cf. T 1055/92 (to be pub-
lished), point 7 of the Reasons for the Decision and

T 284/ 85 of 24 Novenber 1989 (unpublished), points 2
and 3 of the Reasons for the Decision), according to
whi ch each divisional application nmust conply not only
with the requirenments of Article 76(1) EPC but al so
with those of Article 123(2) EPC'.

In the present Board' s view al so, the provisions of
Article 76(1) EPC govern the filing of a divisional
application, i.e. whether or not an application filed
as a divisional application is entitled to the filing
date of the parent application and has the sane benefit
of right to priority as the parent application. In so
far as anendnents in the divisional application
subsequent to its filing are concerned, the anended
application has to conply with the requirenent of
Article 123(2) EPC. In a case such as the present,
therefore, a divisional application has to conply with
the requirenents of both Article 76(1) EPC and

Article 123(2) EPC. Consequently, in the follow ng
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di scussion, the requirenents of both these Articles are
consi der ed.

Principles to be applied under Articles 76(1) and
123(2) EPC

In order to conply with Articles 76(1) and 123(2) EPC
the present divisional application nust not contain
subj ect-matter which extends beyond the content of the
parent application as filed, or the divisional
application as filed, respectively. In each case it is
the total information content of the original
application as filed that matters (see for exanple
Decision T 514/88 (Q EPO 1992, 570)). Such tota

i nformati on content nust be conpared with the content
of the divisional application as now proposed to be
anended, in order to determ ne whether the subject-
matter of the divisional application has been extended,
i e whether the divisional application as anended
contains additional subject-matter.

In the Decision of the Exam ning Division, when

consi dering whether Articles 76(1) and 123(2) EPC have
been conplied with, it seens that the content of the
parent application as filed, and of the divisional
application as filed, had been determ ned essentially
on a literal basis. Although not explicitly stated, it
appears that a "novelty test" has been applied when
conparing such content with the divisional application
as anmended. In the Board's view, such a litera

conpari son of the respective disclosures and such
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application of a "novelty test" is not appropriate in a
case such as the present, for the reasons set out

bel ow.

In Decision G 1/93 (QJ EPO 1994, 541), the Enl arged
Board of Appeal drew attention to the main purpose of
Article 123(2)(and (3))EPC, nanely "to create a fair
bal ance between the interests of applicants and the
pat entees, on the one hand, and conpetitors and ot her
third parties on the other...(Reasons, paragraph 8).
Furthernore, the Enlarged Board stated that "Wth
regard to Article 123(2) EPC, the underlying idea is
clearly that an applicant shall not be allowed to

i nprove his position by adding subject-matter not

di sclosed in the application as filed, which would give
hi m an unwarrant ed advantage and coul d be damaging to
the legal security of third parties relying on the
content of the original application" (Reasons,

par agraph 9).
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Fol l ow ng further discussion as to the effect of
Article 123(2) EPCin relation to a limting feature
which is added to the clains before grant (Reasons,

par agraphs 10 to 14), in paragraph 15 the Enl arged
Board stated that "It remains, however, to be

consi dered whether a limting feature necessarily has
al ways to be regarded as such subject-matter” (ie as
"subj ect matter which extends beyond the content of the
application as filed"). Then in paragraph 15 the

Enl arged Board stated that "Wether or not the adding
of an undi sclosed feature limting the scope of
protection conferred by the patent as granted woul d be
contrary to the purpose of Article 123(2) EPC to
prevent an applicant fromgetting an unwarranted
advant age by obtaining patent protection for sonething
he had not properly discussed and naybe not even
invented on the date of filing of the application,
depends on the on the circunstances..." (enphasis
added). In the remai nder of paragraph 15, particul ar

ci rcunstances are set out by way of illustration, in
whi ch the adding of an undisclosed |imting feature to
a claimmy or may not constitute "subject-matter which
ext ends beyond the content of the application as
filed".

In other words, the Enlarged Board has nade it very
clear that the addition to a claimbefore grant of an
undi sclosed Iimting feature may or nmay not violate
Article 123(2) EPC, dependi ng upon the circunstances.
It follows that the use of a "novelty test" wll not

al ways be appropriate in order to determ ne whether or

YA
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not an anmended application "contains subject-matter

whi ch ext ends beyond the content of the application as
filed". In particular, application of a "novelty test”
will not be appropriate in cases where a proposal for
amendnent involves the addition of a limting feature
to a claimof an application (as in the present case).
In this connection, pursuant to Article 15(2) RPBA, the
Board draws attention to the fact that it seens
doubtful that paragraph C.VI.5.4 of the CQuidelines,

whi ch states that "At | east where the anmendnent is by
way of addition, the text (under Article 123(2) EPC)
corresponds to the test for novelty”, is in conformty
with what is stated in paragraph 15 of Decision G 1/93.

The principles which are discussed in Decision G 1/93
are clearly applicable not only in the context of
Article 123(2) EPC, but also in the context of
Article 76(1) EPC

Application of the above principles iIn the present case
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In the present case, the main issue arises in relation
to claim2 of the Main Request (as well as in relation
to claim1l of the Auxiliary Request), as to whether the
anmended cl ai mred conbi nation of features, in particular
t he cl ai med conbi nati on of a "sem conductor pull-up
element” including "a first p-n junction diode (204)
between said drain (201) and said gate (202)" which is
"an Esaki diode", is allowable. As indicated in

par agr aph |1V above, the Examning Division in its

Deci sion held that such a conbination of features was
not described either in the parent application or in

t he divisional application as filed, so that the
amendnent violated Articles 76(1) and 123(2) EPC

The effect of the anendnment to the clains of the

di visional application which is set out in the main
request is to state specifically that the above-
identified clainmed conbination of features is subject-
matter for which protection is sought (Article 84 EPC):
in other words, that such subject-matter constitutes an
enbodi ment of the invention, and that protection is
sought for it. The question to be decided is,

therefore, whether this effect of the anendnent is such
as to "extend beyond the content of" either the parent
application (Article 76(1) EPC) or the divisional
application as filed (Article 123(2) EPC).

The first question to be considered is what is the
rel evant content of the parent application. This is
summari sed in paragraph Il above. In particular,

claim 1l defines "a seni conductor device" which includes
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"a p-n junction diode", and claim2 specifies that the
p-n junction diode is "an Esaki diode". The term

"sem conduct or device" includes within its scope a
sem conductor pull-up elenment, so that claim2 covers,
and seeks protection for, a sem conductor pull-up

el ement including the features of claim1l and in which
the p-n junction diode is an Esaki diode. Furthernore,
in the Board' s view such subject-matter is "supported
by the description” within the neaning of Article 84
EPC, even though the use of an Esaki diode is
specifically described in the parent application only
in Exanple 2 which relates to a RAM cel |, because the
text of the description and acconpanyi ng draw ngs woul d
make it plain to a skilled person that an Esaki diode
coul d advant ageously be used in a pull-up elenment. In
particular, Figure 12 of the parent application shows
the | ow vol tage characteristics of an Esaki diode per
se, and a skilled person would know from such
characteristics that the use of an Esaki diode in a
pul |l -up el ement such as described in Exanple 3 would
al so produce beneficial |owvoltage characteristics.
Thus, even though the parent application does not
specifically disclose the use of an Esaki diode in a
pul | -up el enment, the description of the parent
application is sufficient to support clains 1 and 2 of
t he parent application, whose subject-nmatter conprises

the use of an Esaki diode in a pull-up el enent.

Amended claim 2 of the divisional application (the main
request) specifically defines (and therefore discl oses)

the use of an Esaki diode in a pull-up elenment, and
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t herefore seeks protection for such a conbination.
However, for the reasons set out above, claim2 of the
parent application also seeks protection for such a
conbi nation. Thus in the Board's judgnent the applicant
woul d obtain no "unwarranted advantage" which woul d
"damage the legal security of third parties relying on
the content of" the parent application (cf Decision

G 1/ 93 above) by anmendi ng the divisional application in
accordance wth the main request, and the anendnent
does not "extend beyond the content of" the parent
application (Article 76(1) EPC). A skilled reader would
| earn not hi ng nore about the invention fromthe anended
di vi si onal application which he would not |earn from

t he parent application.

Article 123(2) EPC
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Here the first question to be considered is what is the
rel evant content of the divisional application as
filed. As indicated in paragraph Il above, the text of
t he divisional application as filed contains sone
changes conpared to the parent application. In
particul ar, the paragraph at page 14 lines 4 to 9 of
the parent application (quoted in paragraph Il above)
was omtted fromthe divisional application
Furthernore, the single claimof the divisional
application as filed defined a sem -conductor device in
the formof a pull-up element, but the p-n junction

di ode of the pull-up elenment was not defined as an
Esaki di ode. Neverthel ess, according to the | anguage of
this claim it would include within its scope a pull-up
el ement in which the p-n junction diode is an Esak

di ode. Provided that such a scope of claimis supported
by the description (Article 84 EPC), the claimcan
fairly be regarded as seeking protection inter alia for
a pull-up elenent including an Esaki diode.

For the reasons set out in paragraph 3.1 above in
relation to the parent application, in the Board' s view
the subject-matter of the claimis properly supported
by the description, because the text of the description
and acconpanyi ng drawi ngs would nake it plain to a
skill ed person that an Esaki D ode coul d advant ageously

be used in a pull-up el enent.

Consequently, for the reasons set out in paragraph 3.1
above nutatis nutandis, the anended claim2 of the

di vi si onal application does not extend beyond the
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content of the divisional application as filed
(Article 123(2) EPC).

4. The Examining Division in its decision did not rely
upon any ot her reasons for refusing the proposed
amendnments whi ch were before them under either
Article 123(2) EPC or Article 76(1) EPC. The Board has
carefully considered the subject-matter of the proposed
amended clains 1 and 3 of the divisional application
which is the main request, and in its judgnent, the
amendnents proposed in the main request do not violate
either Article 76(1) or Article 123(2) EPC, and are
accordingly all owabl e. Hence, the main request is
al l owabl e, and there is no need to consider the

auxi liary request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. Clainms 1 to 3 which make up the main request do not
contravene the requirenents of Articles 76(1) and
123(2) EPC

3. The case is remtted to the first instance for further

exam nation as to whether the application neets the
requi renents of the EPC

3246.D
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The Regi strar: The Chair man:

M Beer G D. Paterson
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