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Summary of Facts and Subm ssi ons

1893. D

The appeal contests the opposition division's decision to
revoke, followi ng an adm ssi bl e opposition, the European
patent No. 0 169 703 granted on patent application

No. 85 305 087.0.

The reason given for the revocation was that the subject-
matter of granted Clains 1 and 5 (main request) and that of
Claims 1 and 5 filed in five versions on 22 April 1994
(first to fifth auxiliary requests) were, in accordance
with Article 52(2) and (3) EPC, not to be regarded as

I nventions within the neaning of Article 52(1) EPC
(Article 100(a) EPC).

The relevant clains are worded as follows (with sone

repeated reference nunerals omtted):

Main request claim1

"1l. A nmethod of generating with a digital conputer a data
anal ysis of the cyclical behaviour of a curve represented
by a plurality of plots relating two paranmeters to one

anot her, said nmethod including the steps of:

| oading into said conputer (106) initial data conprising a
set of values for each of said paraneters, said sets

defining said curve (10) if represented graphically;

cal culating with said conputer a noving average (14) of
said curve over a specified range of one of said

par anet ers;
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calculating with said conputer the difference between the
actual value of the curve and the noving average to produce

an oscillator (30);

calculating with said conputer the average of the

oscillator over the same range of said one paraneter; and

adding with said conputer this oscillator average to the

nmovi ng average to produce a first dynam c noving average
(20);

said nmethod additionally including the foll ow ng steps:

(a) repeating the calculation with said conputer of the
average of the oscillator over a plurality of shorter
ranges, each range being shorter than the last by a given
ratio to produce a series of dynam c noving averages (22,
24, 26, 28, 29);

(b) determining with said conputer the maxi num devi ati on of
the curve fromthe noving average and also all the

associ ated dynam c novi ng averages previously cal cul at ed,;

(c) using this maxi mum val ue of deviation to generate with
sai d conputer an envel ope whose upper band (32) for each
point in the range is the sumof this value and the | owest
val ue represented by the noving average or any of its
associ ated dynam c noving averages at that point, and whose
| ower band (34) for each point in the range, is cal cul ated
by subtracting this deviation value fromthe highest val ue
represented either by the noving average or any one of its

associ ated dynam c noving averages at that point;
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(d) generating with said conputer a plurality of inner
and/ or outer envel opes (35, 37; 36, 38) by repeating the
above process of envel ope generation of step (c) using
val ues of said maxi mum deviation related thereto by said

given ratio and nmultiples of said given ratio;

(e) repeating all the above process steps in sequence using
a plurality of ranges of noving average each said range
being related to the said first range by said given ratio

or a nultiple of said given rati o;

(f) storing data in said conputer conprising each set of
l i nes which includes the noving average, its associ ated

novi ng aver ages and envel opes;

(g) systematically repeating nethod step (f) according to
said given ratio and nultiples of said given ratio and
storing in said conputer the data generated thereby; and

(h) extending the range of said one paraneter for
di splaying on a visual display unit (116) of said conputer

t he prol ongation of said curve."

Mai n request claimb5

"5. A systemfor carrying out the nethod according to claim
4 [viz. "a method according to any one of the preceding
clainms, characterized in that said method is applied to an

I ndustrial process having a tinme dependent paraneter,
wherein said paraneter is sensed at spaced apart intervals
of time to generate a plurality of plots of a first curve

(10) indicating the historical performance of said
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paraneter as a function of tinme'] in the case where it is
necessary to prevent sone paraneter exceeding or falling
bel ow a predetern ned val ue, characterized in that the

system i ncl udes:

(a) nmeans (108) for nonitoring the anal og val ue of said

par amet er ;

(b) nmeans (110) for converting said analog value into a

di gital val ue;

(c) nmeans for inputting said value into the conmputer;

(d) nmeans (112, 114) for programm ng said conputer to carry

out said nethod in accordance with specific requirenents;

(e) nmeans (104) for effecting an adjustnment of the anal og
value in the event that the conputer outputs a signal
i ndicating that the value of said paranmeter, will probably

exceed or fall below said predeterm ned val ue; and

(f) nmeans (112, 114) for generating control signals to
effect an adjustnment of said paraneter having studied the
various sets of lines displayed on the screen of the video
di splay unit (116), or allow the conputer (106) to perform
such adjustnent automatically."

Auxi liary requests claim1l

The first auxiliary request differs fromthe main request
in that the following feature is inserted, with the forner

feature (h) being re-designated (i):
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"(h) displaying said curve on a screen over said specified
range and, superinposed thereon, said series of dynamc
novi ng averages and said inner and/ or outer envel opes for

I ndi cation of the probable prolongation of said curve and
t he extension of said one paraneter beyond said specified

range;"

The second auxiliary request differs fromthe first in that

the | ast two features are worded as foll ows:

"(h) displaying said curve over said specified range on a
visual display unit (116) of said conmputer and,
superi nposed thereon, said series of dynam c noving

averages and said i nner and/or outer envel opes;

(i) extending the range of said one paraneter for

di splaying on the visual display unit the prol ongation of
said curve and of said series of dynam c noving averages
and said i nner and/or outer envel opes associated with said

prol ongati on of the curve."

The third auxiliary request differs fromthe main request
in that, inits first paragraph the words "nethod of
generating" are specified as "nethod of controlling an

i ndustrial process conprising generating”.

The fourth auxiliary request differs fromthe third in that
the features (h) and (i) are worded as in the second

auxiliary request.
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The fifth auxiliary request differs fromthe third in that
its first paragraph is replaced by the follow ng two

par agr aphs:

"A nmethod of controlling a physical process based on
anal ysing a functional relationship between two paraneters

of the physical process conprising the steps of:

measuring the values of the two paraneters, and generating
with a digital conmputer a data analysis of the cyclical
behavi our of a curve represented by a plurality of plots

relating the two paraneters to one another,"”

and that the last feature is worded as foll ows:

"(h) extending the range of said one paraneter in
accordance with the data generated for displaying on a

vi sual display unit (106 [sic, apparently neaning 116]) the
prol ongati on of said curve for use in the control of said

physi cal process."

Auxiliary requests claim5

Claim5is, in all auxiliary requests, substantially (apart
froma purely formal amendnent) identical in wording with
that of the main request.

More particularly, in the decision under appeal:
- Claim1l as granted was considered to refer to a

mat hemati cal nmethod as such (Article 52(2)(a), (3)
EPC) ;
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- Claim5 as granted was considered to be in reality
directed to no nore than the nmethod of claim11, the
system bei ng conventional and no technical

contribution to the known art bei ng nmade;

- Clainms 1 of the first and second auxiliary requests
were unal |l owabl e for the sane reason as that of the

mai n request;

- the nere nentioning, in Claiml1l of the third and
fourth auxiliary requests, of the possibility of
usi ng the non-technical nmethod in a technical process

did not make technical the nethod as such;

- the reference, in Claim1l of the fifth auxiliary
request, to a physical process did not really limt

the clainmed nethod in a technical sense;

- Clains 5 of the auxiliary requests were unall owabl e

for the same reason as that of the main request.

No opi nion was expressed, in the decision under appeal, on
t he other grounds for opposition invoked, viz. that the
patent did not disclose the invention in a manner
sufficiently clear and conplete for it to be carried out by
a person skilled in the art (Article 100(b) EPC) and that
the invention was not susceptible of industrial application
within the nmeaning of Article 57 (Article 100(a) EPC).

The appeal was | odged, by the proprietor of the patent, on
6 Decenber 1994 with a request that the decision be
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cancelled in its entirety. The respective fee was paid on
t he same day.

On 9 February 1995, the appellant filed a statenment of

grounds.

In that statenment, the appellant contested the reasoning in
t he deci sion under appeal and upheld its six requests which

were rejected in that decision.

In response, the respondent (opponent) requested that the
appeal be dism ssed (main request) or that the case be

remtted to the first instance for further prosecution on
t he basis of the grounds for opposition not dealt with in

t he deci sion under appeal (auxiliary request).

As a further auxiliary request, oral proceedi ngs were
request ed.

In respect of the clainms of all of the appellant's
requests, the respondent referred, for support, also to
Rule 27 and, in respect of the appellant's fourth and fifth
auxiliary requests, to Article 84 EPC. Wth regard to the
respondent's own auxiliary request, reference was nmade to

t he notice of opposition.

Reasons for the Decision

1

1893. D

The appeal (cf. VI) is adm ssible.
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The issue to be decided in this appeal is whether, in the
order of the appellant's six requests, the subject-matter
claimed is, or is not, to be considered as an invention
within the nmeaning of Article 52(1) EPC, i.e. not excluded
frompatentability by Article 52(2) in conjunction with
52(3) EPC.

Mai n request

According to the Boards', in particular the present
Board's, consistent case |aw, subject-matter is excluded
(Article 52(2) EPC), as such (Article 52(3) EPC), from
patentability (Article 52(1) EPC), if it makes no
contribution to the art in a field which is not excl uded
frompatentability by that Article of the Convention. The
said contribution may lie in the problemto be solved, in

the solution of the problem or in the effects achieved.

Since the list of excluded matters as enunerated in

Article 52(2) EPC is apparently ("in particular") not
exhaustive, and since all those excluded matters enunerated
can, cumgrano salis, be subsuned under the term
"abstract", the requirement for a contribution in the

af orementi oned sense is normally equated with a requirement

for a "technical" contribution to the art.

Referring, in particular, to T 208/84 (QJ EPO 1987, 14),
cited in the first instance proceedings, in that case, the
"data" to be processed represented "images in the formof a
t wo- di nensi onal data array having el enents arranged in rows
and colums”, and those inmages were considered as a
"physical entity".
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I n anot her case, T 115/85 (QJ EPO 1990, 30), the "nessage"
to be displayed indicated a "specific event which may occur
in the ... device in a ... processing systenl, and the
Board considered that "giving visual indications
automatically about conditions prevailing in an apparatus
or system was considered to be basically a technical
problenmt, inplying that the said "event" or "conditions"
wer e understood as being technical events in, or technical
conditions of, the apparatus or systemitself and not, for

I nstance, data to be processed.

Turning, after these references to the case law, now to
Claim1l as granted, the following is noted in respect of

its introductory passage:

A "curve represented by a plurality of plots relating two

paraneters to one another” is nothing but a representation
of a mathematical function, just as is an equation y = f(x)
with x = f(a,b), e.g. y = sin(a/b). The term "paraneter” is
not specified in any way and enbraces thus any mathemati cal

or ot her vari abl e.

Therefore, an "analysis of the cyclical behaviour" of such
a curve is clearly a mathemati cal method excl uded
(Article 52(2)(a) EPC) as such from patentability.

The reference, in the introductory passage of Claiml1l, to a
digital conputer has only the effect of indicating that the
claimed nethod is carried out with the aid of a conputer,
meani ng that (at | east some of) the method steps clainmed
are, in effect, functional features of a conputer in

operation, i.e. when being used.
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Wth no further specification, it may rightly be assuned
that that conputer will be a programmabl e general - pur pose
conputer, and its function will be under control of a
program such program bei ng excluded (Article 52(2)(c) EPC)
as such from patentability.

Turning now to the individual nmethod "steps" clained, it is
noted that all of themrelate only either to the
mat hemati cal nmet hod nentioned in the introductory passage

or to the use of a conputer for carrying it out:

The "l oading" step is but the absolutely conventional and
i ndi spensabl e step of feeding the conputer with the data to
be processed.

The three "cal cul ating" steps and the "addi ng" step are

steps of the mathematical nethod.

The sanme applies to the additional (a) "repeating", (b)
"determ ning", (c) "using ... to generate", (d) "generating

by repeating”, and (e) "repeating" steps.

The (f) "storing" step is again a conventional and, in
conputer functioning, indispensable step of holding data as
| ong as they are required.

The (g) "repeating ... and storing"” step is also a step of
t he mat hemati cal nmethod and of conventi onal and

I ndi spensabl e conputer functi oning.

Finally, the (h) "extending ... for displaying" step is

only again a step of the mathematical nmethod and, in
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addition, a step of displaying its result. In respect of
the latter, it may be nmentioned that presentations of
i nformation are al so excluded (Article 52(2)(d) EPC) as

such from patentability.

Summari sing this analysis of the clainmed nethod steps, it
I's noted that none of these steps contains either an

i ndi cation of a novel structural feature of the conputer or
anything el se that would go beyond the inplenentation of

t he mat hemati cal nmethod by a programmed general - purpose
conputer, including a conventional nonitor for displaying

the result of the conputation.

The appellant's subm ssion (point 4 of the statenent of
grounds) that the relationship of the paranmeters woul d
"represent properties of a physical entity of sonme form as
exanples in the description illustrate” has no basis in the
patent docunents on file.

As follows fromthe above (3.2-3.4), Claim1l is not
restricted to any particular application (or use) of the
claimed nethod but is directed only to that mathemati cal
nmet hod itself and, as indicated before (3.2), the
"paraneters” nentioned in it are not restricted to any

"technical" or "physical" entities.

Incidentally, in one of the exanples referred to, viz. in
t he enmbodi ment relating to a "financial" application

(colum 5 line 11), the said paranmeters are such financi al
val ues as, for instance, the U S. dollar and the Deutsche
Mar k, which (except perhaps when "physically" represented
by banknotes or coins) clearly cannot be regarded as being
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physi cal entities. Said "financial" application nust
therefore be considered to relate to "schenes, rules and
met hods for doing business”, which are, |ike other non-
technical matters, excluded (Article 52(2)(c) EPC) as such
frompatentability, and it cannot therefore be used as

evi dence for supporting the appellant's subm ssion recited

above.

The appellant's further assertion (point 3 of the statenent
of grounds) that the clained method would be a "technical

process” is, in this situation, also unconvincing.

Unconvincing is, in these circunstances, also the

appel lant's subm ssion (point 5 of the statenment of grounds
I n response to section 3.1 of the decision), that a nunber
of specific exanples in different fields would contradict

t he assertion that no technical problemcould be identified
in the clainmed invention.

The problem solved by the clainmed nethod lies in the

mat hematical field, as specified by the expressions

"analysis of ... a curve ..." and "(h) extending the range
for displaying ... the prolongation of the curve". As

i ndi cated before (3.5), a selection of sonme of the exanples

for possible applications of the clainmed nmethod to which

Claim1l is not restricted (cf. also 3.2) is not rel evant

for this question.

Thus, the fact that the description discloses exanples both
in non-technical and in technical fields does not
contradict, but rather confirns, the view that the problem

sol ved by the clainmed mat hematical nmethod is independent of
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any field of application and can thus lie, in the present
case, only in the mathematical and not in a technical
field.

The appellant's further subm ssion (point 6 in response to
section 3.1 of the decision) is correct in so far as a nere
"reference” to a mat hematical nmethod as such does not

necessarily exclude the claimfrom patentability.

But, apparently, what the opposition division nmeant was
that, since Claim1l relates only to a mat hemati cal method

as such, its subject-matter is excluded from patentability.

The Board is also unable to identify a "technical" effect

that woul d be achieved by the clainmed nethod.

Rat her, the direct effect, or result, of the conputation
carried out in the mathematical nmethod claimed, is only the
prol ongati on of a curve representing a nmathenmati cal
function of whatever paraneters, allow ng the probable
continuation, or extrapolation, of that function in the

direction of the abscissa to be assessed.

Therefore, in the claimd nethod nothing can be identified
t hat could be regarded as making a contribution to the art
in a field which is not excluded from patentability in the
sense of the relevant Article of the Convention and of the

respective case | aw

For the avoi dance of any m sunderstanding, it shoul d be
added that, as the Convention shows (Article 52(1) EPC),
the requirement (defined in Article 52(2) and (3) EPC) of



1893. D

- 15 - T 0953/94

claimed subject-matter being an "invention" (not excluded),
Is distinct fromthe requirenent (defined in Article 57
EPC) of the clained invention being "susceptible of

I ndustrial application".

Even though the former requirement may, cum grano salis, be
equated with a requirenment for a "technical” contribution,
as pointed out before, this is not the sane as a

requi rement for an "industrial” applicability; at least in
this context, the terms "technical"™ and "industrial" are
not synonyns. In Article 57 EPC, the neaning of
"industrial" is evidently intended to cover conmerci al
applications; this is made clear, for instance, by the
German version ("gewerblich"). In the context of

Article 52(2) EPC, this is clearly not the case for the

meani ng of "technical".

Incidentally, a tentative inclusion of "commercial"”
activities in "technical" matters would not namke sense al so
because of the fact that comercial activities, like
financial activities (cf. 3.5), may fall under "schenes,

rul es and net hods for doing business" which are excl uded
(Article 52(2)(c) EPC) as such from patentability.

Therefore, since the decision under appeal dealt only with
the requirement for non-exclusion frompatentability
(Article 52(2) and (3) EPC), the Board's decision is also
only on this point and nust not be msinterpreted as a
deci sion on the requirenment for industrial applicability
(Article 57 EPC).



3.12

3.13

1893. D

- 16 - T 0953/94

For the aforenentioned reasons (3.2-3.10), Claim1l as
granted is unall owable at |east on the ground of exclusion
frompatentability (Article 52(2) and (3) EPC).

A request for maintenance of the patent, or for declaring
one of the requirenents under the EPC to be nmet, on the
basis of a plurality of clains, can only be allowed if al
of these clains neet the respective requirenents or

requi rement.

Since, in the present case, Claim1l is unallowable, the
appellant's main request nust be rejected, irrespective of
whet her or not any of the other clains on file, e.g.

Claim5, would neet the respective requiremnent.

Thi s means, on the other hand, that the respondent’'s main
request would in so far be allowable as it relates to the
respective (main request) clains.

First and second auxiliary requests

It goes without saying that all the above considerations
(3.2-3.10) are not affected in any way by the anmendnents

made in Claim1 to features (h) and, where applicable, (i).

Claim1l of the first two auxiliary requests is, therefore,
unal | owabl e for the sanme reasons as that of the main
request (3.12).

The concl usions drawn for the parties' requests are
therefore the same (3.13, 3.14).
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Third and fourth auxiliary requests

Prima facie, the situation m ght appear changed by the
restriction of Claim1 to the nmethod "controlling an

i ndustrial process".

This is because, in the context of "controlling a ...
process", the adjective "industrial" should, other than in
the context of Article 57 (cf. 3.11 above), be understood
to relate only to technical processes usually occurring in
"industry" (this latter termin its present context being
understood in the narrower sense of what in German woul d be
called "Industrie") and thus not as including "comrercial",

or even "financial", applications.

However, if Claim 1l is analysed in respect of its

I ndi vi dual features (steps), it is noted that there is none
which is directed, or would contribute, to an actual step
of controlling the industrial process. The cl ai ned steps
are still the sanme as in granted Claim1 or, respectively,
in the second auxiliary request Claim 1l which were found to
be directed only to a mathematical nmethod, and Claim1l in
any of the auxiliary requests now consi dered could

t herefore be understood, or m sunderstood, as still being
directed to that method as such, albeit with an informal
indication that it is suitable for use in an industrial

process.

In an earlier case (T 453/91 of 31 May 1994), the Board has
considered that a claimdirected to a "nethod of
manuf acturing a sem conductor chip", making use of a non-

pat ent abl e desi gn nmet hod, should, for being directed to a
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pat ent abl e invention, include (in addition to the designing
steps) the necessary technical feature directed to the

actual "producing” of the designed chip.

In effect, in the present case as in the earlier one cited,
such a technical feature is a necessity for the achi evenment
of the intended result nentioned in the introductory
passage of the claim and therefore "essential” in the
sense of Rule 29(1) and (3) EPC for the clainmed invention.

In the Board's view, therefore, the amendnments nmade to
Claim 1l of the considered auxiliary requests are not
sufficient to nmake it absolutely "clear” that the "matter
for which protection is sought"” (Article 84 EPC) is the
cl ai mred net hod of anal ysing the behaviour of a curve as
defined in the claimonly when actually being used to

control an industrial process.

As |l ong as the "financial" enbodi ment remai ns undel eted, an
assunption of the claimbeing "supported by the
description” (Article 84 EPC) would noreover nourish the

I npression that the reference to an industrial process
shoul d only be taken as an informal indication of an

application for which the clained method is suitable.

Claim1l in either of the considered auxiliary requests nust
t herefore be considered as not unanmbi guously (Article 84
EPC) defining a nethod excluded as such from patentability
(Article 52(2) and (3) EPC).

The conclusions to be drawn with respect to the parties’

requests remain therefore the sane as before (cf. 4.3).
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Fifth auxiliary request

The anmendnment consisting in the replacenent of the term
"industrial", as used in the previous auxiliary requests,
by the term "physical" my, prim facie, appear unclear

and/ or unsupported.

However, it can be interpreted, as apparently the
respondent does, as neaning that the method, in which the
mat hemat i cal met hod of analysing a curve is said to be
used, is required to be a process in which the paraneters
are of a physical nature, or physical "entities". Wether
or not this is the same as an "industrial" process, it is
clear that the expression "physical process" does not

i nclude any processes in which the paraneters are not of a

physi cal nature, such as "financial" paraneters.

But this is not the decisive point. |If otherw se the claim
were the sane as in the previous auxiliary requests, the

concl usi ons woul d probably be the sanme (5.2-5.4).

The situation expl ained above is effectively changed by the
addi ti onal anmendnent nmade to feature (h) consisting in the

i nsertion of the expression "for use in the control

It is now clear that the anended Claim 1 has to be
under st ood as being restricted to the application (or use)
of the mathematical method, identified in granted Claim1,
in a method within the framework of which the result of the
said mat hemati cal nmethod on paraneters which are of a
"physical" kind is actually used to control (by the

i ntervention of a human operator, after he has interpreted
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the "prolongation of said curve", or automatically) a

physi cal process.

It is for this latter reason that the Board di sagrees with
t he conclusion, drawn in the decision under appeal, that
the wording of the fifth auxiliary request Claim1 woul d
"not really limt the fourth auxiliary request in a
technical sense". In its view, Claim1l refers no |onger
only to a nere "possibility" of using the mathemati cal

met hod in a technical or physical process.

It is agreed that, if the expression "for use" were
understood as nerely indicating that the clained extension
of the range of a parameter for displaying the prol ongation
of the curve would be "suitable" for use in the process
control, such an interpretation m ght cast doubt on the
effectiveness of the limtation of the claim However, in
conjunction with the expressly intended restriction of the
claimed nethod to a "method of controlling a physical
process" the word "for" can, in the Board' s view, no |onger

be interpreted as nerely neaning "suitable for".

It should however be added, that the Board's interpretation
presupposes that the description will be anmended in
accordance with the restriction of Claiml to a physical

process.

The fact that the description (still) contains such non-
techni cal or non-physical applications as a "financial"”
application cannot in the case of the fifth auxiliary
request be used, under Article 69 EPC (and the Protocol on

its Interpretation), to interpret Claim 1l as covering,
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contrary to its wording, the opposite of what it purports
to cover. In the Board's view, Article 69 EPC would only be
applicable in cases where, as in the third and fourth
auxiliary requests, Article 84 EPC | eaves sone room for

different interpretations.

Rat her, therefore, the said fact is sinply to be regarded
as an inconsistency of the description with the clains
which will have to be renoved in accordance with Rule 27(1)
EPC by del etion of those enbodi nents fromthe description.
In view of the patentee's decl ared preparedness (cf. the

| etter acconpanying the auxiliary request clainms of 22
April 1994) "of course" to formally anmend the description
so as to "bring it into conformty with the anmended
claims", it is expected that the respondent's
under st andabl e concerns based on Rule 27 and Article 84 EPC
wll all be renoved by these anendnents still to be made in
the further prosecution of the case (cf. 7.5 bel ow).

For these reasons, the Board concludes that the subject-
matter of the fifth auxiliary request Claiml1l in its only
proper interpretation (i.e. disregarding any exanpl es which
have beconme inconsistent by the anmendnents made to the

clai mand which have to be, and will, therefore be del eted)
is not excluded from patentability by Article 52(2) and (3)
EPC and is therefore to be regarded as an invention within
t he neaning of Article 52(1) EPC.

Claim4, to which Claim5 refers, restricts the "method of
controlling a physical process” of Claim1l still further to
an industrial process in which the paraneters referred to

in that claimare tinme dependent.
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Claim5 is, by virtue of its independent (system category,
an "independent” clainm but it nust neverthel ess be
under st ood as being restricted, by virtue of its reference
to Claim4, to an apparatus, defined by functional features
of "means" it includes, for carrying out, in operation i.e.
when bei ng used, the nethod of "controlling a physical
process" as defined in Claim 1, when applied to a case
where it is an "industrial process" the paraneters of which
are time dependent as defined in Claim4, with the
characterising features of Claim5 defining the functions
of additional neans of the conputer or of other parts of
the systemin the particular case where it is necessary to
prevent sone of said parameters from exceeding or falling
bel ow a threshold value as defined in the preanble of

Cl ai m5.

In these circunstances, as a nere matter of logic, the
met hod of Claim4 and system of Claim5 cannot be | ess
"technical" or less "physical", in the sense this term was

used above (6.2, 6.3), than the nethod clainmed in Claim 1.

The subject-matter of Claim5 at issue is therefore not
excluded from patentability but to be regarded as an
i nvention within the meaning of the Convention for, in

effect, the sane reasons as that of Claim1l (6.5).

Concl usi ons

The parties' concurring requests that the decision under

appeal be set aside (VI, VIII) has to be all owed.
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The appellant's further request aimng at a decision that
the clainms be declared not to be unall owable for the reason
for which they were rejected in the decision under appeal
must be rejected in as far as the main and first to fourth

auxiliary request clains are concerned.

To that extent, the respondent's main request has to be
al | owed.

In so far as the fifth auxiliary request clains are
concerned, the appellant's further request has to be
al | owed.

In so far as the respondent's main request ains at a
confirmation of the revocation also for the fifth request

claims, this request nmust be rejected.

The respondent’'s auxiliary request for remttal of the case
to the first instance departnent for further prosecution
has to be allowed (Article 111(1) EPC) in respect of the
fifth request clains.

In said further prosecution (7.4), the opposition division
will in particular have to decide on the two further

grounds for opposition invoked (V).

The outcone in respect of Article 57 EPC nmay appear
obvious, if account is taken of the above interpretation,
In this context, of the term"industrial" (3.11).

However, the sanme may not be so certain in respect of

Article 100(b) EPC. In any case, a formal decision on this
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point by the first instance is still outstanding and the
Board refrains, therefore, fromcomenting on the

respondent’'s subni ssions under "lInsufficiency".

In the event that the outcone in respect of said further

grounds will be in favour of the clainms, the existing
deficiencies of the description (6.4) will have to be dealt
with in order to preclude any attenpt, in possible |ater

proceedings, to interpret the clains, under Article 69 EPC,
In an inproper way which would be contrary to the Board's
findi ngs above (in particular 6.2, 6.3, 6.6).

Since the respondent's first auxiliary request is allowed
(7.4), its further auxiliary request (cf. VIII) needs not

to be consi dered.
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O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance departnment for
further prosecution on the basis of the fifth auxiliary
request clains, having regard in particular to points 7.5
and 7.6 of the Reasons (Article 111(2) EPC).

The Regi strar: The Chairman:

M Ki ehl P. K. J. van den Berg
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