BESCHWERDEKAMMVERN  BOARDS OF APPEAL COF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMTS OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairmen and Menbers
(© [X] To Chairnen

DECI SI1 ON
of 23 Septenber 1997

Case Nunber: T 0068/95 - 3.3.1
Appl i cation Number: 87102047.5
Publ i cati on Nunber: 0273997

| PC: Q09J 7/02

Language of the proceedi ngs: EN

Title of invention:
Fl uorescent adhesive tape for use as a highlighter

Pat ent ee:
| NCAS HOLDI NG Spa, et al

Opponent :
Pel i kan GrbH

Headwor d:
Hi ghlighting tape/ |l NCAS HOLDI NG - SI CAD

Rel evant | egal provisions:
EPC Art. 56, 83, 123(2), (93)

Keywor d:

"I nsufficiency of disclosure - not substantiated”

"Closest state of the art: as indicated in introductory part"”

"I nventive step - clained solution not suggested by cited state
of the art"

Deci sions cited:
T 0182/89, T 0881/92

Cat chword

EPA Form 3030 10.93



EPA Form 3030 10.93



Europaisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

9

Case Nunber: T 0068/95 - 3.3.1

DECI SI ON
of the Technical Board of Appeal 3.3.1
of 23 Septenber 1997

Appel | ant : Pel i kan GrbH
( Opponent) Podbi el ski strasse 141
30177 Hannover (DE)

Repr esent ati ve: Hagemann, Heinrich, Dr.rer.nat., Dipl.-Chem
Pat ent anwél t e
Hagemann, Braun & Held
Postfach 86 03 29
81630 Minchen (DE)

Respondent : I NCAS HOLDI NG Spa
(Proprietor of the patent) Corso di Porta Nuova 34
M | ano (1rm
and

SI CAD Spa
via Caduti della Liberazione 57
21040 Ubol do (VA) (1m

Represent ati ve: CGervasi, Gemma, Dr.
NOTARBARTOLO & GERVASI Srl
Corso di Porta Vittoria, 9
20122 M| ano (1rm

Deci si on under appeal : Deci sion of the Opposition Division of the
Eur opean Patent O fice posted 5 Decenber 1994
rejecting the opposition filed agai nst European
patent No. 0 273 997 pursuant to Article 102(2)
EPC.



Conposition of the Board:

Chai r man: A. J. Nuss
Menber s: P. P. Bracke
R. E. Teschemacher



-1 - T 0068/ 95

Summary of Facts and Subm ssi ons
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This appeal is against the Qpposition Division's
decision to reject the opposition to European patent
No. 0 273 997.

The Opposition Division found that the clained
fluorescent tape was not obviously derivable from
docunent (1), US-A-2 387 512, since this docunent said
not hi ng what ever about the use of adhesive tapes for

hi ghlighting and the clained tapes were structurally
different fromthe ones described therein.

During the oral proceedings, held on 23 Septenber 1997,
t he Respondents filed a set of five clains, with the
only i ndependent cl ai mreading:

"1l. A fluorescent tape for use as a highlighter to
apply to a support with witing, characterized in that
it consists of

a- a transparent or sem -transparent support film

havi ng a thickness between 15 and 65 m crons;

b- a layer of 3-4 g/nf of a dry, fluorescent, witable
i nk obtained by applying an ink having the
foll owi ng chem cal conposition: fluorescent
pi gment 33-37%b.w., acrylic resin 9-12%b. w.
synthetic wax 0.3-1%Db.w., phthalic acid esters 4-
5% b.w., ethyl acetate 38-43%b.w. , ethanol 9-11%
b.w. and evaporating the sol vent;
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c- a layer of 12-15 g/nf of an adhesive of |ow
adhesi ve power which allows renoval fromsaid
support without altering the support itself or the
witing, having the follow ng chem ca
conposition: natural rubber 65-75%b. w.
hydr ocar bon resins 25-35% b. w., polyisobutyl ene 0-
10% b. w., pol ybutenes 0-10% b. w. "

The Appellant alleged that the contested patent did not
meet the requirenents of Article 100(b) EPC and t hat
the clained fluorescent tapes were not inventive vis-a-
vis the teachings of docunents (1) and (2),

EP-A-0 109 177.

The Respondents argued that, since the problem
underlying the invention was the elimnation of the
drawbacks caused by highlighting pens and neither such
a problem nor the proposed solution was nentioned in
docunent (1), the clainmed tapes were inventive.

The Appel |l ant requested that the decision under appeal
be set aside and that the European patent No. 0 273 997

be revoked.

The Respondents requested that the appeal be dism ssed
and that the patent be nmaintained on the basis of

Clains 1 to 5 as submtted during the oral proceedings.

Reasons for the Decision

1

The appeal is adm ssible.

2800.D
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Amendments

Present Claim1l is a conbination of the features
defined in Clainms 1, 3 and 6 to 9 as originally filed
(and as granted) and of the feature that the ink is
witable, nmentioned on page 3, lines 8 and 9, of the
originally filed application (page 2, line 45, of the
contested patent), which conbination results in a
[imtation of the clainmed scope in conmparison with the
scope as granted. Although the feature "and evaporating
t he solvent"” was not explicitly described in the
original application, it was not contested that this
feature was unanbi guously derivable fromthe original
application by a skilled person.

Claims 2 to 5 correspond to the originally filed
Cainms 2, 4, 5 and 10 respectively.

Consequently, the requirenents of Article 123(2) and
(3) EPC are not contravened, which was not disputed by
t he Appel | ant.

Article 100(b) EPC

The Appel |l ant essentially argued that the contested
patent did not disclose the invention in a manner
sufficiently clear and conplete for it to be carried
out by a skilled person, since it was not specified in
the contested patent which pignments, acrylic resins and
synthetic waxes could suitably be used in the ink
conposition and which conpositions would be suitable
for providing an adhesive of |ow adhesive power and

since during the opposition procedure the Respondents

2800.D Y
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t hensel ves had shown that the finding of a suitable
tape according to the clainmed invention was the result
of conpl ex research work. The Respondents submtted
that showi ng the conplexity of preparing a suitable
tape did not nean that the patent in suit did not

contain sufficient information.

According to the case | aw of the Boards of Appeal of
the EPO, in order to establish insufficiency, the
burden of proof is upon the Opponent (in the present
case: the Appellant) to establish on the bal ance of
probabilities that a skilled reader of the patent using
hi s common general know edge woul d be unable to carry
out the invention (T 182/89, QJ EPO, 1991, 391, point 2
of the reasons for the decision). In the absence of any
substantiation of the Appellant's allegation, the Board
concludes that it has not been established that the

invention is insufficiently disclosed.

Novelty

The Board is satisfied that the clainmed subject-matter
is novel with regard to the cited prior art. Since
novel ty has never been contested, there is no reason to
give detailed information for this finding.

Inventive step

In the appeal ed deci sion the Qpposition Division

consi dered docunent (1) to represent the closest state

of the art.

However, since the patent in suit is concerned with the

2800.D
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probl em arising fromthe use of highlighting pens,
mar ki ng t he page permanently and indelibly (page 2,
lines 12 to 14), and since docunment (1), which is
concerned with |um nescent adhesive tapes that nmay be
stuck to eg doorways for identification in the dark
(page 1, left hand columm, lines 1 to 5), says nothing
what ever about the problemarising fromhighlighting a
text, the Board finds that a skilled person would not
have had any incentive to consider docunent (1) as an

appropriate starting point.

According to the case | aw of the Boards of Appeal of
the EPO, the definition of the technical problemto be
sol ved should normally start fromthe technical problem
actually described in the patent in suit in relation to
the closest state of the art indicated there. Only if

it turns out that an incorrect state of the art was
used or that the technical problemdisclosed has in
fact not been solved or has not been correctly defined
for sonme reason(s), is it appropriate to consider

anot her probl em which objectively existed (see, for
exanple, T 881/92 of 22 April 1996, point 4.1 of the
reasons and the other decisions cited in EPO Board of
Appeal Case Law in 1996, special edition of Q) EPO
1997, Part 1.C 2.1).

Since, in the present case, none of the cited docunents
is concerned with the highlighting of text, the Board
has no reason to assune that a state of the art exists
which is nore relevant to the clained tapes than the
known hi ghlighting pens described in the introductory
part of the description of the patent in suit, whose

status as part of the prior art was not disputed.

2800. D Y
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In view of the above, the technical problem underlying
the clained invention was to provide an alternative to
t he known hi ghlighting pens which, when applied to the
parts of the witing that interests the reader, gives
excel I ent highlighting, whereas when highlighting is no
| onger required it can be renoved w thout damaging the
support and the witing (page 2, lines 20 to 23, of the
patent in suit).

According to the contested patent this problemis
effectively solved by the clainmed fluorescent adhesive
t apes, which has never been disputed.

The question to be decided is whether it was obvious,
in viewof the cited state of the art, to solve the

pr obl em defi ned above by providing a fluorescent tape
consisting of a transparent or sem -transparent film a
| ayer of fluorescent coloured ink and a | ayer of
adhesi ve of | ow adhesive power, as defined in Claiml.

Docunment (1) discloses |um nescent adhesive tapes
obt ai ned by coating a transparent filmwth a pressure-
sensitive adhesive conposition having the | um nescent
pi gnent di spersed therein or having the | um nescent

pi gnent between two | ayers of the adhesive (page 1,

| eft-hand colum, lines 36 to 41, and Figures 1 and 2).

In the Appellant's opinion, the clained tapes only
differed fromthe ones described in docunent (1) by the
fact that the fluorescent coloured ink is not
incorporated in the adhesives but in a separate |ayer,

whi ch could not formthe basis of an inventive step.

2800.D
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Mor eover, he submitted that the tapes described in
docunent (1) also had highlighting properties and that
the clained tapes were not structurally different from
t hose described in docunment (1). More specifically, he
argued that the tapes described in docunent (1) were

al so peel abl e tapes, obtained by applying on the
surface of the film"pressure sensitive adhesive
conpositions” and by incorporating an ink as defined in
the present Caim1.

However, since such tapes are said to be suitable for
identifying objects in the dark (eg during bl ackouts or
ot her emergencies) and for that purpose only
phosphorescent inks are of any practical use, the Board
considers that the clainmed fluorescent tapes were not
suggested in docunent (1), especially in view of the
fact that the requirenents for the pressure-sensitive
adhesi ve conpositions for stucking a tape to doorways
and simlar surfaces are not conparable with those for
applying tapes to a support with witing, in such a way
that it can be renoved w t hout damagi ng the support or

the witing.

Docunment (2) discloses pressure-sensitive adhesive
tapes, which reliably adhere to nost clean supports and
whi ch can be cleanly peeled fromthe support w thout

del am nating the surface or |eaving any adhesive
residue (page 2, lines 31 to 34). The Appell ant
therefore concluded that the clainmed tapes were

obvi ously derivable fromthe conbi ned teachi ng of
docunents (1) and (2).

2800.D
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However, on page 2, lines 54 to 56, it is said that the
tapes are especially for masking tape and for the
nmounti ng of posters, bulletins and tenporary | abels.
The conditions for the adhesive conpositions for such
applications are not conparable with those for applying
tapes to supports with witing, eg books and nagazi nes,
whi ch are envisaged in the patent in suit, such that
the tape can be renoved w t hout danmaging the substrate
and the witing. The Board therefore finds that
docunent (2) also contains no reference to the clai ned
t apes.

5.7 The Board therefore cones to the conclusion that the
claimed subject-matter is not obviously derivable from
t he avail able prior art docunents.

6. In view of the above, the grounds for opposition do not
prejudi ce the mai ntenance of the patent with the set of

clainms submtted during the oral proceedings before the
Boar d.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent with Clains 1 to 5 as
subm tted during the oral proceeding and a description
yet to be adapted.
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The Regi strar: The Chai rman

P. Martorana A. Nuss
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