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inventive step. If a known device is nodified by adding a
feature which has no technical function, this nodification
cannot contribute to inventive step (point 5.4)."

EPA Form 3030 10.93



Europaisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

9

Case Nunber: T 0072/95 - 3.3.5

DECI SI ON
of the Technical Board of Appeal 3.3.5
of 18 March 1998

Appel | ant: | bbott, Jack Kenneth
(Proprietor of the patent) 17-7, Nishiazabu 4-chome
M nat o- ku

Tokyo 106 (JP)

Representati ve: Charlton, Peter John
El ki ngton and Fife
Prospect House
8 Penbroke Road
Sevenoaks, Kent TN13 1XR (GB)

Respondent : lon Enterprises Ltd.

(Opponent 01) Unit 9, Pomeroy Buil dings
Grove Trading Estate
Dorchester, DT1 1ST (GB)

Represent ati ve: Harris, lan Richard
D. Young & Co.
21 New Fetter Lane
London ECAA 1DA (GB)

Respondent : | bbott, Jack Kenneth

(Opponent 02) 4-14-14 Ni shiazubu, (202) M nato-Ku
Tokyo (JP)

Represent ati ve: Charlton, Peter John

El ki ngton and Fife

Prospect House

8 Penbroke Road

Sevenoaks, Kent TN13 1XR (GB)



Deci si on under appeal : Deci sion of the Opposition Division of the
Eur opean Patent O fice posted 30 Novenber 1994
revoki ng European patent No. 0 267 296 pursuant
to Article 102(1) EPC.

Conposition of the Board:

Chai r man: R K. Spangenberg
Menber s: G J. Wassenaar
J. H van Mer



- 1- T 0072/ 95

Summary of Facts and Subm ssi ons

The appeal is fromthe decision of the Opposition
Di vi sion revoki ng European patent No. 0 267 296.

1. The deci sion under appeal was based on two sets of
clainms 1 to 12 submitted as the main and auxiliary
requests during oral proceedings before the Opposition
Di vision. Both requests were rejected on the grounds of
| ack of novelty (Article 54 EPC). During the opposition
proceedi ngs, inter alia, the follow ng docunents were
consi der ed:

D3: US-A-4 325 798

D5: US-A-3 928 155

D16: Report fromthe "Rheinisch-Wstfalischer
Techni scher Uberwachungsverein e.V." of

22 February 1990

D25: Statutory Declaration of Dr. S. Turgoose dated
30 Septenber 1994.

It was held that D3 anticipated the subject-nmatter of

claim1l of both the main and auxiliary requests.
L1l During the oral proceedings held on 17 March 1998, the
Appel  ant submtted a new set of 7 clains. |ndependent

claim6 read as foll ows:

"A water pipeline with a device for ionising water
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fitted therein, said device being straight and tubul ar
and defining an enclosed cylindrical space therein and
sai d device conprising: a negative el ectrode conprising
a first electroconductive nmenber (52), the first

el ectroconducti ve nenber (52) being tubul ar;

a positive electrode conprising a second

el ectroconductive nenber (54), said second

el ectroconducti ve nenber (54) being within and
extending along a longitudinal axis of the first

el ectroconductive nmenber (52) and having a cross-
sectional area that is smaller than the cross-sectiona
area of the space defined within said tubular first

el ectroconductive nmenber (52), the first and second

el ectroconducti ve nenbers having a part (58) of said
cylindrical space therebetween to provide a straight

t hroughfl ow path for the water, the axis of said part
(58) coinciding with and being parallel to the axis of
the pipeline and the direction of the water flow being
parallel to the axis of the pipeline;

an inlet (76) for water into the said space; and

a separate outlet (76') for water fromthe said space;

the first and second el ectroconductive nmenbers havi ng

different electrochem cal potentials;

wherein in use the water flows through the annul ar

space (58) between the el ectroconductive nenbers; and

wherein the only el ectroconductive connecti on between
the first and second el ectroconductive nenbers is

t hrough the water, whereby electrical energy flows into
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the water to ionize it."

A device according to this claimis schematically shown
in the figure below (Figure 2 of the patent in suit):
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In the statenent of the grounds of appeal and during
t he oral proceedings the Appellant argued that the
apparatus according to the patent in suit was not only
different fromthe apparatus disclosed in D3 but, nore
inportantly, that its function was based on an entirely
different principle. The whole thrust of the invention
was that the el ectrodes should be connected only
through the water, in contrast to the prior art wherein
the el ectrodes were always directly and deliberately
electrically connected. According to the Appellant it
was proved by the TUV report (D16) that in a water
pi peline in which an apparatus called "1 ON CLEAN SF-50"
was | ocated a substantial scale reduction could be
achieved. In this device the negative el ectrode (52)
consi sted of alum niumand the positive el ectrode (54)
was a carbon rod. The Appellant admtted that it was
not excl uded that gal vanic el ements were forned between
t he al um ni um tube and t he copper connecting nuts of

t he device, but argued that the gal vanic action at one
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side due to the Cu/Al connection was conpensated by the
opposite galvanic action at the other side by the Al/Cu
connection. The scal e- reducing effect was therefore
essentially obtained by the presence of the

el ectrically insulated carbon rod. The conmmerci al
success of the device, as docunented by an extensive
sales list, also indicated that an inventive step was

i nvol ved.

The Respondent submtted that the anmended cl ai ns,

al t hough based on Figure 5 of the application as fil ed,
did not conply with Article 123(2) EPC because the
original application as a whole required the presence
of an el ectrical connection between the el ectrodes. He
further argued that the disclosure of the clained

i nvention was insufficient because the description of
the patent in suit did not explain howthe two

el ectrodes (52) and (54) caused electric energy to flow
into the water to ionize it. Relying on D25 he
submtted that, in the absence of an electrical
connection between the two el ectrodes, both act in

i solation, and that any observable "ionisation" was no
nore than the result of a certain corrosion of the

al um nium el ectrode. Such a corrosion, however, was to
be expected in view of D3 as well as D5. Therefore the
cl ai mred subject-matter was not inventive. The
Respondent did not challenge the findings of the TUV
report (D16), but disputed that it supported the
Appellant's allegation that the scal e reduction was
caused by the isolated electrode. Referring to D3 he
rejected the Appellant's argunent that the effect of a
gal vani c el enent at one side of the device could be

conpensated by a gal vanic el enent at the other side.
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VI . The Appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the set of clainms 1 to 7 submtted during ora
proceedi ngs on 17 March 1998.

The Respondent requested that the appeal be dism ssed.

At the end of the oral proceedings the decision was

announced.

Reasons for the Decision

1. The appeal is adm ssible.

2. In the Board' s judgnent, anended claim1 fulfils the
requi renents of Article 123(2)and (3) EPC. Although
this was contested by the Respondent, there is no need
to give reasons for this finding, since, for the

reasons given bel ow, the appeal was unsuccessful.

3. The Respondent did not dispute that a skilled person
woul d have been able to manufacture a water pipeline
with a device as set out in present claim6 (see
point |11 above) on the basis of the technical
information contained in the patent in suit. He
admtted that it followed from D16 that such a device
was capabl e of reducing the formation of scale in the
wat er pipeline. Mreover, it follows from D25, a
statutory declaration submtted by the Respondent, that
this technical effect can be attributed to the

1423.D Y
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i ntroduction of alumniumions into the water, which in
a broad sense can be regarded as "ionisation" (see D25,
chapter headed "The termionisation"). The Board
further considers that the release of ions into the

wat er can be regarded as a "flow of electrical energy
into the water"” as required by present claim®6. On that
basis, the Board is satisfied that the requirenent of
sufficiency of disclosure is net, even if it mght turn
out that the explanation given in the patent in suit
for the observed technical effect is not correct. Under
t hese circunstances the question of how the observed
techical effect is to be explained is not relevant to
the outcone of the present appeal proceedi ngs and can
thus be | eft undeci ded.

Wth respect to the present clainms no novelty objection
was rai sed.

Inventive step

The Board considers D5 to be the cl osest state of the
art. This finding was not contested by the parties.

D5 di scloses a device for reducing the accunul ati on of
scale in a water pipeline, including a section of tube
of an electrical conducting material different from
that of the conduit and fitted with electrically

i nsul ati ng end connectors, the section of tube
containing an elenent of the sane material as the tube
having a |l arge surface area, and the section of tube
bei ng connected in an external electrical circuit

bri dgi ng one of said end connectors and containing a
resistance (colum 1, lines 7 to 13, and colum 2,
lines 1 to 15).

1423.D
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Wth reference to D16, the Appellant put forward a
convi nci ng case that a device as clainmed reduces the
formati on of scale. The Appellant has neither argued,
nor provided evidence, that his device is nore
efficient in scale reduction or has other advantages
over the said prior art device. It was nerely argued
that the device as now clained is based on a different
techni cal principle, because, unlike the prior art
devices, the electrodes were electrically connected

t hrough the water only.

Under these circunstances the technical problem
underlying the invention with respect to the device
claimcan be regarded as the provision of an
alternative device for the reduction of scale formation
in a water pipeline.

The patent in suit proposes to solve this problem by
the device according to claim6 (see point IIl above).

Taking into consideration the results of the TUV report
(D16), the Board is satisfied that the above-nenti oned

problemis thereby actually sol ved.

It remains to be decided whether the nodifications
according to present claim6 with respect to the known
devi ce disclosed in D5 were obvious to a person skilled

in the art.

The device according to present claim6 differs from
t he device disclosed in D5 in that the surface

increasing filling of the sanme el enment as that of the

1423.D Y A
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t ubul ar nenber is replaced with an el ongated second

el ectrode of smaller cross section than the tubul ar
menber, having an el ectrochem cal potential different
fromthat of the tubular nmenber, wherein the only

el ectro- conductive connection between said second

el ectrode and the tubular nmenber is through the water.
The fact that claim6 does not require the tubul ar
menber to be electrically connected to the water piping
through a resistor bridging the insulation between the
t ubul ar nenber and the water piping cannot be
considered as a difference with respect to D5, because
such an arrangenent, although not shown in the patent
in suit, is not excluded by claim®6.

In D5 the working of the device is explained by the
formng of a self-induced el ectronotive force (EM)
between the netal of the device (in the exanple: iron)
and the netal of the water piping (in the exanple:
copper) by the water flow ng through the device as part
of the conduit (colum 1, lines 62 to 68). Although not
explicitly nmentioned in D5, such an EMF is only created
if the netal of the device releases ions and fornms a
galvanic cell with the netal of the conduit. This
follows fromel enentary el ectrochemstry and is nore
fully explained in D3, which also relates to a self-
energi zing scale-inhibiting device, with respect to
connect ed copper and magnesi um pl ates (D3, colum 4,
lines 25 to 43). The additional requirenent in present
claim6 that "electrical energy flows into the water to
ionize it" is thus automatically also fulfilled by the

devi ce of D5.

1423.D Y
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In the exanple of D5 the galvanic cell is fornmed by the
nmet al couple Cu/Fe. Such a netal couple has a
relatively | ow EMF because the netals are close to each
ot her on the el ectrochem cal potential scale (galvanic
scale). O her nmetal conbinations are al so contenpl ated
in D5, but a warning is expressed agai nst the use of
nmetal s which are not close in the gal vanic scale
because of corrosion problens (colum 2, line 65 to
colum 3, line 2). Since, according to D5, scale
reduction is related to the induction of an EMF, it
woul d have been evident to a skilled person that
increasing the EMF by using a netal pair which is |ess
close in the gal vanic scale than Cu/Fe woul d be
beneficial with respect to scale reduction, but would
create corrosion problens. The skilled person woul d

al so have been aware that corrosion is related to ion
rel ease and that ion release is related to the surface
area of the netal. Thus a skilled person | ooking for an
alternative for the device according to D5 would

al ready have known from D5 that increasing the induced
EMF by taking a | ess nobler active netal such as

al um ni um woul d be a suitable option but one which
woul d have to be conpensated by a reduction in the
active surface thereof in order to control corrosion.
Since the iron fillings wthin the tubular nenber of

t he device according to D5 have the function of
increasing the iron surface, it would have been obvi ous
to a skilled person contenplating the use of al um nium
instead of iron to | eave out the netal fillings. The
use of a less noble netal than iron was an obvi ous
alternative in view of the fact that such netal s have
been used in other scal e-reducing devices in the prior

art such as the device disclosed in D3, wherein

1423.D Y A
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magnesiumis used in conbination with copper.

The present device further differs fromthe device
according to D5 by the presence of the isolated second
el ectrode, which, according to the exanples in the
patent in suit, can be a carbon rod (colum 3, lines 35
to 37). According to the patent in suit, the scale
reducing effect is due to the presence of the isolated
carbon rod. According to the Respondent, supported by
the findings of Dr. S. Turgoose (D25, page 5), however,
t he presence of an isolated carbon rod, being
substantially chem cal inert in water, will have no
effect on scale formation or reduction. During the oral
proceedi ngs, the Appellant has argued that the
ionisation effect due to the presence of the isolated
el ectrode, on which the invention was based, can indeed
not be expl ai ned by standard textbook science, but is
proved by the TUV report (D16).

In the Board s judgnent, D16 does not support the
Appel I ant' s subm ssion that the observed scal e
reduction is caused by the presence of the electrically
i nsul ated carbon rod, because that report does not
contain evidence proving the Appellant’s argunent that
the galvanic effects at the entrance and exit of the
devi ce cancel each other. Rather, in conformty with

t he Resondent’ s subm ssion, the Board considers that
the EMF of a galvanic cell is independent of the
relative position of the netals in the gal vanic cel
wWth respect to the water flow. The direction of the
el ectrical current induced by the EM- at one side may
be different fromthe direction of the current induced

at the other side of the device. The rel ease of

1423.D
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alum niumions, associated with the induced currents,
is, however, independent of the direction of the
currents, and it is contrary to conmon general

knowl edge as well as to the teaching of D3 (see

Figures 1 and 2 and colum 2, lines 15 to 24) to assune
that alum niumions rel eased at one side of the
galvanic cell will be elimnated fromthe water at the
ot her side. The scal e-reducing effect indicated in the
TOV report can therefore be entirely attributed to the
galvanic cells formed by the electrically connected

al um ni um and copper parts of the pipeline (see (52),
(78) and (80) in the figure reproduced in point Il
above) in the presence of conducting water, so that
there is no proof that the insulated carbon rod has any
i nfluence on scale reduction. In the absence of proof
of any technically relevant effect associated with the
presence of the insulated carbon rod, the Board
considers the presence of the insulated carbon rod as a
nodi fi cation which at best has no technical function,
and nmay even be technically di sadvant ageous.

Techni cal di sadvant ages caused by the introduction of
the carbon rod can be seen in the nore conplicated
construction and in the obstruction of the water flow
Such di sadvant ageous nodi ficati ons do not involve an
inventive step, if the skilled person could clearly
predi ct these di sadvantages and was right in his
assessnment thereof, and if, as is the case here, these
predi ct abl e di sadvant ages were not conpensated by any
unexpected techni cal advantage (see T 119/82, QJ EPO
1984, 217).

Simlar considerations apply to technically non-

1423.D Y A
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functional nodifications.

1423.D AU
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The Board is aware of decision T 1027/93 of 11 Novenber
1994 (not published in Q3 EPO, in which another Board
observed (obiter) that the EPC does not require that an
invention, to be patentable, nust entail any useful
effect, and that the apparent futility of a given nodus
operandi could rather be said to render it conpletely

non- obvi ous.

1423.D Y
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In this respect, the Board wants to enphasi ze that the
notion of "non-obviousness"” is related to the concept
of "invention". The concept of "invention" inplies a
techni cal character. This follows directly fromthe
wordi ng of Article 56 EPC, wherein the expressions
"invention" and "obvious" are linked with "state of the
art" and "a person skilled in the art" (see also
Schulte, Patentgesetz mit EPU, 5th edition, pages 12 to
13). In the Board's judgnent, technically non-
functional nodifications are therefore irrelevant to

i nventive step, even if the skilled person woul d never
think of such a nodification. A parallel can be drawn
here with a new design based on a known techni cal
concept. That new design might be a surprise and thus
"not obvious" for professional designers. Neverthel ess
if the nodifications have no technical rel evance and
are, froma technical point of view, arbitrary, the new
design is not patentable and does not involve an
inventive step within the nmeaning of Article 56 EPC. In
the present case, the omssion of the nmetal fillings is
regarded as a technically relevant nodification,
whereas the introduction of the carbon rod into the
devi ce according to D5 is considered to be no nore than
an arbitrary nodification of the design of that device
whi ch, being arbitrary, cannot involve an inventive

step within the neaning of Article 56 EPC

1423.D Y A
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5.5 The Appellant's subm ssion that the comercial success
of the patentee's devices nust be considered as
convi ncing and sufficient evidence for the presence of
an inventive step cannot be accepted. The Board agrees
that the comercial success of a product can have its
origin in the inventive character thereof. If, however,
as is the case here, the technically rel evant
exam nation of the clained subject-matter |eads to the
result that no inventive step is involved, the
recognition of commercial success cannot lead to a
reverse result (see T 110/92 (not published in QJ
EPO)) .

5.6 It follows fromthe above considerations that the
Appel l ant' s request contains at |east one clai mwhich
| acks inventive step. The appeal nust therefore fail.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chair man:

S. Hue R Spangenberg
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