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Summary of Facts and Subm ssi ons

3221.D

Eur opean patent No. 0 121 305 granted on the basis of
Eur opean patent application No. 84 300 845.9 was
mai ntai ned in anmended form by an interlocutory decision

of the Qpposition Division.

In the Opposition Division's opinion the subject-matter
of claim1l as granted | acked an inventive step in the
sense of Article 56 EPC in view of the contents of the

paper

D6: "Transflektive TN-Zellen zur farbigen
I nformati onsdarstellung”", M E. Becker et al.
presented at the neeting "13. Freiburger
Arbei t stagung Fl Ussigkristalle"” held from23 to
25 March 1983 in Freiburg, Germany.

The Qpposition Division however held that the
additional feature introduced into an anmended

i ndependent claim 1, according to which the col our mask
had col oured patches and a grey surround area

| um nance- bal anced so that the col oured patches all had
substantially equal |lum nation transm ssion, could not
be derived in an obvious way fromthe available state

of the art.

The appel | ant (opponent) filed an appeal agai nst the

i nterlocutory deci sion.

Oral proceedings were held before the Board of Appeal
on 18 Novenber 1997.
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The appel | ant requested that the decision under appeal
be set aside and that the European patent be revoked.

The respondent (patentee) requested that the appeal be
di sm ssed and that the patent be nmaintained in anmended
formon the basis of clains 1 to 9 filed with his
letter of 11 Novenber 1997.

Claim1l of this set of clains reads as foll ows:

"A nmulticolor liquid crystal display device (300)
sel ectively capable of being in the '"on' or 'off' state
and providing a uniformy-dark output panel (330) when
in the 'off' state, conprising:

a liquid crystal cell (320) including two
transparent, parallel, substrates of insulation
mat erial each with a confronting surface bearing at
| east one transparent electrode (73), a |ayer of
twsted nematic liquid crystal material between the
substrates, the cell being capable of transmtting
l[ight in the vicinity of the el ectrodes upon the
application of an electric field across the |ayer when
a potential difference of appropriate magnitude is
appl i ed beween the el ectrodes;

a light source (314) for directing |light towards
one of the substrates;

a high extinction ratio polarizer (324, 326)
| ocated on each substrate surface renote fromthe
confronting surfaces, the polarizers being of the type
whi ch enabl es the attainnent of a contrast ratio of
greater than 100 fromthe rulticol or display, and

havi ng pol ari sing axes which are parallel with or
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orthogonal to the director of the liquid crystal
nol ecul es adj acent the surface nearer to the |ight
sour ce;

a relatively-small anount of dichroic dye m xed
with the liquid crystal material to forma guest- host
m xture therewith for the purpose of absorbing, and
t hus preventing the buil dup and subsequent passage of,

t he orthogonal vector conponent of polarized |ight
created by inperfect rotation of the polarized |ight by
the orientation of the twisted nematic |liquid crystal
nol ecul es when no electric field is present;

means for applying a voltage across the el ectrodes
(73) to change the orientation of the nolecul es of the
m xture, and to enable the passage of |ight when
desired, and

a | um nance-bal ance col or mask (317) having
col ored patches and a gray surround area, the col oured
pat ches bei ng | um nance-bal anced with each other and
the gray surround area in order that the col ored
patched and gray surround area are of substantially
equal lum nous transm ssion | ocated between the |ight
source and the polariser on the input substrate of the
liquid crystal cell, so that the twisted nematic liquid
crystal cell with the dichroic dye added, and the two
pol arisers in conbination with the |um nance-bal anced
col or mask, cause the output panel to appear uniformy
dark to an observer when the nmulticolor liquid crystal

display device is inits 'off' state."

Clains 2 to 7 are apended to claim1.

| ndependent claim 8 defines a nethod of providing a
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mul ticolor liquid crystal display device which
conprises the sane features as independent claiml1,
expressed in terns of a manufacturing nethod.

| ndependent claim9 reads as foll ows:

"A xerographic reprographic machine with a nulticol or
liquid crystal display device as clainmed in any of
clainms 1 to 7".

I n support of his request the appellant submtted that
t he amendnents brought to the description and cl ains
of fended agai nst the provisions of Article 123(2) and
(3) EPC, and that the subject-matter of independent
claim1l | acked an inventive step in view of the

contents of docunent D6.

In particular, the anmending of the statenent in the
first paragraph of the description that the invention
related to nmulticolour liquid crystal displays using "a
rich-in-red light source"” to define instead "a sel ected
I'ight source, for exanple a rich-in-red |ight source"
extended the contents of the patent beyond the content
of the application as originally filed, which was
specifically dedicated to the use of a rich-in-red
Iight source. For this reason also, claim1l should
include the use of a red |ight source as a necessary

feature.
The appellant further submtted that the additional

features introduced into the claimas granted to define

col oured patches and a grey surround area | um nance-

3221.D
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bal anced with each other resulted in an inadm ssible
extension of the protection conferred. In his view, the
subject-matter of claim1l as granted | acked an
inventive step and the claim which was therefore
invalid, did not confer any protection whatsoever.
Since the features added to claim1l were not set out in
any of the dependent clains as granted, the subject-
matter now covered by anended claim 1 was not covered
by any of the clains as granted and the protection
conferred was extended, accordingly.

The appellant in this respect admtted that he could
not produce any case |aw of the Boards of Appeal of the
EPO, in which the above reasoni ng had been foll owed. He
however submtted that amending a claimin such a way
as to cover enbodi nents which were not effectively
covered earlier was not perm ssible according to Gernman
practice as evidenced by the so-called "Fornstein”

deci si on.

Concerning the issue of inventive step, the reason why
docunent D6 did not explicitly disclose | um nance-

bal anced col oured patches was sinply that it consisted
in a scientific paper summari zi ng the know edge
available to the skilled person at the date of its
publication, rather than in an usual patent docunent
describing the technical details of specific

enbodi nents. The docunent in relation in particular to
Figure 2 addressed the |light absorption of a col oured
liquid crystal cell over the whole visible spectrum |t
was thus clear that its teaching applied as well to

mul ti col our displays, for which the coloured filter

3221.D Y



VII.

- 6 - T 0325/ 95

foils referred to in the | ast paragraph of the docunent
as a nmeans to achieve an acceptable uniformty of

col our inpression, could only be fornmed by | um nance-
bal anced col our patches. Since docunent D6 thus taught
the skilled person to provide | um nance-bal anced col our
pat ches, selecting grey as an adequate col our for the
areas surroundi ng the | um nance patches woul d not

i nvol ve any inventive step, because grey was obviously

t he nbst neutral col our avail abl e.

The respondent with respect to appellant's objections
under Article 123(2) and (3) EPC pointed at various
passages of the original application docunents which
referred to red light sources only as a preferred
option of a selected Iight source. The fact also that a
[ight source with a high red |ight content was not set
out inclaiml1 as originally filed, but only in
dependent claim®6, clearly showed that such specific

I ight source had not been disclosed as a necessary
feature of the clained invention.

Concerning the alleged inadm ssible extention of the
scope of protection, introduction in an independent
claimat the opposition stage of features discl osed
only in the description was constant practice in the
procedures before the EPO which could not be

questioned by nere reference to Gernman case | aw.

Finally, docunent D6 did not even relate to multicol our
liquid crystal displays, nor did it address the
t echni cal probl emunderlying the invention. The short

reference in the docunent to different coloured filters

3221.D
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was nerely directed to the possibility of placing
colour filters at different |ocations of the
illumnating system Docunent D6 did not therefore
provide any hint at the clained subject-matter.

Reasons for the Decision

1. The appeal is adm ssible.

2. Compliance of the amendments brought to the description
and claims with the provisions of Article 123(2) and
(3) EPC

2.1 The features of present independent clainms 1 and 8,
i ncludi ng those of the |um nance-bal anced col our mark,
were in substance already defined in i ndependent
claiml as originally filed, except for the statenent
that a contrast ratio of greater than 100 is attai ned.
This threshold val ue was di sclosed originally in
Fi gure 5.

Apart froma nunber of corrections of nerely editorial
nature, the description has been adapted to the wordi ng
of the independent clains as anended and suppl enent ed
with a short sunmary of the relevant content of
docunent D6, in conpliance with Rule 27(1)(b) and (c)
EPC

In particular, the first paragraph of the description

has been amended to make it clear that a rich-in-red

i ght source, which was originally disclosed there as a

3221.D Y
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necessary conponent of the invention, only represented
an exanpl e of an adequate |ight source. This anmendnment
is supported in particular by the second and third

par agr aphs on page 19 of the original description,

whi ch state that the invention can be used with a
variety of light sources of which those with a high
output in the red portion are only exanples. Since
furthernore original claiml did not conprise any
[imtation to rich-in-red Iight sources, which were
defined only in orginal dependent claim®6, the original
application docunents cannot be considered to have

di scl osed such source as an essential feature of the
invention, as was alleged by the appellant.

A few reference signs and the representation of

el ectrodes 73 and col our patches 319 have al so been
corrected in Figure 8, in correspondence with the
original description.

Accordi ngly, the anmendnents brought to the patent do
not extend its content beyond the content of the
original application docunents, in conpliance with the
provision of Article 123(2) EPC

As conpared to independent clains 1 and 8 as granted,
present clains 1 and 8 only conprise the additional
features which specify that the | um nance- bal anced

col our mask has col oured patches and a grey surround
area, the col oured patches being | um nance- bal anced
with each other and the grey surround area in order
that the col oured patches and grey surround area are of

substantially equal |um nous transm ssion. These

3221.D
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additional features restrict the scope of the clains,
whi ch do not therefore contravene the provisions of
Article 123(3) EPC

In his reasoning to the effect that the scope of the

cl ai rs had been extended, the appellant considered that
claim1 as granted did not actually afford any scope of
prot ecti on what soever, because the claimwas invalid,
its subject-matter |acking an inventive step.

This argunentation is thus based on the assunption that
the extent of protection referred to in Article 123(3)
EPC woul d depend not only on the actual wording of the
clainms, but also on their validity in view of the prior
art. This assunption however is not supported by the
explicit statenent in Article 69 EPC that "the extent
of the protection conferred by a European patent

shall be determ ned by the terns of the

cl ai n8" (enphasi s added).

3221.D Y
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Appel l ant's subm ssions in effect also inply that

cl ai mrs anended in opposition proceedi ngs shall always
have a counterpart in the set of clains as granted,
which is not inline with the consistent case |aw of
the EPO either. Attention is drawn for instance to
decision G 2/88 of the Enlarged Board of Appeal (QJ
EPO, 1990, 093), which ruled that replacenent of a
granted claimto a conpound or conposition, the

subj ect-matter of which had turned out to be devoid of
novelty, by a claimdirected to a new use of the
conmpound or conposition as was actually described in
t he patent but had not been clained in the opposed
patent, was adm ssi ble under Article 123(3) EPC, see
points 3 to 5 of the Reasons.

The appellant admtted that the jurisprudence of the
Board's of Appeal of the EPO did not support his line
of argunentation; he nevertheless submtted that this
jurisprudence conflicted with Gernman practice and case

| aw.

The appel l ant did not however in this respect produce
convincing evidence that limtation of a granted claim
by the introduction of features disclosed only in the
description was actually barred by German patent |aw,
jurisprudence or practice. The only case |law referred
to by the appellant, the "Fornstein" decision of the
Bundesgeri cht shof (see QJ EPO, 1987, 551) does not
actually address the adm ssibility of such [imtation.
The ruling in this decision that the scope of
protection afforded by a claimcannot be extended, by

an all egation of equival ency, to an enbodi nent which

3221.D Y
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was obvious in view of the prior art (see point 5.8)
can hardly be considered to nean that |imtation of a
granted claimby way of features disclosed only in the
description is generally inadm ssible.

For these reasons, the anendnments brought to
i ndependent clains 1 and 8 are not considered to offend
agai nst the provisions of Article 123(3) EPC

Patentability

According to the description of the present patent the
invention relates to a nulticolour transm ssive |iquid
crystal display of the type in which differently

col ored display areas are defined by col our patches of
a filter provided between a |light source and the input
side of the liquid crystal cell (see e.g. page 2,
lines 49 to 51).

In existing nmulticolour transm ssive liquid crystal

di splays of this type the underlying col our patches
woul d still be visible in the off-state condition of
the display, which resulted in an unattractive aspect.
Accordingly the object of the invention is to overcone
this bl eed-through problem (see page 2, lines 51 to
56) .

In order to solve this problemthe invention as defined
in present claim1 provides a series of features
directed to the construction of the liquid crystal

cell, polarisers and col our mask, which together aim at

causi ng the out put panel to appear uniformy dark to an

3221.D
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observer when the nulticolour liquid crystal display
device is inits off-state. The col our mask in
particul ar has col oured patches and a grey surround
area | um nance-bal anced with each other so that the
col oured patches all have substantially equal |um nous

transmn ssi on.

The Opposition Division in the appeal ed interlocutory
decision held that, apart fromthe specific definition
of the | um nance-bal anced col our mask wth the col oured
pat ches and grey surround area | um nance-bal anced with
each other, the remaining features of the liquid
crystal cell light source, polariser and drive neans as
set out in claim1 were obvious from docunent D6,

consi dered as disclosing the nearest prior art (see
points 2 and 3 of the Reasons). This opinion, which is
shared al so by the Board, has not been contested by the
parties, and the present decision will therefore
concentrate on the contribution to inventive step of

t he above-nentioned additionally features of the

| um nance- bal anced col our mask only, which causes the
out put panel to appear uniformy dark to an observer
when the nmulticolour liquid crystal display device is

inits off-state.

Docunment D6, which is the sole prior art docunent
relied upon in this respect by the appellant in the
appeal procedure, does not explicitly address the
techni cal probl em of causing the output panel of

mul ticolour liquid crystal display devices - in the
sense of the present patent, i.e. devices which exhibit

adj acent di splay areas of different colours as defined

3221.D
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by a colour mask - to appear uniformy dark in the off-
st at e.

Nei t her does docunment D6 even appear to be specifically
dedi cated to such nulticolour Iiquid crystal display
devices. As a matter of fact, the inprovenents proposed
in this docunent like the limtation of the spectrum of
the Iight source, the addition of dichroic dyes to the
liquid crystal material or the use of colour filter
foils to achieve a constant col our inpression apply
equally to liquid crystal devices for the display of
characters or synbols in a single colour; see in this
respect the first sentence on the fourth page which
refers to the spectral transm ssion of "a cell for the

di splay of red signs".

The sentence at the end of the fourth page of docunent
D6 as referred to by the appellant is the sol e passage
in the docunent to relate to colour filters. The
various colour filter foils referred to there, are said
to aimat achieving an acceptabl e constancy of the
colour inpression in the reflective and in the

transm ssive operation of the cell. In the absence from
t he docunent of any suggestion that the cell referred
tois of the multicolour type, the skilled person in
the Board' s jugenent would nost logically interpret the
above expl anation of the technical function of the
filter foils in the sense that the filter foils should
be so designed and |ocated at "different |locations in
the illum nation system - e.g. behind and in front of
the cell - that the brightness of the characters

di splayed in the on-state is substantially the sane

3221.D Y
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i ndependently of the operating node - i.e.

i ndependently of which of the two |ight sources
referred to in the precedi ng paragraph of the docunent
is activated.

This interpretation does not inply the provision of
col oured patches and of a grey surround in a single
col our mask, nor their nutual |um nance-bal anci ng, as

was suggested by the appell ant.

For these reasons the Board is not convinced that the
specific structure of the colour mask with the

| um nance- bal anced col our patches and grey surround
area as set out in claiml can w thout hindsight be
considered to be suggested in an obvious way by the
scant reference made in docunment D6 to various col our

filter foils.

The appellant in his argunmentation established a
di stinction between scientific papers |ike docunent D6
and usual prior art docunents such as patent
publications, inplying in particular that the skilled
person reading a theoretical paper would be nore
inclined to envisage applying its general teaching to
specific situations he m ght be aware of, than when
readi ng the detail ed description of specific
enbodi nents as disclosed usually in a patent docunent.
In the Board's view, however, it is the actual content
of any docunent which matters, not the type of
publication to which it belongs. In the present case,
the fact that docunment D6 is a scientific paper cannot

make up for its mssing of any hint either at the

3221.D Y
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techni cal problem solved by the invention or at the

cl ai med sol ution.

The other citations no | onger relied upon by the
appellant in the appeal procedure do not cone closer to
the clai ned subject-matter

For these reasons the subject-matter of independent
claiml is considered to involve an inventive step in
t he sense of Article 56 EPC.

So does the subject-matter of independent clains 8 and
9 which in substance recite the sane limtations.

Since, taking into consideration the anmendnents brought
to the patent, the patent and the invention to which it
relates neet the requirenents of the Conventi on,

mai nt enance of the patent so anmended can be deci ded
under Article 102(3) EPC

3221.D
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it 1s decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the

order to maintain the patent in anmended formon the

basis of the foll ow ng docunents:

Clains: 1 to 9 filed with the letter of 11 Novenber

Descri pti on:

The Regi strar:

P. Muartorana

3221.D

1997;

page 2 filed with the letter of

11 Novenber 1997;

pages 3 to 4 and 6 to 11 according to the
publ i shed patent specification;

page 5 filed at the oral proceedings held
before the Qpposition D vision on 18
January 1995;

page 5a filed at the oral proceedings
hel d before the Board of Appeal on

18 Novenber 1997;

Figures 1 to 12 of the published patent

speci fication.

The Chai r nan

E. Turrini



