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Summary of Facts and Subm ssi ons

Thi s appeal is against the decision of the Opposition
Division to reject two Oppositions agai nst European
Patent No. 0 428 489. The deci sion under appeal was
based on the clainms as granted, Caim1 reading:

"1l. The use of a coated paper for the manufacture of
instant lottery tickets wherein the paper conprising a
coloured and totally opaque base paper and a coating
conposition on both sides of said base paper giving the
paper suitable printing surfaces, said conposition
conprising at |east one pignent, a filler, a binder

solution, and optionally viscosity regul ating agents."

. The Opposition Division considered 13 docunents, anong

t hem

D1: GB-A-1 435 686

D6: US-A-4 241 942

D8: FR-A-2 038 519

D12: J. P. Casey, "Pulp and Paper, Chem stry and
Chem cal Technol ogy", 3rd edn., John Wley & Sons,
New Yor kK,
vol. I1l, 1981, pages 1739, 1740, 1854-1857, 1878,
1879 and

vol . IV, 1983, pages 2014-2018, 2518-2520;

and held that the subject-matter of the opposed patent

net the requirenments of the EPC. In particular it was
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held that in view of D6 as the closest prior art
docunent, which disclosed an instant lottery ticket
using an alum nium | am nated base paper for obtaining
total opacity, the objective problemwas to repl ace
said alum niumfoil by another suitable nmedium Even
t hough containing a statenment which vaguely hinted at
such a replacenent, D6 did not lead to the solution
proposed in the contested patent, neither taken al one
nor in conbination with the other cited docunents,
since the prior art papers were not totally opaque and
t hus not suitable for the manufacture of instant
lottery tickets and/or were disclosed for use in
different technical fields such as playing cards or
phot ogr aphi ¢ papers. Mreover, an instant |lottery
ticket not using alumniumfoil for providing the
required total opacity was not disclosed in the cited
prior art.

Bot h Appel |l ants (Opponents) | odged an appeal agai nst
this decision. Appellant I, in his statenment of grounds

of appeal, cited two further docunents, anong them

D15: FR-A-2 136 374.

Oral Proceedings were held on 17 Novenber 1998 in the
absence of Appellant I, who had in advance inforned the
Board of his intention not to attend the hearing. In
the course of these proceedings, the Respondent filed
two auxiliary requests, the first one specifying the
grammage of the base paper and the second one

additionally specifying the grammage of the coating.

Appel lant | subnmitted the following Iine of argunent:

0299. D Y A
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The subject-matter of the contested patent was not
novel in view of D15. Further, considering D6 as the
cl osest prior art, it was not based on an inventive
step. D8 already taught that black paper and netal
sheets were equivalent with respect to their opacity.
It was, therefore, obvious for the skilled person to
replace the alumniumfoil in the card stock of D6 by
bl ack paper, thereby arriving at the clainmed subject-
matter.

The argunents presented by Appellant Il may be

summari zed as foll ows:

D6 as the closest prior art already taught that the
card stock material was not critical and suggested that
the card stock containing the alumniumfoil be

repl aced by another suitable printing nedium The
skill ed person knew from D12 that black paper was
sufficiently opaque, because it was suitable as a

wr appi ng paper for photographic films. In addition, D12
di scl osed the rel ati onshi p between paper coating and
printability as well as the conposition of the coating
as such. Since the black w appi ng paper for

phot ographic filns was generally coated on one side, it
was obviously suitable for the particul ar purpose of
producing instant lottery tickets. Therefore, the
skill ed person not only could, but actually would have
used one of the papers of this kind which were
avai l abl e on the market. Wether or not such an
avai |l abl e paper was coated on only one side or on both
sides as clained in the patent in suit, was not

rel evant because it was not essential with respect to

the problemto be solved. Appellant Il further argued

0299. D Y A
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that there had never existed a long felt need to

repl ace the alumniumfoil which, on the contrary, was
still used for the manufacture of instant lottery
tickets. Should, however, the necessity for such a

repl acenent arise, the proposed sol ution was obvious in
view of the teaching of Di2.

Wth respect to the problem of del am nation nentioned
in the patent in suit, Appellant Il pointed out that

the only printable paper not subject to del am nation

was, notoriously, coated paper.

Concerning the auxiliary requests, he argued that the
granmage of the paper and coating, as clainmed therein,
was conmmon in the art. This was shown in D1 and D12.
The Respondent requested that, pursuant to

Article 114(2) EPC, D15 be disregarded. Further, he
rejected all the argunents presented by the Appellants.
Firstly, the disclosure of D15 was not novel ty-
destroying, since the base paper used therein was not
totally opaque and its reverse side was not coat ed.
Secondly, the Appellants’ allegations were based on

hi ndsi ght by starting fromthe know edge of the new

i dea and by unacceptably deriving the objective problem
fromthe difference to the closest prior art. The
Respondent, in particular, denied that D6 contai ned any
sufficiently enabling disclosure concerning the

repl acenment of the |am nate containing netal foil by
anot her equivalent material. He further contested that
t he paper used according to Caim1l of the patent in
suit was known before the priority date. In addition,
nei ther D8 nor D12 taught that the black paper

menti oned therein was totally opaque such that it was

0299.D Y
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i npossi ble to see through even under intensive light.
The sane applied to the base paper of D15.

Mor eover, the problens associated with the use of
alumniumfoils existed fromthe very begi nning of
instant lottery ticket production, i.e. since about
1970. However, no solution was offered in the prior
art, although coated paper had been on the market since
1920. This clearly showed that nobody skilled in the
art had expected that coated bl ack paper net the
requirenents for that particular purpose. Hence, the
cl aimed use was new and unobvi ous, since it was
surprisingly advantageous. As in T 330/87, the clained
subject-matter further satisfied a long felt need by
provi ding not the sole possible, but a sinple solution
whi ch was w thout precedent in the prior art and,

nmor eover, commercially successful.

Wth respect to the purpose of the auxiliary requests,
t he Respondent referred to the advant ageous | ow wei ght
of the product.

VIIl. The Appellants (Appellant I in witing) requested that
the decision of the Qpposition Division be set aside

and the patent be revoked.

The Respondent requested as a main request that the
appeal be dism ssed and that the patent be naintained
as granted, as first auxiliary request that the patent
be maintained with Clainms 1 to 5 submtted during the
oral proceedings and the description as granted, as
second auxiliary request with Cains 1 to 4 and an

anended description subnmitted during the ora

0299. D Y A
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pr oceedi ngs.

Reasons for the Decision

1. The appeal is adm ssible.

2. Late filed documents

The Board considers that D15, filed by Appellant |
during the appeal proceedings, is sufficiently relevant
to be taken into account. In addition, this docunent is
not considered to be late filed in the sense of

Article 114(2) EPC, since it was submtted in direct
response to the statenent in the decision under appeal
that the production of instant lottery tickets not

containing an alumniumfoil was unknown.

3. Amendnents nmade to the clainms of the auxiliary requests

The amendnents made to Claim 1l of the first auxiliary
request consist in arestriction of the opaque base
paper to one having a grammage of about 100 to 300 g/ nf.
Claim1 of the second auxiliary request further
contains a restriction of the anmpbunt of coating
conposition applied to the base paper to a substance
equivalent to 10 to 30 g of dry solid matter/nf of
coated side. A basis for these anendnents can be found
in the application as originally filed (see Caim 2,
and page 3, lines 3 to 4 and 24 to 26). The
requirenents of Article 123(2) and (3) EPC are

t herefore net.

0299.D U
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Novelty

During the appeal proceedings, Appellant | raised the
objection of lack of novelty in view of D15. However
the Board has verified that the subject-matter as
claimed in the main and auxiliary request is novel in
view of the cited prior art including the disclosure of
D15. Since the appeal is successful for the reasons
gi ven bel ow, the Board considers it unnecessary to give
reasons for this finding.

Inventive step

The patent in suit relates to the use of a coated paper
for the manufacture of instant lottery tickets (see
page 1, lines 3/4). As was agreed by the parties, the
term"instant lottery tickets" denotes lottery tickets
containing, on a base paper, information which - in
contrast to normal lottery tickets - is concealed by an
opaque mask, and which can be reveal ed by renoving the
mask, for exanple by rubbing off or washing off.

Mai n request

The Board agrees with the parties that D6 represents
the closest prior art. It discloses an instant lottery
ticket which is secure agai nst photocopyi ng and
conprises, lying on top of each other, a card stock
material, a printing | ayer and an opaque abradabl e
mask. The card stock material preferably includes a

| ayer of netallic foil, in particular an al unm ni um
foil, in order to prevent transm ssion of light, or in

other words to make it inpossible to see through the

0299.D
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ticket (see colum 1, lines 6 to 36, colum 2, lines 30
to 37). Since, in principle, such card stocks
containing netal foil are lamnates, this prior art
corresponds to the prior art mentioned in the patent in
suit (see description of the patent in suit, colum 1,
lines 8 to 11).

According to the patent in suit, the problemto be
solved in view of such prior art consists in the

avoi dance of several disadvantages resulting fromthe
use of an alumniumfoil, such as manufacturing

probl ens, environnmental problens associated with the
foil itself and with the necessity to use special and
hazardous printing inks (see colum 1, lines 11 to 29).
Anot her problemto be solved arises fromthe nultilayer
structure of the lam nates containing alumniumfoil,
whi ch are open to delam nation or forgery and difficult
to count on existing counting equi pnent (see colum 1,
lines 30 to 41). In sunmary, the probl em underlying the
patent in suit mght be seen in the provision of an
instant lottery ticket wherein the use of a | amnate
containing alumniumfoil and, hence, its di sadvantages

are avoi ded.

However, the Board has sone reservations wth respect
to this fornulation of the problem since it apparently
partially anticipates the solution (see T 229/85,
EPO 1987, 237, reasons No. 5). In order to avoid an ex
post facto view, which necessarily results if

i nventiveness is assessed on the basis of a problem

whi ch includes part of its solution, the Board, while

| eavi ng the essence of the probl em unchanged, considers

it nore appropriate to refornmulate it so as to consi st

0299. D Y A



-9 - T 0574/ 95

in the provision of a further material which is also
suitable for the production of non-see-through instant
lottery tickets and offers inter alia the advantages of
bei ng easy to produce, difficult to forge and nmachi ne
countable (see the patent in suit, colum 1, line 57 to

colum 2, line 4).

As a solution of this problem it is proposed in
Caim1l1l of the main request to use, in replacenent of
the card stock containing netal foil of D6, a col oured
and totally opaque base paper which is coated on both
sides with a conposition conprising a pignent, a filler
and a binder, thereby providing printability. Having
regard to the exanples of the patent in suit, and the
eval uation of the products obtained (see colum 5,
lines 5 to 15), the Board is satisfied that the stated
probl em has t hereby been sol ved.

0299.D Y
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In D6, card stock containing netal foil is explicitly
preferred. As the Respondent agrees, D6 is not
concerned with the replacenent of such card stock but
rather with protection agai nst possible conprom se of
instant lottery tickets, for exanple by using

phot ocopyi ng machi nes (see colum 1, lines 37 to 58).
This object is acconplished by utilizing patterned

| ayers which render visually hidden indicia on a
contest card indistinguishable to a photocopying
machi ne (colum 2, lines 10 to 27). Accordingly, D6
does not suggest replacing the card stock by a specific
equi val ent material. It is, however, nentioned that the
card stock material is not critical as long as it is
suitable for printing and does not permt transm ssion
of light. In addition, D6 contains the statenment that
ot her types of printing paper or sone other suitable
medi um coul d be used in place of the card stock (see
colum 2, lines 28 to 39 and colum 3, lines 57 to 68).
Hence, upon reading D6 the skilled personis, in the
Board's view, principally encouraged to search for
other suitable materials to replace the card stock

containing netal foil.

At the filing date of D6, instant lottery tickets
containing no netal foil were known from D15. This
docunent discloses tickets conprising a very opague
base paper which on its reverse side is inprinted with
a negative inscription on a black colour |ayer and on
the front side with a gane picture, but nothing from
which it could be inferred that the base paper carries
a coating conposition conprising a filler, a pignment
and a binder as set out in the contested patent.

Contrary to the Respondent's opinion, the skilled

0299. D Y A



person - who in the present case is certainly soneone
experienced in the whole technical field of paper
maki ng and aware of the content of D15 - would not,
therefore, Iimt his search to materials containing
netal sheets, but would of course consider al
printable paper materials which are known to be
sufficiently opaque. He woul d, consequently, also
consi der D8 which teaches that in a | am nated paper
conposite, an internediate | ayer of black or dark
col oured paper is equivalent to an internedi ate
nmetallic layer with regard to the opacity of the
conposite (see page 1, 25 to 29).

According to the Respondent, the black paper of D8 was
not "totally opaque" in the sense of the contested
patent, i.e. even under intensive light (see patent in
suit, colum 2, lines 29 to 31), such as provided by
xenon | anps, since such an opacity was not required by
the i ntended use of the paper conposite of D8, for
exanple for letter cards. However, this |ine of
argunment is not convincing, since it is the express
object of D8 to provide a paper which cannot been seen
t hrough even under intensive |light, so that any
inscriptions on the front side do not interfere with
those present on the reverse side (see page 1, lines 5
to 11). It is, further, in contradiction to the conmon
general know edge of soneone skilled in the art of
paper meking, as represented by D12. According to such
know edge, black paper is used as a w appi ng paper for
phot ographic filns (see D12, page 1854, first
paragraph). It is evident that in this field of
application, the slightest transm ssion of |ight would

affect the quality of the film Consequently, such

0299.D
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wr appi ng paper obvi ously does have the required "total
opacity” within the nmeaning of the patent in suit. It
is, therefore, the Board's opinion that the skilled
person would, as a matter of course, have realized that
a conposite containing black paper such as, for
exanpl e, that disclosed in D8 would al so be suitable
for the purpose of the patent in suit with regard to
the opacity required to make it inpossible to see

t hrough the conposite.

Being a I am nate, the paper of D38 is not necessarily
easy to produce, difficult to forge or easily machine
count abl e. However, this part of the problemis not
related to the problem of opacity, so that a skilled
person woul d not disregard any prior art hinting at the
solution of the opacity problemnerely because it does
not, at the sanme tine, suggest a solution to the other
parts of the problem If, therefore, the skilled man is
not satisfied by the lamnate of D8 with respect to its
production and stability related properties, he would
of course search for further suitable materials in the
prior art. In doing so and encouraged by D8 to | ook for
bl ack paper having surfaces which are inprintable in

t he usual way, he would not overl ook the black paper
used in Dl for security docunents, such as travel and
adm ssion tickets, cheques, receipts and even nor nal
|ottery tickets (see page 1, lines 10 to 14 and page 3,
lines 39 to 51). This paper is coated on both sides
with an inprintable top coating conposition conprising
a pignent and/or filler and a binder (see Claiml,

page 1, lines 60 to 70, page 2, lines 36 to 39 and

page 3, lines 20 to 25). It is apparent fromthe above

field of application that the product is a nass product

0299. D Y A
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whi ch nust be easy to produce and machi ne count abl e.
Wil e realizing that the coating in D1 is abradable in
order to make the paper tanperproof in the sense that
any inscription applied thereon cannot be renpved

wi t hout damage to the coating, thereby revealing the

bl ack base | ayer (see page 1, lines 32 to 43 and 66 to
82), the Board is unable to detect any feature by which
the coating of D1 could be distinguished fromthat
defined in Caim1l1l of the contested patent.

The Board has doubts whether the general definition
given in D1 to the term "opaque", nanely neani ng an
opacity as, for exanple, represented by a bank note

whi ch, under normal conditions of illum nation, reveals
the presence of a netallic strip (see in D1, page 1,
lines 44 to 48), so that the paper of D1 is not totally
opaque in the sense of the patent in suit, indeed
applies to the enbodi nent of D1 conprising a black
paper base, as alleged by the Respondent. This question
need not, however, be answered here, since it is not
decisive in the present case whether or not the black
base paper of Dl actually fulfils the opacity

requi renent, because the above-nentioned two parti al
probl ens are technically independent. The skilled
person woul d not, therefore, pay much attention to the
statenents in D1 concerning the problem of opacity, the
solution of which he had already derived from D8 and
D12, but woul d concentrate on information concerning
the remai ning problemof printability, which is

expressly addressed in D1.

0299. D Y A
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Consequently, in view of the common general know edge
as represented by D12, a person skilled in the art
woul d, in the Board's judgnent, have realised wthout
t he exercise of inventive skill and w thout any

know edge of the invention, that there exists bl ack
paper that, when coated as in D1, not only would have
the required opacity and printability (see D12,

vol. |11, page 1854, first paragraph and vol. 1V,

page 2016 to 2017: "Coating process"), which are
necessary for a paper suitable for the manufacture of
instant lottery tickets, but would al so provide the
desired advant ages concerni ng easy manufacturing and
mechani cal stability, which inevitably result fromthe
fact that such papers are not |am nated. The Board
therefore holds that it was obvious for a person
skilled in the art to use coated black paper in

repl acenent of a card stock containing netal foil in
order to arrive at the above-nentioned solution of the
stated probl em

The Respondent further strongly relied on so-called
"secondary indicia", such as a long-felt need or
commerci al success. However, he failed to substantiate
his allegation of a long-felt need by evidence, for
exanpl e by indicating a docunent which stated any
probl ens associated with the alumniumfoils. Nor has
he denonstrated or even indicated that any existing
commercial success was related to properties of the
material used in accordance with the patent in suit.
These al |l egati ons cannot, therefore, be considered in
t he Respondent's favour, and the decision he cites (T
330/ 87 of 24 February 1988, not published in QI EPO is

not applicable in the present case.

0299. D Y A
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The subject-matter of Caim1l as granted does not,
t herefore, involve an inventive step, so that the main

request nust fail.

Auxi liary requests

The Respondent indicated that the anmendnments nmade to
the auxiliary requests were intended to further delimt
t he scope of the clains fromthe teaching of D6. In
addition, by selecting the restricted grammage of the
base paper and the coating in accordance with the
auxiliary requests, the clainmed subject-matter
guaranteed | ow mailing expenses and facilitated storage
of the finished product owing to its | ow weight (see

t he contested patent, colum 1, lines 55 to 57 and
colum 5, lines 10 to 12).

Agai n, these features and the problem (I ow wei ght)

t hereby solved are not functionally Iinked with the
probl ens solved by the other features (opacity and
stability), but nmerely aggregated. In other words, the
features used to define the clained subject-nmatter do
not nmutually influence each other in the sense of a
conbi nation invention to bring about a technical
success over and above the sum of their individual
effects. Therefore, the addition of the features
mentioned in the precedi ng paragraph cannot contri bute
to the presence of an inventive step if the state of
the art suggests that the correspondi ng additional
partial problens can be solved by them i.e. if the
particul ar choi ce of grammage as such is obvious in the

light of the prior art.

0299.D



- 16 - T 0574/ 95

In this respect, the Board cannot but agree with
Appellant Il in inferring fromthe comon general

know edge, as represented by D12, that the selected
grammage is usual in the art, having regard to the fact
t hat coated paper normally has a grammage of 89 to

148 g/ nf (see D12, vol. 1V, page 2014, first ful

par agraph). Thus, the solution of the weight problem
according to the first auxiliary request is
automatically obtained by the choice of black paper as
a replacenment of alum niumfoil for the purpose of
solving the other problens associated with the use of
alumniumfoil in instant lottery tickets (see point
5.1 above). This conclusion is strongly confirnmed by
the fact that the patent in suit never contenpl ated
usi ng a base paper with a granmage outside this range,
as follows fromthe fact that the amendnent of Claiml
according to the first auxiliary request did not

requi re any correspondi ng anendnent of the description.

Concerning the additional use of a grammage of the
coating as specified in the second auxiliary request
the Board considers that Dl discloses that the granmmge
of a thin coating may be as lowas 5 to 15 g/nf (see Di,
page 2, lines 30 to 32) and that such a coating stil
provi des sufficient printability, so that a skilled
person aimng at an instant lottery ticket of |ow
weight in order to | ower nailing expenses and storage
vol une woul d have chosen a granmage of the coating

within this range, w thout exercising inventive skill.

Therefore, the auxiliary requests nmust also fail.

0299.D Y



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chair man:

T 0574/ 95

S. Hue R. Spangenberg

0299.D



