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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 92 200 433.8 clains the
priority date of 15 March 1991 from a US patent
application No. 670 119. During the exam nation of this
Eur opean patent application, the Exam ning D vision

i ssued a conmmuni cation, dated 31 March 1995, pursuant
to Article 96(2) and Rule 51(2) EPC, which raised an
objection to the grant of a patent on the basis of |ack
of novelty of claiml filed with the letter dated

24 January 1995, having regard to the follow ng

Eur opean patent application, which is conprised in the
state of the art according to Article 54(3) and (4)

EPC.

D2: EP-A-0 503 693.

Caiml filed with the letter dated 24 January 1995,
formng the basis of the above comruni cation reads as
fol |l ows:

"A nmet hod of selectively etching froma body (18) of a
sem conductor material having regions (20,22) of
opposite conductivity type at | east a portion of the
region (20) of one conductivity type, the nethod

i ncluding the steps of imersing the body (18) in a
chem cal etchant (14) which is capable of etching the
sem conductor material and an oxi de of the

sem conductor material, a region or regions of the body
(18) which is/are not to be etched being suitably
protected fromthe chem cal etchant; and connecting a

first electrode (16) to the body (18) and imersing a
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second el ectrode (28) in the chem cal etchant and
spaced fromthe body (18);

characterised by the steps of applying a voltage

bet ween the body and the chem cal etchant of a polarity
suitable to forman oxi de passivating | ayer on at | east
the surface of the region (20) of one conductivity
type; and then renoving the voltage for a | ong enough
period of time so to etch away all of the passivating

| ayer fromthe region (20) of one conductivity type and
a portion of the region (20) of the one conductivity

type."

In relation to the issue of novelty, it was stated in
par agraph 4, sub-paragraph 2 of the above nentioned

comruni cati on

"It is noted that the subject-matter of present claiml
does al so not neet the requirenent of novelty

(Articles 52(1) and 54 EPC) wth respect to docunent D2
di scl osing a nethod where at a first applied voltage a
passi vation |layer may al so be forned on the p-type
region and then, at e.g. 0 Volts, both the passivation

and the p-type region are etched."”

In response to the above conmmuni cation, the applicant
filed with a letter dated 21 June 1995 a new set of
clains 1 to 10 to replace the clains then on file,

clains 1 and 10 having the foll ow ng wording:

Caim1l

"A net hod of selectively etching froma body (18) of a

sem conductor material having regions (20,22) of
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opposite conductivity type at |least a portion of the
region (20) of one conductivity type , characterised by
the steps of imersing the body (18) in a chem cal
etchant (14); applying a voltage between the body (18)
and the chem cal etchant of a polarity suitable to form
a passivating |layer on a surface of each region (20, 22)
exposed to the chem cal etchant; and etching the body
(18) in the chem cal etchant (14) by renoving the

vol tage from between the body (18) and the chem cal
etchant (14) for a period of time |ong enough to etch
away all of the passivating |ayer on the region (20) of
the one conductivity type and a portion of the region
(20) of the one conductivity type, but not |ong enough
to renove all of the passivating layer fromthe region
(22) of the other conductivity type; wherein the
voltage is applied by imersing an el ectrode (28) in
the chem cal etchant (14) spaced fromthe body (18) and
connecting the el ectrode and the body across a vol tage
source (30) to achieve the desired voltage."

Claim10

"A nethod as clained in any one of claine 1 to 9, in

which the region (22) of the other conductivity type is
initially isolated fromthe chem cal etchant (14) by a
maski ng | ayer (26a) which also covers a portion of the
region (20) of the one conductivity type; wherein the
nmet hod conprises the initial additional steps of

i mrersing the body (18) in the chem cal etchant (14);
appl ying a vol tage between the body and the chem cal
etchant of the polarity suitable to forma passivating
| ayer on the surface of the region (20) of one
conductivity type exposed to the chem cal etchant;

2207.D Y A
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etching away the passivating |layer for a | ong enough
period of time to renove all of the passivating |ayer
fromthe region (20) of one conductivity type and a
portion of the region of the one conductivity type; and
repeating the above initial additional steps until a
required area of the region of the one conductivity
type is renoved to expose the region (22) of the other
conductivity type to the chem cal etchant (14)."

[ Enphasi s added by the Board. ]

In its decision dated 25 Septenber 1995, the Exam ni ng
Division refused the application on the ground that
claim10 (and also claim1l) filed with the |letter dated
21 June 1995 | acked novelty having regard to the

di scl osure in docunent D2. In Section Il, paragraph 1
of the above decision, it is stated, "Present claim10
corresponds to claim1l as filed with letter of

24.01.95. Accordingly, the objections raised in the
communi cation of 31.03.95 with respect to claim1 apply
wi th equal force to present claim10 ". In

paragraph I1.2 of the decision , detailed reasons are
given for the finding of |ack of novelty of the
subject-matter of clains 10 and 1 in relation to

document D2.

In respect of claiml, it is stated in the decision
under appeal, "In consequence, the subject-nmatter of
claim1, which by definition is nore general than the
subj ect-matter of dependent claim 10, does al so not
neet the requirenents of novelty, Article 52(1) and
54(1)(3) and (4) EPC. " [Enphasis added by the Board.]

The applicants | odged an appeal on 13 Oct ober 1995

2207.D
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payi ng the appeal fee on the sane day, and filed the
statenent of the grounds of appeal on 29 Decenber 1995.
The applicant requested that the decision to refuse the
application be set aside, oral proceedings be appointed
in the event that the argunments submtted in the
statenment of the grounds were deened not to be

per suasi ve, and the appeal fee be refunded on account
of a procedural violation by the exam ning division.

The applicants submtted essentially the follow ng
argunents to support the allegation of procedural

vi ol ati on:

(1) The statenent in the " Gounds for the Decision "
that current claim210 corresponds to claim1l filed
with the letter of 24 January 1995 is wong and
fundanentally flawed. Caim 10 is dependent on
claiml. Cdaim1l filed with the letter of
24 January 1995, on the other hand,

(a) does not include the steps of current claim1, and
in particular, does not include formng a
passi vating | ayer on each region (20,22) followed
by etching for a period of tinme which is not |ong
enough to renove all of the passivating layer from

the region (22) of the other conductivity type,

and

(b) does not include the final step of current
claim 10 of repeating the initial steps until
region (22) is exposed to the etchant.

As the exam ner raised an objection to the present

2207.D Y A
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claim10 for the first tinme in the decision, there was
a procedural violation, and the appeal fee should
t herefore be refunded.

Moreover, present claim1l had been submitted for the
first time with the letter of 21 June 1995, so that the
exam ni ng division could not have, and had not,
previously raised objections against this claim As a
consequence, the objection against this claimhad been
raised for the first tine in the decision. As this was
a procedural violation, a full refund of the appeal fee

was request ed.

The Board after having exam ned the appeal on a
prelimnary basis, only in connection with the
applicants' request for the refund of the appeal fee,
informed the applicants that, in its provisional
opi ni on, the decision under appeal did not conply with
the requirenent of Article 113(1) EPC, and that a
substanti al procedural violation had occurred which
woul d justify setting aside the decision under appeal
and remttal of the case to the departnent of the first
i nstance. The applicants were, however, invited to
state whether they wi shed the Board to carry out the
exam nation of the substantive issues of the appeal
having regard to the subm ssions nmade in the grounds of
appeal, so as to avoid delaying a final decision, or
whet her they wi shed the case to be remtted to the
first instance under Article 111 EPC for further

exam nation, in order to avoid a | oss of an instance of

exani nati on

In response to the above comuni cation, the applicants

2207.D Y A
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requested in a letter dated 9 February 1998 that the
case be referred back to the exam ning division.

Reasons for the Decision

1. The appeal is adm ssible.

2. Procedural matters

2.1 It is evident fromthe summary of the facts of the
present case in paragraph Il above that the decision to

refuse the application was based on the ground that
claim 10, and also claim11, |acked novelty having
regard to docunent D2. As nentioned above, in

paragraph I1.1 of the decision under appeal, it is
stated that "Present claim 10 corresponds to claim1l as
filed with letter of 24.01.95. Accordingly, the
objections raised in the conmuni cation of 31.01.95 with

respect to claiml apply with equal force to present
claim 10" [enphasis added by the Board]. It is clear
that in the decision under appeal, the term
"corresponds” has been used to nmean that the subject-
matter of claim10 is essentially the sane as that of
claiml1l. Present claim10 is, however, dependent on
claim11, and consequently includes all the features of
the latter claim(see paragraph Il above). It is also
acknow edged in the decision under appeal that claim 10
was a dependent claim (see paragraph Il1l, |ast sub-

par agr aph above). In particular, claim20 includes the
requirenent of claiml1 that (a) a voltage is applied to
forma passivating |layer on a surface of each region

2207.D Y
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(20, 22) exposed to the chem cal etchant and that (b)
during the etching step, the period for which the
voltage is removed is not |ong enough to renove all of
t he passivating |layer fromthe region (22) of the other
conductivity type [enphasis added by the Board].

Mor eover, according to claim 10, (c) the initial
additional steps as set out therein are repeated until
an area of one conductivity type is renoved to expose
the region (22) of the other conductivity type to the
chem cal etchant.

A conparison of claiml1, dated 24 January 1995 (see

par agraph | above) with claim 10 shows that, the fornmer
does not include the features (a), (b) and (c) of

cl ai m 10. Consequently, whereas the detail ed reasoning
for the finding of |lack of novelty in respect of
claim 10 in the decision under appeal (see

paragraph 11.2 of the decision under appeal) deals with
all the above features, the objection of |ack of
novelty raised in the communi cation dated 31 March 1995
(see paragraph I, |ast sub-paragraph above) in respect
of claiml1, dated 24 January 1995, did not deal wth

t hese feat ures.

2207.D Y



-9 - T 0016/ 96

In view of the above, the Board agrees with the
applicants that the statenent in paragraph I1.1 of the
deci si on under appeal regarding claim 10 is factually
wr ong. Consequently, the conclusion that the objection
of lack of novelty raised in connection with claim 1,
dated 24 January 1995 in the communi cation, dated

31 March 1995, applies to claim10 is also flawed. The
Board, therefore, agrees with the applicants that this
obj ection, including the factual reasoning leading to
the objection of |ack of novelty, was raised against
the subject-matter of claim10 for the first tinme in

t he deci sion under appeal. The applicants have had,

t herefore, no opportunity to present their coments on
this objection.

Furthernore, as the application was refused on the
ground that claim 10 | acked novelty, the decision under
appeal was based on a ground on which the applicants
have had no opportunity to present their coments,
contrary to the requirenent of Article 113(1) EPC. The
deci si on under appeal has, therefore, to be set aside.
Moreover, as the requirenent of Article 113(1)
represents a fundanental procedural principle ensuring
the right (of a party to the proceedings) to be heard
before an adverse decision is issued, its violation
anopunts to a substantial procedural violation
justifying the refund of the appeal fee in accordance
wth Rule 67 EPC. This is irrespective of whether or
not such a violation occurred due to an inadvertent

m st ake or an error of judgnment on the part of the

department issuing the decision.

2207.D Y A
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Moreover, in respect of claiml filed with the
applicants' letter dated 21 June 1995 form ng the basis
of the decision under appeal, a conparison of this
claimwith claiml1l dated 24 January 1995 shows that the
former claimcontains the step of etching the body (18)
for a period which is "not | ong enough to renove all of
t he passivating |layer fromthe region (22) of the other
conductivity type" (see paragraph Il above), and that
such an etching step was not in the latter claiml.
Furthernore, an exam nation of the file record of the
present application shows that the subject-matter of
claiml inits totality, formng the basis of the

deci sion, was presented for the first time with the
applicants' letter dated 21 June 1995, and as a
consequence, the objection of |ack of novelty agai nst
such a claimwas raised for the first tine in the
deci si on under appeal, contrary to the requirenent of
Article 113(1) EPC.

The exam ning division did not avail itself of the
opportunity of granting interlocutory revision under
Article 109(1) EPC (and resune the exam nation) even
though it was pointed out on appeal by the applicants
that the decision was based on wong facts. Under such
ci rcunst ances when the decision was evidently based on
wrong facts, and, consequently, the applicants' right
to present comments according to Article 113(1) EPC
were clearly not respected, in the Board' s view, the
appeal was well founded within the neaning of

Article 109(1) EPC. Under such circunstances, according
to the established case | aw of the boards of appeal,
there was an obligation on the part of the exam ning

division to rectify its decision by way of an

2207.D Y A
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interlocutory revision and resune the exam nation (see
T 139/87, QJ EPO 1990, 68; T 647/93, QJ EPO 1995, 132
and T 898/96 of 10 January 1997).

3. As the applicants have requested that the case be
referred back to the exam ning division, the Board in
t he exercise of its powers under the provisions of
Article 111(1) EPC remts the case to the departnent of
the first instance for further prosecution of the
application on the basis of the applicants' subm ssions
made in the statement of the grounds of appeal.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The appeal fee shall be refunded.
3. The case is remtted to the departnment of the first

i nstance for further prosecution.

The Regi strar: The Chair man:

M Beer G Davi es
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