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Summary of Facts and Subm ssi ons

2642.D

The appel | ant (opponent) | odged an appeal, received on
23 August 1996 agai nst the decision of the Opposition

Di vi sion, dispatched on 24 June 1996 on the rejection

of the opposition against the European patent

EP B 0 501 544.

The appeal fee was paid on 23 August 1996 and the
statenment setting out the grounds of appeal was
received at the EPO on 24 COctober 1996.

The appellant filed an opposition against the patent as
a whol e on the grounds of |ack of novelty and inventive
step (Article 100(a) EPC) of the subject-matter of
Caiml mainly in viewof the follow ng prior art
docunent s:

El: NL- A- 8105684

E2: GB-A-1 267 929 and

E3: page 58 of the Catal ogue ABS HYDRAULI CS B. V.
VEENDAM of 1990.

The opposition division held that these grounds for
opposition did not prejudice the maintenance of the

pat ent unanended and rejected the opposition

In his statenent setting out the grounds of appeal, the
appel I ant acknow edged that E1 disclosed the cl osest
prior art and that said prior art was an inprovenent of

t he device described in E2.
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He pointed out that the technical teaching of El was

i nconpl ete and not correct insofar it suggests that the
pressure exerted by the knives on the stalk can be
controlled by varying the nunber of revolutions of the
notors whereas the discs are nmechanically

i nterconnected by the knives and nust therefore rotate

at the sanme speed.

The appel |l ant contended that the pressure exerted by

t he knives of the device of E1 on the stal k was not
dependent on the difference in nunber of revolutions as
described in E1 but was dependent on the difference in
drive couple of the notors. The appel |l ant contended

al so that the skilled person would inevitably be led to
t he use of pressure controlling neans by the teaching
of E1 since the usual way to control the drive couple
of an hydraulic notor is to use a pressure control

val ve over said notor in order to adjust the pressure
dr op.

The appel l ant was al so of the opinion that the skilled
person woul d easily realise that the notors of El are
i nfl uenci ng each other and al so that a single punp and
a single tank should be used for both notors in order

to reduce the costs.

According to the appellant no inventive step can be
seen in the choice of a particular connection of the
nmotors anong only two possibilities, iein series or in

paral | el

In reply, the respondent (patentee) contended that the

argunment ati on of the appellant is nerely the result of
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an a posteriori analysis of the invention. He pointed
out that, despite the fact that the appellant is active
inthe field of this type of device and despite his
knowl edge of the contents of El1 and E2, he did not find
t he favourable structure according to the invention
within the period of ten years following the filing of
El. The respondent was al so of the opinion that the
argunent ati on of the appellant was based on a wong
starting point since, if there is no difference in
nunber of revolutions of the two discs, they would
float with respect to each other and there would be no
tendency for the knives to nove towards the stalKk.

According to the respondent, the different speeds as
mentioned in the claimare thus necessary for a good
wor ki ng of the structure clainmed in Caim1.

In reply to a request of the Board in application of
Rule 1(3) EPC, both parties filed an English
transl ation of the Dutch patent application El

Oral proceedi ngs took place on 23 Septenber 1997.

The appel l ant did not dispute the novelty of the
subject-matter of Claim1 anynore and consi dered that
the state of the art disclosed in E1 was the closest to
the invention. According to him the essential teaching
of El resides in the use of two independent notors for
driving the discs, the teaching of E1 being open as far
as the type of nounting (parallel or series) of the

nmotors i s concer ned.

The appel l ant was al so of the opinion that the teaching

2642.D
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of E1 concerning the independency of the two notors
could not be correct since the discs driven by the
notors are nmechanically interconnected. The only way to
control independently the two notors would then be to
provi de pressure controlling neans between said notors
as according to the invention. Consequently, the

appel  ant considered that the skilled person was pl aced
in a one-way-street situation which led him
automatically to the invention.

In reply the respondent pointed out that E1 taught only
to control the nunber of revolutions of two i ndependent
notors, interpretations in a different way being
specul ati ve ones. Mreover, even if the teaching of El
is wong as contended by the appellant, the skilled
person should have first to discover it, then to
correct said teaching and thereafter to nmake further
steps before reaching the invention so that the

conbi nati on of these different steps cannot be

consi dered as obvi ous.

At the end of the oral proceedi ngs, the appell ant
requested that the decision under appeal be set aside
and t he European patent be revoked.

The respondent requested that the appeal be di sm ssed.

The wording of Cdaim1l as granted reads as foll ows:

2642.D
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"A device for renpoving crop froma stalk of a plant,
sai d device being provided with two discs (7, 1) having
a passage (15) for a stalk along their coinciding
central axes, a plurality of arnms (14) bounding said
passage and carrying knives (16) projecting into said
passage, said arns being pivotally coupled to the one
disc (7), whilst said arns are pivotally and slidably
coupled to the other disc (1), said two discs are
rotatable with respect to each other about said

coi nciding axes for noving the knives away from or

t owar ds each other, each of said discs (7, 1) is driven
by its owmn notor (22, 21) driven by a pressurised
fluid, characterized in the two notors (22, 21) being
connected in series, fluid pressure controlling neans
(24, 24') being provided for controlling the pressure
bet ween the two series-connected notors (22, 21), and
t he construction being such that when a stalk is to be
processed the two discs (7, 1) initially rotate at

di fferent speeds and the knives (16) initially nove
towards each other until they touch the stalk, the
pressure the knives (16) exert on the stal k being

controlled by said fluid pressure controlling neans."

Reasons for the Decision

1. Adm ssibility of the appeal.

The appeal i1s admissible

2. Novelty (Article 54 EPC)

According to established EPO Boards of Appeal case |aw,

2642.D Y
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a very restrictive interpretation of disclosure has
consi stently been applied when exam ning novelty. In
Decision G 2/88, QJ EPO 1990, 93, the Enlarged Board of
Appeal has enphasi zed (see the Reasons for the

Deci sion, section 10.1) that under Article 54(2) EPC
the question to be decided is: "what has been nmade

avai lable to the public", and is not: "what may have
been inherent in what was nmade avail abl e".

A cl ai med subject-matter would | ack novelty only if a
"clear and unm st akabl e teaching" of a conbination of
the clainmed features could be found in a prior art

di scl osure (see for exanple unpublished Deci sions

T 450/ 89, T 677/91, T 447/92 and T 511/92). In the
present case, E1 discloses clearly and unequivocally
neither to connect the notors in series nor to use
fluid pressure controlling nmeans. Therefore the
subject-matter of Claim1l nust be considered as novel
over the disclosure of E1.

It should al so be recogni sed as novel wth respect to
the disclosure of E2 since the device described by E2
conprises only one driving notor instead of two as

according to the invention.

Since E3 is a catal ogue of hydraulic pressure valves
and does not concern devices for renoving crop froma
stalk of a plant, it cannot anticipate the subject-

matter of C aim 1.
The device as described in daim1l is therefore newin

the neaning of Article 54 EPC with respect to the state
of the art described in El1, E2 and E3.

2642.D Y A
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The closest state of the art

In agreenent with both parties, the Board considers
that E1 discloses the state of the art closest to the

i nvention because each of the two rotatable discs of

t he device described in E1 is driven by its own notor
(see the appellant's English translation of El: page 3,
line 1) as according to the device of the invention.

Since E1 does not specify the connection of two
hydraulic notors with respect to each other and does
not describe the use of fluid pressure controlling
means, the subject-matter of Claim1l appears to differ
fromsaid state of the art by the connection of the
notors in series and by the provision between them of
fluid pressure controlling nmeans to control the
pressure that the knives exert on the stalks.

Problem and solution

When starting fromthe device described in E1, the
problemto be sol ved appears to be to inprove the
accuracy of the control of the pressure exerted by the
knives on the stalk (see the patent specification:
colum 1, lines 30 to 35) and the Board is satisfied
that the inplenentation of the nmeasures clained in
claim1 brings a solution to the above-nenti oned

pr obl em

Inventive step (Article 56 EPC)

The questions to be answered as regards the inventive

2642.D
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step are not only whether the skilled person exam ning
the prior art in the light of his general common

know edge woul d be provided with enough indications so
that he could arrive at the solution clainmed in
Claim1, but noreover whether, starting fromthe

cl osest state of the art disclosed in E1, he would be
incited to follow a particular teaching in order to
nodi fy the machine of E1 in the direction of the
invention in expectation of the inprovenent he was
searching (see Decision T 2/83, QJ EPO 1984, 265).

In his statement setting out the grounds of appeal and
al so at the oral proceedings, the appellant contended
that the technical teaching of El was not correct and
that, when the skilled person using his general

knowl edge would interpret it in the correct way, he
woul d be placed in a one-way-street situation which
woul d ead himinevitably to the invention.

The Board cannot agree with this appellant's
argunent ati on. I ndeed, the technical teaching of a

di scl osure nust be taken into consideration as

di scl osed, whatever it may be, and not, w thout any
basis therefor as it m ght have been interpreted or
corrected by the skilled person using his general
techni cal know edge. The content of E1 should be

exam ned strictly, inits own context, and any
interpretation not clearly supported by the general
teachi ng of the docunent shoul d be avoi ded as being the
result of an a posteriori analysis. If the teaching of
an anticipation appears to be actually wong, it should
only be recogni zed as such and not, w thout any basis

in the disclosure, be interpreted with hindsight of the

2642.D Y
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i nventi on.

Either, the skilled person becones already aware at
first sight that the teaching of E1 m ght be conpletely
wrong, then there is no reason why he shoul d keep on
consulting this docunent. He would just ignore it. O,
only parts of E1 are considered to be wong, and then a
person skilled in the art would have the rest of the

di sclosure left to try to find out the correct

teaching. Anyway the interpretation should be based on

the disclosure itself.

The skilled person would, in line with the established
case | aw of the Boards of Appeal (see in particular
decision T 56/87, QJ EPO 1990, 188), not be authorized
to arbitrarily isolate parts of such docunent from
their context in order to derive therefroma technica

i nformati on which would be distinct fromthe integral
teaching of the docunent. Since, in particular, the
conception of the device of E1 is based on the idea of
provi di ng each disc of the device of E2 with its own

i ndi vidual driving neans so that each of said discs can
be driven by its own driving neans independently of the
driving neans of the other disc (see the appellant's
English translation of El: page 1, paragraphs 4 and 5,
page 3, line 1 and Claim1l), the skilled person seeking
to inprove further the device of E1 cannot sinply
ignore this basic idea and go in the opposite direction
by connecting in series the driving neans of the discs

so that they would influence each other hydraulically.

Since it is true, that El does not specify explicitly

the way the notors should be connected, the skilled

2642.D Y A
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person would be clearly incited either to use distinct
notors, each with its own separate electric, pneumatic
or hydraulic power supplying circuit or to connect the
notors in parallel to a common power source. |ndeed,
the indication in E1, that the discs can be driven by
separate driving neans independently from each ot her,
and that the nunber of revol utions of one disc can be
totally independent fromthe nunber of revol utions of
the other disc, clearly points away from putting
hydraulic notors in series since such a connection
woul d make the notors hydraulically dependent on each
other in contradiction with the general teaching of El

According to the Board, it is therefore not correct,
starting fromthe disclosure of El, to state that

al t hough the hydraulic notors are independent from each
ot her, they can neverthel ess be connected in series.

| ndeed a series connection inplies an hydraulic
dependency which, in view of the disclosure of E1, was
to be avoided. Wthout hindsight, the skilled person
woul d t herefore have no reason to connect the notors of

El in series.

He would also not find in the left relevant prior art
docunents (i.e. E2 and E3) any hint for using two
nmotors connected in series and fluid pressure
controlling neans to control the pressure the knives

exert on the stalk as according to the invention.

Also if, following the | ogic of the appellant according
to which in order to reduce the costs the skilled
person woul d decide to use a single hydraulic punp and

a single fluid tank for both notors, it would be

2642.D
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contradictory for himto decide then in favour of a
connection in series of the notors which needs the
provi sion of sophisticated fluid pressure controlling
means in order to control the nunber of revol utions of
t he di scs independently fromeach other, if that would
be possi bl e what soever.

5.6 For the foregoing reasons, the Board is convinced that
to inmprove the device known fromEl according to the
teaching of present Claim1 does not follow plainly and
logically either fromthe prior art or fromthe genera
know edge of a skilled person.

5.7 The Board considers therefore that the subject-matter
of Caiml inplies an inventive step within the neaning

of Article 56 EPC

6. The European patent EP-B-501 544 can therefore be

mai nt ai ned unanended.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chair man:

2642.D Y
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N. Maslin C. Andries

2642.D



