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Summary of Facts and Subm ssi ons

2895.D

Eur opean application No. 91 810 144.5 published under
No. O 448 511, with the title "Anti-pathogenically
effective conpositions conprising |ytic peptides and

hydrol ytic enzynmes" was refused by the Exam ning
Division on the basis of a request filed by letter of

12 May 1995, conprising 24 clains for Contracting
States other than ES and 21 clains for ES.

Clainms 19, 23 and 24 for the Contracting States other
than ES read as foll ows:

"19. A transgenic plant and the seed thereof conprising
reconbi nant DNA sequences encodi ng

"23.

"24.

a) one or nore lytic peptides, which is not
| ysozynme, in conbination wth;

b) one or nore chitinases; and/or

c) one or nore a-1, 3-glucanases in a
synergistically effective anount.”

A net hod of preparing a transgenic plant which is
able to synthesize one or nore lytic peptides
together with one or nore chitinases; and/or one
or nore a-1, 3-glucanases in a synergistically
effective anmount; said nethod conprising the steps
of preparing a transgenic plant conprising

reconbi nant DNA sequences encodi ng one or nore
lytic peptides, which is not |ysozyne together
with one or nore chitinases; and/or one or nore
a-1, 3-gl ucanases. "

A net hod of preparing a transgenic plant which is
able to synthesize one or nore lytic peptides,
which is not |ysozyne together with one or nore
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chitinases; and/or one or nore &-1,3-glucanases in
a synergistically effective anmount; said nethod
conprising the steps of preparing two or nore
transgenic plants conprising reconbi nant DNA
sequences encodi ng one or nore |lytic peptides
together with one or nore chitinases; and/or one
or nore a-1, 3-glucanases, and crossing said plants
usi ng conventional breeding techniques."”

Clains 1 to 14 were directed to anti-pathogenic
conpositions for controlling plant pathogens conprising
the enzynes listed in points (a) to (c) of claim19.
Clains 15 to 18 related to nethods of controlling plant
pat hogens. Clains 20 to 22 related to further

enbodi ments of the plant of claim19.

The claimrequest for ES corresponded to the clains
defi ned above but did not contain any clains directed
to plants or plant material per se.

The reason which |l ed the Exam ning Division to refuse
the patent application was that the subject-matter of
claims 19 to 22 for Contracting States other than ES
fell under the exclusion of patentability of

Article 53(b) EPC.

Al'l clainms including clains 19 to 22 were exam ned and
found to neet the requirenments of the EPC
(communi cati on of the Exam ning Division dated

27 February 1996).

The Appel |l ant | odged an appeal against the decision of
t he Exam ning Division, paid the appeal fee and
submtted a statenment of grounds of appeal.
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Oral proceedi ngs were schedul ed for the 13 Cctober
1997. On 5 Septenber 1997, the Board sent a

conmuni cation to convey to the party the provisional
opi nion that:

- product clainms 19 to 22 could be found unal |l owabl e
under Article 53(b) EPC, and

- as regards clainms 23 and 24, the use in these of
the ternms "transgeni c" plant and "reconbi nant” DNA
sequence was obj ectionabl e under Article 84 EPC
because these process clains did not recite any
process steps directly involving insertion of a
DNA sequence into a plant. In addition, claim23
seened obj ectionable under Article 84 EPC in that
it did not recite any nethod feature. As clainms 23
and 24 read onto ordi nary biol ogical processes,
they al so appeared to be objectionabl e under the
prohi bition of Article 53(b) EPC that patents
shal |l not be granted for essentially biological
processes.

At the end of oral proceedings, the Board decided to
refer a nunmber of questions to the Enlarged Board of
Appeal (EBA; cf the referral-decision T 1054/96, QJ EPO
1998, 511). The EBA answered these questions with
decision G 1/98 (QJ EPO 2000, 111).

On 8 March 2000, the Board issued a conmuni cation
informng the party of its view that, based on the EBA
decision, clains 19 to 22 were to be considered as not
falling under the exclusion of patentability of

Article 53(b) EPC. The objections raised in the

communi cation dated 5 Septenber 1997 in relation to the
met hod clains 23 and 24 were naintai ned.
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On 10 March 2000, the Appellant filed a new set of 24
clainms for all Contracting States except ES and a new
set of 20 clains for ES. The new set of clains 1 to 24
differed fromthe set of clains refused by the

Exam ning Division in that:

- claim?2 was deleted and clains 3 to 18 were
renunbered clains 2 to 17,

- t he expression "and the seeds thereof” was del eted
in claim118 (fornmer claim19).

- new clainms 19 to 21 corresponded to previous
clainms 20 to 22 with the dependenci es adj ust ed,

Clains 22 to 24 read as foll ows:

"22. A seed of a plant according to anyone of clains 18
to 21 conprising reconbi nant DNA sequences as
defined in anyone of clains 18 to 20."

"23. A nethod of preparing a transgenic plant which is
able to synthesize one or nore lytic peptides
together with one or nore chitinases; and/or one
or nore a-1, 3-glucanases in a synergistically
effective anmount; said nethod conprising the steps
of preparing by transformation and regeneration a
transgeni ¢ plant conprising reconbi nant DNA
sequences encodi ng one or nore lytic peptides,
which is not |ysozynme together with one or nore
chitinases; and/or one or nore a-1, 3-glucanases."”
(enmphasi s by the Board)

"24. A nmethod of preparing a transgenic plant which is
able to synthesize one or nore lytic peptides
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which is not |ysozyne together with one or nore
chitinases; and/or one or nore &-1,3-glucanases in
a synergistically effective anmount; said nethod
conprising the steps of preparing by
transformati on and regeneration two or nore
transgeni c plants conprising reconbi nant DNA
sequences encoding one or nore lytic peptides
together with one or nore chitinases; and/or one
or nore a-1, 3-glucanases, and crossing said plants
usi ng conventional breeding techniques."(enphasis
by the Board)

The Appellant requested that the decision of the

Exam ning Division be set aside and a patent be granted
on the basis of the claimrequests filed on 10 March
2000.

Reasons for the Decision

Article 53(b) EPC. exceptions to patentability
Clainms 18 to 24

2895.D

Clains 18 to 21 are directed to transgenic plants and
enbrace plant varieties. Yet, no plant variety defined
by taxonom c nanme and further variety specific
characteristics is individually clainmed. In their
decision G 1/98 (see supra), the EBA decided that "a

cl aimwherein specific plant varieties are not
individually claimed is not excluded frompatentability
under Article 53(b) EPC even though it may enbrace

pl ant varieties". Pursuant to Article 112(2) EPC, this
decision is binding in deciding this case and clains 18
to 21 nust be considered as falling outside of the
exceptions to patentability laid down in Article 53(b)
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EPC.

Claim22 is directed to a seed of a transgenic plant
but seeds of one or nore plant variety(ies) defined by
t axonom ¢ nanme and further variety specific
characteristics are not individually clained. In the
Board's judgnent, this inplies that the clai mdoes not
cover specific individual plant varieties in the form
of seeds. The sanme conclusion is, thus, reached as in
point 1 above that follow ng decision G 1/98 (see
supra), claim?22 does not fall under the exceptions to
patentability of Article 53(b) EPC.

Clainms 23 and 24 require that the transgenic plant be
prepared by transformation and regeneration. The step
of transform ng the host plant requires that DNA be
introduced into it, i.e. that a nunber of nere

t echni cal mani pul ati ons such as isolating the
transform ng DNA (pages 21 to 32 of the application),
maki ng the host perneable to said DNA (page 32),
screening the transformants (pages 38 and 42) have to
be perforned. It is, thus, of the essence of the nethod
of clainms 23 and 24 now put forward that genetic

engi neering steps are perfornmed, so that the claim
cannot be considered to be directed to an essentially
bi ol ogi cal process for the production of plants, which
woul d be excluded from patentability under the
provisions of Article 53(b) EPC. The same concl usion
woul d be reached by applying Rule 23b(5) EPC, in force
since 1 Septenber 1999 which states that "A process for
the production of plants or animals is essentially
biological if it consists entirely of natural phenonena
such as crossing or selection", so that no case of a
conflict between the provisions of the European
Convention and those of the Inplenmenting regul ations
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for consideration under Article 164(2) EPC arises for
consi derati on.

None of the clainmed subject-matter falls under the
prohibition frompatentability under the provisions of
Article 53(b) EPC.

Article 123(2) EPC, Article 84 EPC

2895.D

Clains 1 to 17, 19 to 21 do not differ fromclains 1, 3
to 18, 20 to 22 which were found all owabl e by the

Exam ning Division under Article 123(2) EPC (see
section Il supra). daim1l18 only differs fromclaim19
then on file by the deletion of the expression "and
seeds thereof"” which does not alter the findings of the
Exam ning Division in relation to this Article.

Support for claim22 depending on clains 18 to 21 may
be found in Exanple 9 of the application as filed

di scl osi ng seeds of transgenic plants, taken together
with the disclosure on page 3, fourth paragraph and on
page 4, of the lytic and hydrolytic enzynes to be
cloned as well as of the plants to be transforned.

The basis for a step of preparing a transgenic plant by
transformati on and regeneration in the nethods of
claims 23 and 24 is found in the application as filed
on page 32, |ast paragraph to page 43, third paragraph.

Clains 1 to 22 are now clear. An objection for |ack of
clarity was raised by the Board agai nst clains 23 and
24 of the claimrequest refused by the Exam ning
Division (see section IV, above), for the reason that
the ternms transgenic plant” and "reconbi nant DNA
sequence" had no neaning in ternms of the process which
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was then clainmed, which did not necessarily require a
step involving transformati on and regenerati on of the
host cell. This objection does not hold agai nst present
clainms 23 and 24 which conprise these steps (see
section VII, above)

The requirenments of Articles 123(2) and 84 EPC are
ful filled.

O her requirenents for patentability

10.

Or der

The Exam ning Division established that the

requi renents for patentability were fulfilled. In view
of these findings and of the conclusions in points 4
and 9 above, a patent may be granted.

For these reasons it is decided that:

1

2895.D

The deci sion under appeal is set aside.

The case is remtted to the first instance with the
order to grant a patent on the basis of the follow ng
docunent s:

- the set of clains 1 to 24 for all Contracting
States except for ES filed with letter of 10 March
2000 and

- the set of claine 1 to 20 for ES filed with letter
of 10 March 2000 and

- pages 1, 8, 10 to 51 of the description as
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originally filed and

- pages 2 to 7 and 9 as filed with letter of 12 May
1995.

The Regi strar: The Chai r man:

U. Bul t mann U. Ki nkel dey

2895.D



