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Summary of Facts and Submn ssions

0891.D

The appeal is froma decision of the opposition
division to reject the three oppositions filed agai nst
Eur opean patent No. 0 324 513.

Caim1l of the granted patent reads as foll ows:

"Shaped ceram c articles consisting of a high density
pol ycrystal li ne phase of subm cron, equi axed
non-faceted &-Al ,0, crystallites and optionally faceted
| at h-1i ke coarse crystals of alum na, randomy

di spersed anong the subm cron crystallites, optionally
further containing additives of zirconia, magnesia
present as spinel and chrom unoxi de for suppressing
crystal growth, and inpurities said articles having a
density of greater than 90% of theoretical density and
a hardness of at |east 18 GPa, alum nous abrasive grits
bei ng excl uded. "

In the decision of the opposition division it was inter
alia held that the anendnents carried out during
substanti ve exam nation net the requirements of Article
123(2) EPC, see reasons 2. In particular, the

opposition division held that the conbination of "a
density of greater than 90% of the theoretical density
and a hardness of at least 18 GPa is covered by the
original disclosures”, and did not consider "the term
shaped ceramic article to be broader defined than the
term shaped parts disclosed in the parent application”.
In the context of the assessnent of novelty, the
opposition division interpreted the expression
"consisting of" as used in claim1l to nean that "the
product is nmade of only two crystallite types, nanely

t he non-faceted subm cron equi axed and optionally
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additionally faceted lath-1ike coarse crystallites"”,
see reasons 4. 6.

Inits witten statenent setting out the grounds of
appeal , the appellant CERASIV GrbH I nnovatives Keram k-
Engi neering (opponent 111) contested the findings of
the opposition division and rai sed objections on the
ground of Article 123(2) EPC, arguing that "shaped
ceramc articles" as referred to in claim1l of the
patent were not disclosed in the parent application.

Inits reply, the respondent NORTON COVPANY ( patent
proprietor) stated that since the appellant had not
based his opposition on Article 100(c) EPC in the first
I nstance, he was "not entitled to raise this new ground
of opposition in the appeal”, and "these new grounds
shoul d be rejected”.

The parties were summoned for oral proceedings.

Wth its letter dated 18 July 2001, in preparation of
the oral proceedings, the non-appealing party M nnesota
M ni ng & Manufacturing Conpany (opponent 1) also raised
obj ections agai nst the clains of the contested patent,
inter alia on the ground of Article 123 EPC. More
particularly, it argued

- that "shaped ceranmic article”, let alone such
articles having a density of nore than 90% and a
hardness of at |east 18 GPa, were not discl osed at
origin,;

- that exanples IV to I X did not indicate neasured
density and hardness val ues;
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- that it could not be inferred fromthese exanpl es
that the products obtained are to be present as,
| et al one consi st exclusively of, a "high density
pol ycrystal |l i ne phase", having a density of nore
than 90% and a hardness of at |east 18 GPa, the
| atter features having been conbined in an
I nadm ssi bl e manner with the features disclosed in
t hese exanpl es;

- that the disclainmer as used in claim1l was not
di scl osed at origin, and that there was no
justification for such a disclainer;

- that the term "chrom unoxi de" was broader than the
term"Cr,0" used in the parent application

- and that, since claiml1l was not restricted to
products obtained by sol -gel processes, |et alone
by seeded sol -gel processes, it would extend
"beyond the subject-matter as originally filed".

Wth its letter dated 23 July 2001, the respondent
presented four sets of anended clains as main and first
to third auxiliary requests. In the respective clains 1
of all requests, the term "chrom unoxi de" as used in
granted claim1 was replaced by "C,0". The respective
clains 1 of the first to third auxiliary requests were
further anmended to respectively conprise additiona
features relating to the size of the crystallites, to
the preparation nmethod of the articles clained, or to
bot h. Concerning the objections raised by opponent I,
the respondent, referring to decision G 9/92, reasons
10 and 11, argued that opponent | "did not have the
necessary status to attack the patent”, and that it was
not allowable "to introduce a new ground under Article
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123(2) EPC in this | ate stage of the proceedi ngs, which
has never been substantiated before". Mreover, it

consi dered the argunents brought forward by the party
as of right (opponent 1) to be irrelevant.

VIIl. Wth a conmunication date stanped 24 July 2001, the
board not ed

- that claim1l as granted apparently differed from
the clains of the parent application as originally
filed, and

- t hat objections under Article 123(2) EPC had been
rai sed during both the opposition and the appea
proceedi ngs, and were dealt with in the decision
of the opposition division;

ndi cated inter alia

and

- that, since "claim1l as granted covers different
alternatives (products with or w thout coarse
crystals, with or without additives for
suppressing crystal growh) of a very specific
conmbi nation of features (chem cal, structural and
physi cal properties)”, it was "arguabl e whet her
the parent application as originally filed
provides a sufficient basis for supporting all of
t he anendnents carried out in the clains and the
descri ption";

- that the "respondent should therefore be prepared
to indicate a supporting basis, in the parent
application as originally filed, for every
anmendnent to the description and/or clains (be it
by addition, conbination, generalisation or

0891.D Y A
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del etion of features) made during the exam nation,
and for any further anmendnent envi saged";

- and that the parties should be prepared to conment
on the meaning of the terns and expressions used
in claiml. The terns "consisting of", "subm cron"
and "inpurities" were specifically addressed.

Oral proceedings were held on 23 August 2001, in the
presence of the appellant, the party as of right
(opponent |) and the respondent.

In the course of the oral proceedings, the appellant
and the party as of right inter alia questioned whether
the conbi nation of features conprised in the respective
clains 1 had been disclosed in the parent application
as filed. Morre particularly, it was discussed whet her
the application as filed disclosed products having a
hardness of at |east 18 GPa and consisting of subm cron
equi axed non-faceted &-alumna. The board al so

questi oned whet her magnesia present in the products had
to be considered as an inpurity and where in the
application as filed there could be found a disclosure
for entirely magnesi a-free products, having the

requi red hardness and m cro-structure.

The subm ssions as nade by the parties, essentially
during the oral proceedings, can be sunmarised as
fol | ows:

The appel |l ant essentially argued that the parent
application as originally filed would not disclose
"shaped ceram c articles"” - as opposed to abrasive
grits - or nethods for the preparation thereof.
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Not wi t hst andi ng his request for the rejection of the
appel l ant's objections for formal reasons, the
respondent, to refute these objections, referred to the
di scl osure, in the parent application, of the
expressi ons "shaped bodi es”, "coatings", "thin filnms",
“fibres", "rods" or "small shaped parts".

The party as of right (opponent |) stated that

obj ections under Article 100(c) EPC had al ready been
rai sed during the opposition procedure and that he was
entitled to present argunents concerning this ground of
opposition. It submtted again that sone features of
claiml as granted had been taken fromexanples IV to

I X, and conbi ned with sone nore general and sone nore
specific features not referred to in these exanples, in
particular the features "consisting of", "high-density
pol ycrystal |l i ne phase", "density greater than 90% and
"hardness of at |east 18 GPa". These objections were
fully supported by the appellant. Additionally, it
submtted that according to his own experts ceramc
products having a hardness of at |east 18 GPa coul d not
have been obtained with a firing tinme of only one

m nute as according to exanple |V.

The respondent

- referred to specific parts of the parent European
pat ent application 85 100 506.6 as filed, which -
in conmbination - would disclose ceramc articles
not conprising any of the optional additives for
suppressing crystal growh and consi sting
excl usi vely of subm cron equi axed non-faceted
a-Al ,0O, crystallites and inpurities, and having a
density of greater than 18 GPa, as according to
one of the alternatives covered by claim1,
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- stated that the products free of lath-Iike
crystallites, as covered by claiml1l, were the
comercially nost interesting ones;

- argued that magnesia conprised in the fina
articles in anobunts of e.g. 0.14%as in exanple X
was to be considered as an inpurity in the sense
of claim1;

- subm tted that the product according to exanple |V
was fully sintered and thus inplicitly disclosed
t he hardness and density val ues required by
claim1, and that exanples Il and X inplicitly
di scl osed the m crostructure of claiml;

- acknow edged that exanple IV was not clear as to
whet her a magnesi um conpound was added or not; and

- requested an opportunity to denonstrate, by
carrying out experinental reproductions of
exanples 1V and X, that the specific products
obtained did indeed fulfil the criteria of
particle size, absence of coarser particles,
density and har dness.

The appel lant and the party as of right (opponent I)
requested that the decision under appeal be set aside
and that the patent be revoked.

As a main request, the respondent requested that the
deci si on under appeal be set aside and that the patent
be maintained with the clains of the main request filed
with the letter dated 23 July 2001.

As auxiliary requests, he requested that the patent be
mai ntained wwth the clains of any of the first to third
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auxiliary requests filed with the sane letter, taken in
their nunerical order.

The other party as of right (opponent 11) did not
participate in the appeal proceedings and submtted no
requests.

Reasons for the Deci sion

1.1

1.2

0891.D

New obj ecti ons under Article 100(c) EPC

In the first instance proceedings, Article 100(c) EPC
had been invoked as a ground of opposition by opponent
| and opponent Il. This ground of opposition had been
di scussed during the first instance proceedi ngs, both
in witing and during the oral proceedi ngs before the
opposition division, see e.g. the annex to the sunmons
for oral proceedings, item4.2, and the mnutes of the
oral proceedings, itens 3, 4.5, 4.7 and 4.8. The
opposition division has decided on this issue inits
written decision, see reasons 2. Hence, objections on
the ground of Article 100(c) EPC raised by the
appel l ant, the party as of right (opponent I) or the
board in the course of the appeal proceedi ngs are not
based on a "fresh ground"” of opposition in the sense of
opi nion G 10/91 (QJ EPO 1993, 420) and decisions G 1/95
(QJ EPO 1996, 615) and G 7/95 (QJ EPO 1996, 626).

In the present case, sone of the specific

obj ections/argunents under Article 100(c) EPC di scussed
in the appeal proceedings (see itens VI, VIII, I X and X
here above), and on which the present decision is

based, were not dealt with during the opposition
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proceedi ngs. However, the board is not aware of any
justification for excluding or disregarding rel evant
argunents concerning the ground of opposition under
Article 100(c) EPC, for the sole reason that they
differ fromthe |ines of argunent relied upon - under
the sane ground - before the first instance. In the
exam nation of objections under Article 100(c) EPC, the
contents of the application as filed and of the granted
patent are to be considered as the relevant facts, and
all attenpts to denonstrate divergences between them
are to be considered as argunents based on these facts.
In such a case, the "legal and factual franmework" as
referred to in opinion G 10/91 (reasons 6) is not
changed since no new facts or evidence and no new
ground need to be relied upon. Wiere Article 100(c) EPC
has been raised as a ground of opposition and has been
consi dered in the appeal ed decision, it is the board's
duty to assess correctly whether or not the
respondent's requests conply with said Article. Hence,
the board has to consider all argunments which are

rel evant, independently of

- the point in tinme at which they were introduced
into the proceedi ngs, see e.g. Case Law of the
Boards of Appeal of the EPO 1998, VI-F, 6,
decision T 86/94 of 8 July 1997, reasons 2.2.2,
and decision T 432/94 of 19 June 1997, reasons
5.4.1,

- the procedural status of the party who actually
i ntroduced them and

- whet her or not a given party, relying on these
argunents, had based it's initial opposition on
t hi s ground.
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For the sane reason, once the board has becone aware,
during the prosecution of the case, of additiona
argunents not raised by one of the parties, and which
are of decisive inportance in the correct assessnent of
the case within the given framework of Article 100(c)
EPC, it has the power and the duty to bring theminto
consideration in the course of the proceedings.

It need not, therefore, be pursued further in the
present case, what the |legal status and the rights of a
non- appeal i ng opponent are in appeal proceedi ngs, when
the oppositions were rejected by the opposition
division. It need also not to be di scussed whether the
findings of decision G 9/92 (QJ EPO 1994, 875),
relating to the situation where a patent was nai ntained
i n amended form by the opposition division, wuld be
applicable to the present situation at all

Wth its conmmuni cation date stanped 24 July 2001,

i ssued in preparation of the oral proceedings, the
board has addressed the question of whether the parent
application as originally filed provided a sufficient
basis for supporting all of the anendnents carried out
in the clains. Independently thereof, the party as of
right (opponent I) has raised sone objections inits
witten subm ssion of 18 July 2001. The period of
roughly one nonth in advance of the date of the ora
proceedi ngs was sufficient for the respondent to
reconsi der this aspect of the case and to famliarise
itself again with the contents of its own parent
application as filed, in particular since this text has
a size of eleven pages only. Moreover, anple
opportunity was given to the respondent during the ora
proceedings to file requests conprising clains anended
to overcone the deficiencies as discussed. Hence, the
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respondent has not been deprived of his right to be
heard, in accordance with Article 113(1) EPC

Al ternative products covered by claim1l (nain request)

Leaving out all the features recited as optional,
claim1 according to the nmain request is directed, in
one alternative, to "shaped ceramic articles consisting
of a high density polycrystalline phase of subm cron,
equi axed non-faceted a-Al ,0, crystallites, and
inmpurities, said articles having a density of greater
than 90% of theoretical density and a hardness of at

| east 18 GPa, al um nous abrasive grits being excluded".
This enbodinent is, in the follow ng, |abelled
"alternative A" for the sake of conciseness of the
deci si on.

Alternative A was introduced into claim1l by an
anmendnent submtted by the respondent during the

exam nation proceedi ngs, deviating froma proposal nade
by the exam ning division.

Interpretation of claiml (main request), alternative A

There is no dispute that it follows fromthe expression
"consisting of" that, in the case of alternative A no
ot her conponents then "a pol ycrystalline phase of

subm cron, equi axed non-faceted al pha-Al ,G
crystallites” and "inpurities" nmay be present in the
clai med product. Crystallites having a size of nore
than 1 um being non-equi axed and/ or being faceted in
the sense of the patent may thus not be present in the
pol ycrystal line al um na phase. Mreover, the articles
according to this alternative may not conprise the
crystal growth-suppressing additives recited as
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optional in claiml, and in particular they may not
conprise the optional "magnesia present as spinel”
conponent .

In claiml the term"inpurities" is used to designate
further conponents that nmay be present in the ceramc
articles. Concerning the neaning of the term
"inmpurities”, which is not further defined in claim1l
itself, and which has only been introduced during
substanti ve exam nation, one has to refer to the
foll ow ng passages of the parent application

85 100 506.6 as originally filed (in the foll ow ng
referred to as the "original application"):

- On page 3, lines 16 to 17, zinc and iron are
menti oned as possible inpurities introduced from

t he pi ping and associ ated equi pnent.

- On page 5, lines 6 to 7 and page 5, line 37 to
page 6, line 2, reference is made to inpurities

contained in the alumna mlling nmedia used.

- On page 9, lines 14 to 26, Si0O, Fe, 0, Ti O CaO and
Na,O are referred to as inpurities introduced

during the mlling operation.

On the other hand, MO, SO, Cr,0,, and/or ZrO, are
referred to as additives on - inter alia - page 2,
lines 30 to 34, on page 4, lines 1 to 9, in exanple X
and on page 11, lines 9 to 26. According to the
passages on pages 2 and 11, the addition of these
conpounds is optional, and they act as crystal or
"growt h" inhibiting additives where the high purity of

the al pha-alumna is not a requirenent. Mreover, it is
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noteworthy that on page 4, lines 1 to 4, the respondent
hi nsel f qualified nagnesia precursors as "the nost
useful additives", and that zirconia, nmagnesia and
chrom um oxi de were | abelled as "crystal growth
suppressing additives" in claiml as granted.

The respondent argued during the oral proceedings that
in view of the cited passages a skilled person would
consi der any conponents present in very small anounts
to be inpurities. Magnesia present in anounts as snal
as the 0.14% present in the product according to run
9498 of exanple X would therefore have to be consi dered
as an inpurity in the sense of claiml.

The board cannot accept this interpretation, since it
is not supported by the text of the origina
appl i cation.

The original description only refers to nagnesia as an
inmpurity of the alumna mlling nmedia. Nowhere, not
even in the passage on page 9, is it clearly indicated
t hat any nmagnesia conprised in the final products,

i rrespective of whether is has been deliberately added
as magnesi um conpound or whether it originates fromthe
alumna raw material or the mlIling nedia debris, has
to be considered as an inpurity. The board did not
overl ook that sone of the conponents that m ght be
conprised in the ceram c bodi es produced, e.g. silica,
are sonetines |labelled as inpurities and soneti nes as
additives (conpare e.g. page 9, lines 23 to 26 and
page 11, lines 9 to 10). The board al so noted that

al though SiO, is nentioned as grain growth inhibitor on
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page 11, lines 9 to 10, it has not been included in the
list of optional conponents conprised in present
claim 1.

However, since nmagnesia is qualified in the description
as "the nost useful additive", the board holds that it
cannot be considered as an "inpurity" at the sane tine.
Whet her a nmagnesi um conponent present in the fina
ceramc article has been introduced by way of a
separate addition of a nmagnesi um conpound or by neans
of the mlIling operation is of no relevance for the
interpretation of the present product claiml1. In both
cases, the magnesi um conponent has to be considered as
an additive with the inherent function indicated in the
description, i.e. the suppression of crystal growh.
Moreover, it does not clearly and unanbi guously emanate
fromthe original application that nagnesia, which has
not been added as nmgnesi um conpound, but is
neverthel ess present in the final product in very snal
anounts of e.g. the 0.14% nentioned in exanple X, run
No. 9498, would not have a certain crystal growth
inhibiting effect. Since neither the origina
application nor claiml indicate a clear borderline -
in terns of a magnesi a percentage - between a
concentration range where magnesia is to be consi dered
as an additive and a concentration range where nmagnesi a
iIs to be considered as an inpurity in the sense of
claiml1l, the interpretation of the terminpurity as
adopted by the respondent is entirely arbitrary and
cannot be accepted.

The cited passages of the description also nake it
clear that the term™"inpurities"” is exclusively used to
refer to the chem cal nature of such conponents and not
the shape of the alum na particles. Alum na particles
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of bl ocky, lath-like or any other shape which is not
subm cron, equi axed and non-faceted are not to be
regarded as inpurities in this sense and may thus not
be contained in the products according to claim1,
alternative A. This was not disputed by the respondent.

Hence, the board holds that claim 1, alternative A has
to be construed as being directed to products

conpri sing no other &-Al ,0 conponents besides the
"subm cron, equi axed non-faceted al pha- Al ,0,
crystallites” and no magnesia (or other crystal growh
suppressi ng conponents) in nore than trace anounts
being clearly ineffective to suppress crystal grow h.

Basis for anended claim 1l (rmain request),
alternative A, in the original application

According to Article 100(c) EPC, a patent granted in
response to a divisional application, as in the present
case, may be opposed on the ground that it's subject-
matter "extends beyond the content of the earlier”

(i.e. parent) "application as filed". A simlar wording
Is used in Articles 76(1) and 123(2) EPC, which exclude
the addition of new matter during exam nation.

The idea underlying these provisions is that an
appl i cant shoul d not be allowed to i nprove his position
by addi ng subject-matter not disclosed in the origina
application, giving himan unwarranted advantage by
obt ai ni ng patent protection for sonething he had not
properly disclosed and maybe not even invented at
filing date of the application, and possibly being
damaging to the | egal security of third parties relying
on the contents of the original application (see

G 1/93, QJ EPO 1994, 541, reasons 9 and 16).
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An anendnent nust be regarded as introduci ng subject-
matter extendi ng beyond the content of the origina
application, if the overall change in the content of
the application results in the skilled person being
presented with information which is not clearly and
unanbi guously presented in the original application,
even when account is taken of matter which is inplicit
to a person skilled in the art (see e.g. T 688/ 99 of

11 July 2001, reasons 2.2 and T 383/88 of 1 Decenber
1992, reasons 2.2.2). The criteria to be used when
conparing a clained invention to the subject-matter

di sclosed in an earlier docunent allegedly disclosing
the sane invention have recently been defined once nore
in the conclusion of opinion G 2/98 (QJ EPO 2001, 413),
relating to the conparison between a clained invention
and a priority docunent: The skilled person nust have
been able to derive the subject-matter of the claim

di rectly and unanbi guously, using commobn genera

know edge, fromthe previous application as a whole.

Where, as in the present case, an independent claim
present in the parent application as originally filed
(here claim1l) has been anended by addition of features
(here "consisting of..." and "hardness of at |east

18 GPa") restricting the scope of the claimand being
taken froma nunber of not clearly related parts of the
original application, it is not sufficient that all the
added features are nmentioned somewhere in that

docunent. Rather, the conbination of features in
guestion nust be clearly and unanbi guously derivable
fromthe docunent by a skilled person using conmmon
general know edge. Therefore, nultiple |imtations
generating specific subject-matter not derivable from
the original application cannot be all owed.
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The respondent did not dispute that the origina
application contains no literal disclosure of ceramc
articles or grits having - in conbination - all the
properties recited in claiml, alternative A and nore
particularly

(i) a structure consisting of a polycrystalline phase
of subm cron, equi axed and non-faceted a-al um na
crystallites and inpurities in the sense of
claim1 (for the proper construction of
"consisting of" and "inpurities" see item3. here
above),

(ii) a density of greater than 90% of the theoretica
density, and

(i1i1) a hardness of at |east 18 GPa.

Concerning the original disclosure of such products,
the respondent relied on the original application taken
as a whole, but nore particularly on claim1l1, exanples
IV and X, page 1, lines 2 to 5, page 2, lines 30 to 34,
page 4, lines 15 to 19, page 7, lines 14 to 26, page 7,
line 27 to page 8, line 2, and the passage on page 11,
lines 2 to 6. It argued that the skilled person woul d
read the information given in exanples IV and X in
conbi nation with the general indications concerning
structure, hardness and density of the ceram c bodies
or grits as given in original claiml and on the
original description pages 7,8 and 11, this conbination
di scl osing the clained articles.

The board is, however, convinced that neither these
parts nor any other parts of the original disclosure
can constitute a basis for the anended claim1. As w |l
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appear fromthe follow ng reasons, a ceram c product
with the conbined features (i), (ii) and (iii) has not
been originally disclosed. Therefore, the further

obj ections under Article 100(c) EPC which were raised
against claim1l by the appellant and the party as of
right (opponent |), in particular against the

di sclainer type limtation and the feature "shaped
article", need not be considered.

In the original application, a polycrystalline phase
consi sting exclusively of subm cron, equiaxed and non-
faceted crystallites was not generally presented as
being a key feature of the invention, even less in
conbination wwth the remaining features of (i), (il)
and (iii). In nost of those parts of the origina
application wherein the alumna crystallite size in the
finished products is addressed, |anguage such as
"“containing" (clains 1 and 8, page 3, line 4),
"consisting essentially" (clains 4 and 6), "mainly"
page 6, line 21) or "having" (page 11, line 4) is used.
Oiginal claim6 refers to products having a structure
consisting of an alumna matrix and a secondary
particul ate material, see also page 4, lines 9 to 11,
which is thus different fromthe structure of the
products according to claiml1. Mreover, in view of the
expression "consisting essentially of", the matrix
needs not necessarily to consist exclusively of

subm cron equi axed and non-faceted al um na
crystallites. Exanple |I nentions the presence of "rare
bl ocky shapes about 5 mcron in dianeter", exanple II
mentions a "cellul ar appearance”, and according to
exanples Vto I X "lath-1ike coarse crystals" occur in
the final products at firing tinmes of nore than one

m nute. Neverthel ess, products fired for up to five

m nut es, and hence conprising substantial anmounts of
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coarser particles (see the table on page 7, right
colum) were originally labelled as "preferred",

al though the presence of coarse particles was "believed
to be | ess desirable" (see page 7, lines 10 to 13).
Exanples Il and X are silent about the shape and size
of the alumna crystallites.

In fact, the only explicit nmention of products with an
al um na phase consisting of equiaxed, non-faceted and
submi cron 4-alumna crystallites is to be found in
exanple IV (see table on page 7, first row of data) and
inoriginal claim7. The grits defined in origina
claim7 do, however, conprise an additional conponent
formng a matrix of spinel (MO being the only spine
former nmentioned in the application) and cannot,
therefore, forma basis for claiml1, alternative A On
the other hand, the grits obtained according to exanple
IV do not conprise coarse alum na particles, but their
specific density and hardness val ues are not indicated.
These val ues cannot be regarded as being inplicitly

di scl osed as the inevitable result of performng the
experinmental procedure described, as wll becone
apparent fromthe follow ng discussion of the

di scl osure provi ded by exanple IV.

Exanple 1V

Concerning the experinental procedure relied upon, the
description of exanples IVto I X refers back to "the
general procedure of exanple |", but neither the
separate addition of a nagnesi um conmpound nor the
nature of the mlling nedia are explicitly addressed.
As acknow edged by the respondent during the ora
proceedi ngs, the description of the experinental
procedure used in exanple IV is, therefore, anbiguous
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as to whether a nagnesi um conpound is added to the
starting material or not. Mreover, the exact firing
reginme, and in particular the heat-up tines used to
reach the firing tenperature, are not indicated such as
e.g. in exanple X

Assum ng that a magnesi um conpound has been separately
added in accordance with the general procedure of
exanple |, the product obtained woul d contain about 5%
MyO and coul d not support a claimdirected to
alternative A Assumi ng, on the other hand, that the
magnesi a containing mlling nmedia of exanple | (see
page 5, line 37 to page 6, line 3) were used, the
skill ed person woul d al so expect the presence of
crystal growth inhibiting magnesi um conponents in nore
than trace anmounts in the final product, as indicated
in exanple X (page 9, lines 23 to 26). Again, exanple
IV could not support a claimdirected to alternative A
Assum ng further in the respondent’'s favour that
magnesi a had not been added, either separately or by
nmeans of the mlling nedia debris, the fact renains
that the hardness and density val ues of the product are
not indicated. The board hol ds that the description
passages cited by the respondent are too general and
may not, therefore, be used for conpleting the specific
i nformation given in exanple IV for the foll ow ng
reasons:

- The passage on page 2, lines 30 to 34 does not
refer to the total absence of crystal growh
i nhibitors such as nmagnesia, but nerely states
that strong (abrasive) bodies nay be obtained
wi thout the (deliberate) addition of nagnesia
(e.g. as a conpound). Moreover the passage is
silent about the hardness and density val ues that
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may be obtained in that case, and does not excl ude
the presence of coarser, non-equi axed and/ or
faceted alum na crystals.

- The board concurs with the appellant and opponent
| in that the term "having" cannot be understood
to be as narrow as the expression "consisting of".
Hence, the passage on page 11, lines 2 to 6 does
not - as suggested by the respondent during the
oral proceedings - refer to the total absence of
crystal growth inhibitors such as nagnesia and
does not exclude the presence of at |east sone
coarser, non-equi axed and/or faceted al um na
crystals. The expression "high-purity &-alum na
bodi es" as used in this passage, does not -
according to the respondent's own definition of
the term"inpurities"” - exclude the presence of
non- negl i gi bl e anbunts of nmagnesi a.

- The passage on original page 7, |line 27 to page 8,
line 2 nerely states sone ranges concerning the
har dness val ues to be obtained for sone specific
products (abrasive grits). Preferably the hardness
shoul d be at |east 18 GPa, but the value of 16 GPa
is mentioned as a lower limt in the case of
alumna (grits) "wi thout additions". This passage
does not disclose a discrete hardness val ue, |et
al one a value of 18 GPa or nore, for the products
of exanple IV. Neither does this particular
passage generally exclude the presence of at | east
sone coarser, non-equi axed and/ or faceted al um na
crystals.

Moreover, fromthe table on page 5, relating to
exanples IVto I X it emanates that products not

0891.D Y A
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conprising lath-1ike coarser particles could only be
obtained with a firing tinme of 1 mnute at 1400°C, the
heat-up tinme used to reach the firing tenperature not
bei ng i ndicated. Exanple IV nerely illustrates
explicitly that an increased firing tinme |leads to
crystal growth, as generally nentioned on page 4, lines
23 to 24. The one mnute firing tine of exanple IV is
very short in conmparison to the firing tines used in
the other exanples, see e.g. 30 mnutes in exanple I,
60 mnutes in exanple Il, up to 60 mnutes in exanples
Vito X and 15 mnutes in exanple X As pointed out by
opponent | during the oral proceedings, an expert woul d
rather assunme that a product obtained with a firing
time of one mnute only would not be fully sintered, or
at least not sintered to a high density and hardness.

I nformati on concerning the tinme used to reach the
firing tenperature of 1400°C (in exanple X, 15 m nutes
are used to raise the tenperature from450°C to 1400°C)
Is mssing, although the inportance thereof in the
sintering of the material cannot be neglected in view
of the very short firing tine at 1400°C. Hence, even
when assum ng in the respondent's favour that exanple
IV does not disclose the addition of any nagnesia, the
i nformati on di sclosed therein, even when read in
conjunction with the nore general description passages
referred to above, is not sufficient to clearly
establish that both a high hardness and an excl usively
subm cron pol ycrystalline alum na phase were obtai ned
in the total absence (but for insignificant traces) of
crystal growth inhibitors, and in particul ar of
magnesi a.

Summari sing, no preference was given originally to
products consisting exclusively of subm cron
crystallites and/or being entirely free - but for
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insignificant traces - of nmgnesia and other crystal
growm h inhibiting additives. On the other hand, a

har dness val ue of nore than 18 GPa was only nenti oned
as a preferred lower limt of a range in a broader
context concerning various types of products. The

di scl osure of exanple IV is inconplete in terns of the
experinmental conditions used (addition/absence of
magnesia, nature of mlling nedia and firing regine).
Exanples Il and X, which do |lead to products with

har dness val ues above 18 GPa, rely on relatively |ong
firing tinmes, which, on the other hand, are shown to go
along with increased crystal growth. Hence, the board
hol ds that a skilled person could not clearly and
unanbi guously take fromthe specific but inconplete
exanple IV, even in view of the nentioned passages of
the description, and even assum ng that no nagnesi a was
present, that the grits obtained according to this
exanple would inplicitly have a hardness of at |east 18
GPa and a density of at least 90% In this respect it
Is also to be observed that claim7 of the origina
application explicitly refers to a product conprising
excl usi vely subm cron equi axed and non-faceted &-Al ,0
crystallites, and having a hardness of at |east 18 GPa,
but only in the presence of a spinel matrix.

A two-fold reproduction of exanple IV, with and w t hout
separate addition of magnesium respectively, wth
measurenents of the correspondi ng hardness and density
val ues obtained, as offered by the respondent, cannot
establish the inplicit original disclosure of the
products having the conposition and properties
according to alternative A, since it would necessarily
be based on experinental conditions (addition/absence
of magnesium nature of mlling nedia and firing

regi me) which were not clearly and unanbi guously
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mentioned in the original application. Therefore, the
of fer of experinental reproduction had to be refused.

Exanples Il and X

Exanples Il and X are the only ones which do clearly
not rely on the separate addition of a nmagnesi um
conpound. Both exanples Il and X al so specify a
hardness of at |east 19 GPa for the products obtained.
However, they do not conprise any indication concerning
the mcrostructure thereof, i.e. the absence of coarse
alum na particles as required by alternative A of
claim1l. According to the experinental procedures used
in both exanples Il and X, the raw material is
subjected to a pre-firing/calcination at 450°C for

16 hours, followed by firing at 1400°C for 60 mi nutes
and 15 m nutes, respectively.

During the oral proceedings, the appellant alleged that
in the absence of specific statenents pointing to the
contrary, as in exanples I and V-1X, the skilled person
woul d infer fromthe description that the grits of
exanples Il and X woul d not conprise coarser or non-
equi axed crystals. The board does not accept this
argunent in view of the fact that - irrespective of the
differences in the pre-firing tinmes and tenperatures
used - the actual firing tines at 1400°C are nuch

|l onger in the latter exanples than the one used in
exanple IV, the only exanple explicitly disclosing the
absence of coarse particles. The board therefore hol ds
that in view of crystal growh induced by extended
heating, see page 4, lines 23 to 24 and page 6, lines
30 to 34, the skilled reader woul d rather expect the
final products of both exanples to contain substantia
amounts of crystallites being larger than 1 pum and/ or
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non- equi axed with such extended firing tines.

According to exanple X (Run No. 9498), the mlling was
carried out as according to exanple I with alum na
media and the final products are explicitly stated to
contain 0.14% MyO assuned to originate fromthe
mlling nmedia, see page 9, lines 14 to 26. Since the
products obtained in exanple X, run No. 9498 contain
magnesi a in an anount that cannot be qualified as being
on an inpurity level (see item3. here above) and do
not, therefore, exenplify alternative A a conpletion
of the information conprised in this exanple by
reproducing the latter and anal ysing the mcrostructure
of the products obtained, as offered by the respondent,
coul d not have affected the conclusion of the board,
and was therefore refused.

According to exanple Il, the mlling nmedia conprise

1, 74% MgO and 1, 74% Si O, (see page 5, line 35 to page 8,
line 2). Although the presence of magnesia in the fina
products is not addressed in exanple Il, the skilled
person woul d assune that the grits prepared, due to the
desired nedia abrasion in the mlling step (see e.qg.
page 3, lines 13 to 15, and exanple X page 9, lines 23
to 25) would al so contain nmagnesia in nore than
negligible trace anounts, MO being qualified in the
description as nost useful additive, having a well
known "grain" or crystal growth suppressing or
inhibiting effect, see page 4, lines 1 to 4 and

page 11, lines 9 to 26. Mreover, whereas exanple X
specifies the heat-up tinme fromthe cal cination
tenperature of 450°C to the firing tenperature of
1400°C, exanple Il does not. In the board' s view, this
heat -up tinme cannot be neglected in view of the very
short firing tinme to be observed for obtaining grits
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free of coarse particles (see exanple |IV). Hence,
assumng in the appellant's favour - although highly
unlikely - that magnesia is not introduced in a crystal
growt h suppressing anount into the final grits of
exanple Il during the mlling step, the board hol ds
that the experinental conditions (firing regine, i.e.
heat-up tine) are not disclosed in a sufficiently clear
and unanbi guous manner that would justify the
assunption that the products obtained inplicitly do not
contain coarse crystals. A re-working of this exanple,
with an analysis of the crystallite sizes obtained,
could not change this finding since it would al so have
to be based on experinental conditions (firing regine,
i.e. heat-up tine) which were not clearly and

unanbi guously nentioned in the original application.

Sunmari sing, exanples Il and X do not, inmplicitly

and/ or explicitly, clearly disclose products not
conprising non-negligible anmounts of nagnesia that
coul d be considered as inpurities, and/or not
containing alumna crystallites being larger than 1 pm
and/ or bei ng non-equi axed or faceted. Even in the
context of the total information conprised in the whole
application as filed, these two exanples do not
constitute a clear and unambi guous di scl osure of al

the conbined features of claim1, alternative A

4.3.5 The board al so takes the view that sone of the other
nore general passages of the description cannot
contribute to or constitute the disclosure of products
according to claiml, alternative A Concerning the
preparation nmethod using mlled water addressed on
page 9, line 27 to page 10, line 20, the board hol ds
that a skilled person woul d expect nmagnesia fromthe
mlling nmedia debris to be present in the mlled water

0891.D Y A
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in the sane way as in a mlled gel, the nethod thus

| eading to products containing magnesia, see in
particul ar page 10, lines 18 to 20. According to the
further nethods referred to on page 10, lines 21 to 30,
which rely on the use - as seed particles - of a
settl ed suspension of high purity alumna mxed with
wat er, of commercial fine &-alum na powders, or of fine
al um na generated by mlling very high purity alum na,
using such alumna itself as a mlling nmedium the
presence of blocky and/or lath-like alumna crystals in
the finished products is not explicitly excluded
either. These nethods are only addressed in a genera
way, W thout clear indications concerning the process
conditions, and in particular the firing regine
applied. The properties of the products that may be
obt ai ned by using such seed particles are not
specifically nentioned. Al the passage says is that
such seed particles were "effective" in producing "the
dense finely crystallised product of the invention"
Consi dering that according to the application as fil ed,
the neaning of "the invention" enconpassed products
(grits) having a hardness as low as 16 GPa "w t hout

addi tions" (page 7, line 27 to 30) and "consisting
essentially", but not exclusively, of subm cron al um na
crystallites, the skilled reader does not get from

t hese passages any detailed information concerning the
preparation of ceramc articles according to claiml,
alternative A

For these reasons, the board is convinced that a
skilled person reading the entire original application
woul d not, w thout having to nmake assunptions requiring
t he know edge of the invention as now cl ai ned, gather
fromit that the preparation of ceramc articles
according to the clainmed alternative Awas initially
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envi saged. In the description of the experinental
procedures, the skilled person would not perceive any
cl ear and unanbi guous teaching directed to the
preparati on of such products. Hence, the board hol ds
that products with the conbination of features defining
alternative A of claim1l according to the main request
coul d not be clearly and unanbi guously derived fromthe
original application. Such ceramc articles thus
constitute subject-matter extending beyond the content
of the earlier application as filed in the sense of
Articles 100(c) and 76(1) EPC. Hence, the main request
cannot be al | owed.

Auxi |l i ary requests

In conparison to claim1 of the main request, the
respective clains 1 of the first to third auxiliary
requests are further limted by the incorporation of
additional features relating to the size of the A ,G
crystallites obtained and/or to the nethod used for the
preparation of the ceramc articles. Neverthel ess,
irrespective of these additional features, each of the
respective clains 1 is still directed, in one
alternative, to products fulfilling the conbined
criteria of absence of coarser particles, absence of
specific crystal growth suppressing additives,

i ncluding magnesia in spinel form and hardness of at

| east 18 GPa, as in alternative A of claim1 according
to the main request. For the sane reasons as stated
above concerning the main request, the board hol ds that
products with these conbi ned properties could not be
clearly and unanbi guously derived fromthe origina
application. This finding is not affected by a
reference to the size of the submcron crystallites
obtai ned or to the process of preparation originally
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di scl osed. Such ceram c articles constituting subject-
matter extendi ng beyond the content of the earlier
application as filed in the sense of Articles 100(c)
and 76(1) EPC, the first to third auxiliary requests
cannot be all owed either.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar The Chairman
U. Bul t mann R Spangenberg
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