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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 96 101 180.6
(publication No. 0 722 695) was refused by decision of
t he Exam ning Division issued on 17 April 1997 on the
ground that the subject-matter of the European

di vi si onal application extended beyond the content of
the earlier application as filed No. 89 910 571.2
(published as WD 90/02525) (Article 76(1) and 123(2)
EPC) .

The reason for the refusal was that the applicator for
effecting thermal cauterization of the tissue |lining of
a human body cavity could not be isolated fromthe
apparatus as a whole, since there was no basis for this
in the earlier application as filed. To solve the
probl em addressed in the application in suit, it was
necessary that the applicator be used only in
connection with the whole cauterization apparatus

ie conprising also neans external to the applicator, so
that a claimdirected to an applicator taken in

i solation was not justified nor founded.

The appel | ant | odged an appeal against the first
i nstance's decision on 22 April 1997. A statenent of
grounds was filed on the sane date and the appeal fee

was paid in due tine.

Grant of a patent was requested on the basis of

clains 1 to 12 filed on 12 February 1997 along with an
addi tional appendant claim 13 filed with letter of

1 Cctober 1997.
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According to the appellant, the first instance did not
properly apply Article 76(1) and 123(2) EPC in
conjunction with Article 88(4) EPC. Wen correctly
interpreting the earlier application as a whol e,

ie including the drawi ngs, the present invention did
not relate to the whole cauterization apparatus but
primarily to an applicator alone for effecting therm
cauterization, ie without the consideration of extra
external control nmeans. As recited in the application
in suit an object of the present invention was to
provide a relatively inexpensive and easy to repl ace
applicator. As a consequence, a claimdirected to the
sol e applicator was not such as to extend its subject-
matter beyond the content of the earlier application as
filed.

By communi cation of the Board, the appellant was
requested to file a new set of application docunents
for appeal, in consequence of anbiguities appearing in
the text for consideration of the Board and

di screpanci es between the clains and the description.

In a reply dated 14 Novenber 1997 the appel | ant
submtted a new set of anended clains 1 to 13 al ong
wth a conplete set of recasted description pages 1 to

11 and drawi ngs pages 1/5 to 5/5.

The appel lant's previous requests are, therefore, based

on these new pi eces of docunents.

Claiml in suit reads as foll ows:
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"Applicator for effecting thermal cauterization of
substantially all of the human uterine endonetrium
conpri si ng:

a catheter for insertion into the uterus via the
cervical canal, said catheter termnating in a rigid,
axially closed proximal end portion and having an open
di stal end, and a di stendabl e bl adder (5) defining an
encl osure attached at said proximal end portion and
projecting axially beyond the proximl end of the

cat heter when di stended; said bl adder (5) when

di stended contacts substantially all of the tissue
lining of the uterus:

inflating nmeans (14) connected to said distal end for
di stendi ng said bladder (5) with a fluid (25) froma
fluid system and

heati ng nmeans (44) for heating a fluid (25), said
heati ng nmeans being positioned internally to said

bl adder (5)."

Reasons for the Decision

1. The appeal is adm ssible.
2. Amendments
2.1 Wth respect to the version as refused, claim1 in suit

was anmended by incorporation of the follow ng feature:
"inflating neans (14) connected to said distal end for
di stendi ng said bladder (5) with a fluid (25) froma
fluid system and".

0479.D Y
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This feature is fairly supported by both the divisional
and the earlier application as filed, since said
feature was present in claiml of each said
application, respectively. In addition, the
specification of a fluid supplied froma fluid system
for distending the bladder, is based as well on the

di visional application as filed (cf. colum 6, lines 12
to 21) as on the earlier application as filed

(cf. WD 90/02525, page 12, lines 7 to 17).

Therefore, the incorporation in claim21l of the above
menti oned feature is not objectionable under Article 84
or 123(2) EPC.

The reason given by the first instance was,
essentially, that the subject-matter of claim1l as
refused (like that of claiml1l in suit) referred to an
applicator for effecting thermal cauterization, whereas
in the application as originally filed there was

cl ai med an apparatus conprising (anong others) an
applicator ... conprising in turn a catheter ... and a
di stendabl e bl adder attached thereto. Stated anot her
way the scope of the clainmed subject-matter had been

w dened over the content of the application as filed,
in contradiction to the requirenents of Article 76(1)
and 123(2) EPC.

At first, Article 76(1) EPC operates only for

anendnents nade to the divisional application with
respect to the earlier application as filed. As to
Article 123(2) EPC, it operates only for amendnents

made to the divisional application under consideration

0479.D
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with respect to the divisional application as filed.

Since the earlier and the divisional applications as
filed are identical in all respects, all anmendnents
made to the divisional application under consideration
are concerned only with Article 123(2) EPC

(cf. T 873/94, A EPO 1997, 456, points 1 and 2).
Instead, Article 88(4) EPC referred to by the appellant
is irrelevant to the question of adequate support by
the original disclosure, it being restricted to the
recognition of the priority rights which, in the
present case, were not contest ed.

According to the divisional application as filed

(page 8, line 3 to page 9, line 8) second and third
paragraphs), it appears clearly that the applicator
conprises internal neans only, ie neans to be inserted
into the uterus, conprising an inflatable bladder 5 and
arigid tubing 3 for attachnent thereto and provided
wi th heating neans 44 (cf. Figures 6 and 7). The
remai ni ng of the tubing set, conprising a flexible
tubing 10, a controlled fluid source 14 and a control
unit 30, are regarded as external neans with respect to
the elenents to be inserted in the body cavity. The
internal and external neans formall together the so-
called fluid systemas a whole (cf. page 12, lines 4 to
12).

The probl em underlying the present invention is not
clearly defined in the application as filed. Inits
broadest definition, the main object of the invention
is to provide a nethod for cauterizing the tissue

lining of a body cavity (cf. paragraph bridgi ng pages 5

0479.D Y A
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and 6). However, having regard to the apparatus for
perform ng the nmethod (cf. page 6, lines 3 to 7), the
mai n obj ect of the present invention is to provide an
applicator as such, "heated by non-toxic fluid ... and
controll ed by nmeans external to the applicator”. It
results therefromthat the term"applicator” is to be
understood in a narrower sense, according to which the
heating applicator alone is regarded as the object for
whi ch protection is sought, beyond any specific
application or additional control neans.

In any case, the subject-matter of claim1l in suit
actually refers to an "applicator” for affecting

t hermal cauterization of the human uterine endonetrium
Therefore, it is not restricted to the applicator as
such but al so includes the specific use for which said
applicator is intended. Mrreover the applicator as
clainmed is defined by conbining structural and
functional features, which is acceptable. In
particul ar, the bl adder is distendable by an inflating
fluid and, when di stended, uniform contact between the
bl adder and the endonetriumis established. In
addition, heating neans positioned internally to said
bl adder are provided for heating the fluid so as to
obtain thermal cauterization.

I ndeed, all essential features for effecting
cauterization are present in claiml. Wile external
control neans may be suitable for optimsing the
efficiency of the treatnent, such neans are not
necessary for achieving a result, whatsoever.
Therefore, there is no reason to limt the scope of the
main claimto the entire tubing systemas |long as the

applicator itself has not been seriously questioned

0479.D Y A
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during the subsequent substantive exam nation. As a
consequence, in the Board's judgnent, the subject-
matter of claiml is clear, conplete and fairly
supported by the divisional application as filed,

wi thin the neaning of Article 123(2) EPC

Wth respect to claim1l according to the divisional
application as filed, the follow ng feature has been
omtted in claiml in suit: "and control neans for
regul ating the di stending and heating of said

di stendabl e bl adder”. While the om ssion of a feature
may generally result in an unall owabl e generalisation,
i e extension of the clainmed subject-matter beyond the
content of the application as filed, in the present
case, however, external regulating nmeans are not

consi dered as essential since, as explained before, the
applicator can operate as it is. It is the established
case law (T 331/87, A EPO 1991, 22, points 6 and 7.5)
that the renoval of a feature which is not recited as
essential in the disclosure does not constitute a
violation of Article 123(2) EPC

Mor eover, broadening the scope of a claimduring the
exam nation procedure is not contrary to Article 123(2)
provi ded the subject-matter resulting fromthe change
was already to be found within the content of the
application as originally filed (T 133/85, QJ EPO 1988,
441, points 4 and 5; T 888/90, QJ EPO 1994, 162

points 3.5 and 3. 6).

As previously explained, all features present in
claim1 under consideration are fairly supported by the

application as filed and protection of the applicator

0479.D
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as such is intended. Consequently, the subject-matter
of the present invention remained the sanme. Although
the clainmed subject-matter is wider than the subject-
matter as originally clained, this is perm ssible under
Article 123(2) EPC

Remittal to the first instance

Since the refusal by the first instance was restricted
to formal aspects under Article 76(1) and 123(2) EPC
and considering that the main claimhas been further
nodi fied by the appellant, the Board considers it
appropriate to nmake use of its power conferred by
Article 111(1) EPC to remit the case to the first
instance for further prosecution on the substantive

i ssues.

For these reasons it is decided that:

The deci sion under appeal is set aside.

The case is remtted to the first instance for further
prosecution on the basis of the application docunents
filed with the appellant's letter dated 14 Novenber
1997 (cf. point VI above).

The Regi strar: The Chair man:

0479.D
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S. Fabi ani H. Sei denschwar z
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