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Summary of Facts and Subm ssi ons

Eur opean patent application No. 94 302 816.7
(publication No. 0 621 746) was filed wwth a set of
clainms of which clains 1 and 12, the only i ndependent
clainms, were respectively directed to a conposite
printed circuit board - conposed generally of a netal
substrate printed circuit board section and of an

i nsul ator substrate printed circuit board section - and
to a method for manufacturing such conposite printed
circuit board.

1. In its only comuni cation pursuant to Article 96(2) and
Rul e 51(2) EPC, the Exam ning Division first raised a
nunber of objections against the clarity of the clains
under Article 84 EPC (see point 1 of the

conmmuni cati on).

The Exam ning Division then stated that in view of
these difficulties, a conplete exam nation of the
clainse was not considered econonm c at that stage, and
that it was postponed, accordingly. It was however its
provi sional opinion that the clains did not define a
pat ent abl e subject-matter, since the subject-matter of
i ndependent clains 1 and 12 was antici pated by each of
t he docunents EP-A-0 264 780 (Dl) and US-A-3 912 849

(D2), (see point 2 of the conmmunication).
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Finally, the Examning Division in its comunication
poi nted at sonme further formal anendnents to be brought
to the clainms and description (see point 3 of the
conmuni cation), and invited the applicant, should he
regard sone particular matter as patentable, to file an
i ndependent claimincluding such matter and to indicate
inthe letter of reply the difference of the subject-
matter of the new claimvis-a-vis the state of the art
and the significance thereof (see point 4 of the

conmuni cati on).

In reply to the Exam ning Division's comunication, the
applicant filed an anended set of clainms of which
claims 1 and 12, the only independent clains, read as

foll ows:

"1l. A conposite printed circuit board conprising a
metal substrate printed circuit section (12) having a
first layer of a thermally conductive netal (32) for
provi di ng high thermal conductivity, a second | ayer
(28) made of a thermally conductive and electrically
insul ative materi al disposed adjacently to said first
| ayer, said second | ayer (28) having an upper surface
upon which electrically conductive wiring (26) is

di sposed; and an insulator substrate printed circuit
board section (14) conprising a first |ayer of
insulative material and a second |ayer of a netallic
foil disposed adjacently to at | east one side of said
first layer of insulative material and formng a

conductive wiring layout, characterised in that the

i nsul ator substrate printed circuit board section (14)
and the netal substrate printed circuit board section
(12) together forman integral nounting surface for
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el ectrical conponents.”

"12. A nethod for manufacturing a conposite circuit
board conprising the steps of formng a netal substrate
printed circuit section (12) having a netal base |ayer
and an insul ator upper |ayer having a top surface upon
whi ch electrically conductive wiring is disposed and
formng an insulator substrate circuit section (14)
integrally with said netal substrate printed circuit
section (12), said insulator substrate printed circuit
section (14), having a first layer of insulative
material, and a second |layer of a netallic foil (36)

for formng a conductive wiring |ayout."

The applicant in his reply stressed that claim1 had
been revised to state in the preanble the features
known from docunent D1, those features which were
considered to be novel and inventive, i.e. the fact
that the insulator and netal substrates printed circuit
board sections together forned an integral nounting
surface for electrical conponents, being placed in the

characterising portion.

The applicant al so anal ysed the contents of

docunents D1 and D2, and submtted why, in his opinion,
the invention represented a substantial, patentable

i nprovenent over the prior art construction. He al so
identified various further anmendnents brought to the
clains to overcone the formal objections raised in the

Exam ni ng Di vision's conmmuni cati on.

After receipt of the applicant's reply, the Exam ning

Division i medi ately i ssued a decision rejecting the
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pat ent application.

In the reasons for the decision, the Exam ning Division
first stated that anmended clains 1 and 12 had the sane
scope as original clainms 1 and 12, respectively, except
for m nor anmendnents brought in response to clarity
objections raised in the official conmunication (see
point 1 of the reasons).

The Exam ning Division then stated that the method of
claim 12 | acked novelty in view of the contents of
docunent D1, for the reasons given in the official
communi cation, which were repeated in the decision (see
point 2 of the reasons) and that the application was
refused, accordingly (see point 3 of the reasons).

In point 4 of the reasons, the Exam ning D vision

i ndi cated that, although |ack of novelty of the nethod
of claim 12 was the reason for refusal of the
application, it considered that the conposite printed
circuit board of claim1l also |acked novelty in view of
D1. In particular, contrary to the applicant's

subm ssions, the arrangenent of D1 was al so suitable
for nmounting conponents so that they extended over the
surfaces of both the insulator and the netal substrate
sections. This would depend on the size of the
conponents, but there was no reason to suppose that the
space under the cover shown in Figure 6 above the join
bet ween the respective substrate sections could not
accommodate m niature SVMDs as were in use at the

priority date.

Finally, the Exam ning Division concluded that for the

1827.D Y
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above reasons the application was refused in accordance
with Article 97(1) EPC (see point 5 of the reasons).

The appellant (applicant) filed an appeal against the
decision rejecting the patent application.

As his main request, the appellant requested that the
Exam ning Division' s decision be set aside, that a
patent be granted of the basis of a set of revised
clains | abelled A attached to his statenment of the
grounds of appeal, and that the appeal fee be

rei mbur sed.

The set of revised clains A conprises two i ndependent
clainms, of which independent claim1l is identical to

i ndependent claim1 on which the refusal was based, and
i ndependent claim 12 reads as foll ows:

"12. A nethod for manufacturing a conposite circuit
board conprising the steps of

a) formng a netal substrate printed circuit section
(12) having a first netal base |ayer (32) and a second
i nsul ator | ayer (28) disposed on said netal |ayer (32),
sai d second |l ayer (28) having an upper surface upon

whi ch electrically conductive wiring (26) is disposed

and

b) formng an insulator substrate printed circuit
section (14) having a first layer (34) of insulative
material, and a second |layer of a netallic foil (36)
for form ng a conductive wiring |ayout, the method

bei ng characterised by the step of

1827.D Y
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c) connecting the insulator substrate circuit section
(14) to the metal substrate printed circuit section
(12) to forman integral nounting surface for

el ectrical conponents.”

As a subsidiary request, the appellant requested that a
patent be granted on the basis of a set of revised
clainms | abelled B, also attached to his statenent of

t he grounds of appeal.

In the event that the Board of Appeal was of the view
that his main or subsidiary request should not be
al l oned, the appellant also requested to be provided an

opportunity for further argunments and subm ssi ons.

I n support of his request for reinbursenent of the
appeal fee, the appellant submtted that the decision
of the Exam ning Division contravened Article 113(1)
EPC because it raised new issues on which he was not
given an opportunity to present his conmments, so that
t he decision constituted a substantial procedural

violation within the neaning of Rule 67 EPC

In his view, when replying to the only conmuni cati on of
the Exam ning Division, he had clearly enphasised the
di stinguishing feature of an integral nounting surface
for electrical conponents being fornmed by the conbi ned
i nsul ator and netal substrate printed circuit board
sections, and also explained in sone detail the reasons
why this additional feature was considered to

di stinguish the invention fromthe cl osest prior art.

1827.D Y
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The decision not only was based on a wong premse in
so far it stated that claim1 had the sanme scope as
originally filed, but it also raised a new i ssue on
whi ch the applicant had not been given the opportunity
to present his comments.

Furt hernore, the Exam ning D vision should have noticed
t hat i ndependent claim 12 as filed in response to its
conmuni cation was not consistent wwth claim1, since it
did not include any limtation directed to the integral
nmounting surface. The Exam ning Division did not give

t he applicant the opportunity of comrenting on and/or
rectifying this deficiency, and it was only upon
recei pt of the decision that the appellant realised

t hat i ndependent claim 12 filed with his earlier
response was inconplete and that it needed the addition
of at least the step of formng an integral nounting
surface, to give it novelty over D1 and D2 and to

render it consistent with claim1.

Finally, the issue raised in the decision in relation
wth claiml, in particular the suggestion that

m ni ature SVMDs coul d al so be nounted on the substrates
i n docunent D1, was conpletely new, and there was
absolutely no disclosure or teaching in D1 to suggest
that mniature conponents of this type could be nounted
in the way suggested by the exam ner. The appel | ant
shoul d t herefore have been given an opportunity to
coment on these observations particularly as he

believed themto be incorrect.

Concerning the patentability of the clained subject-

matter in view of the cited prior art, the appellant

1827.D Y
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essentially submtted that in the enbodi nent of

Figures 5 and 6 of docunent D1 as relied upon by the
Exam ning Division, the insulator substrate printed
circuit board section and the netal substrate printed
circuit board section did not forman integral surface
until they were joined by the lid 30. However, once the
lid 30 had been secured to the two substrate sections,
it effectively denied access to the upper surface of

t he substrates, which could not therefore be considered
to form"an integral nounting surface for electrical
conponents” in the sense of independent clains 1 and 12
of revised clainms A, nor "a rigid integral conponent
nmounti ng surface on which electrical conponents can
subsequently be nounted and electrically connected to
both substrates” in the sense of independent clains 1
and 12 of revised clains B.

1827.D
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Reasons for the Decision

1. The appeal is adm ssible.

2. Refusal of the application after one official

communication only

The reasons for the refusal of the application on the
ground that independent claim12 | acked novelty in view
of the contents of document D1 had been duly

conmuni cated by the Exam ning Division to the appel | ant
inits first and only comunication. Since the

appel lant did not in substance nodify the scope of

i ndependent claim12 in reply to the official

communi cation, the refusal in respect of these reasons
certainly fulfils the requirenent of Article 113(1) EPC
t hat deci sions may only be based on grounds or evidence
on which the parties concerned have had an opportunity
to present their coments.

However, according to Article 96(2) EPC the Exam ning
Division shall invite the applicant as often as
necessary to file his observations. \Wen applying this
provision to determne in a specific case whether an
appl i cant should be given a further opportunity to
present comments or anendnents before refusing an
application after a single official comrunication, the
establ i shed practice of the Exam ning Divisions as set
out in particular in the GQuidelines for Examnation in
t he European Patent O fice is to warn the applicant who
had nmade a bona fide attenpt to deal with the Exam ning
Division's objections, e.g. by a tel ephone conversation

or by a short further witten action, that the

1827.D Y
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application will be refused unless he can produce
further nore convincing argunents or makes appropriate
amendnments within a specified tine limt. Only when the
applicant has not nade any real effort to deal with the
objections raised in the first comunication, should

t he Exam ning Divi sion consider imediate refusal of

t he application, this however being an exceptional case
(see @uidelines C VI, 4.3).

In the circunstances of the present case, it is to be
considered that the only definite objections raised by
the Examning Division in point 1 of its conmmunication
concerned Article 84 EPC (clarity), whereas it was
stated in point 2 of the communication that a conplete
exam nation of the clains as regards the requirenents
of Article 52(1) EPC (patentability) was not considered
econom c at present and was postponed pendi ng anendnent
to neet these and ot her objections (enphasis added).
The further objections raised followng this remark and
concerning Article 52(1) EPC were explicitly declared

as "a provisional opinion" only.

By these statenents the Exami ning Division created the
inpression that it was sufficient for the applicant to
deal in his answer with the objections raised under
Article 84 EPC since the final exam nation as to
patentability was postponed pending the renoval of the
Article 84 - objections. In response to such a

comuni cation the Exam ning D vision could not expect
the applicant to do nore than to anmend the clains in
order to nmeet the objections raised under Article 84
EPC, and to file an independent claimwth

correspondi ng expl anations as indicated at the end of

1827.D Y
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t he conmuni cati on

The appellant in response to the Exam ning Division's
comuni cation not only anmended all the clains in order
to meet all of the outstandi ng objections raised under
Article 84 EPC, but he also introduced into independent
claiml the limtation directed to the insulator and
the metal substrate sections formng an integral
nounting surface for electrical conponents. He al so
explained in detail why the subject-matter of the thus
anmended claim 1l was patentable over both citation D1
and D2.

This reply nmust, therefore be considered to constitute
a bona fide attenpt to deal with the Exam ning
Di vision's objections.

Accordingly, the imredi ate refusal of the application
Wi t hout any prior warning to the appellant in the
Board' s opinion constituted a substantial procedural
violation within the meaning of Rule 67 EPC in view of
Article 96(2) EPC

Compliance of the decision with the requirements of
Article 113(1) EPC

In addition to the ground of |ack of novelty of the
subj ect-matter of independent claim 12, the Exam ning
Division in the inpugned decision also for the first
time objected to the novelty of the subject-nmatter of
i ndependent claim 1l as anended by the appellant in
reply to the only official conmunication. The reasons

given in the decision in support of this objection,

1827.D Y
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namely that the suitability of the arrangenent of
docunent D1 for nounting conponents so that they extend
over the surfaces of both the insulator and the netal
substrate sections depended on the size of the
conponent and that there was no reason to suppose that
t he space under the cover above the join between the
substrate sections could not accommopdate m ni ature SMDs
in use at the priority date, had not been conmuni cated
to the appellant before the refusal either.

Accordingly, as far as it concerns the ground of |ack
of novelty of the subject-matter of independent
claim1, the decision is based on grounds on which the
appel  ant had no opportunity to present his coments,
in contravention of Article 113(1) EPC

I n the inpugned decision, the objection of |ack of
novelty of the subject-matter of independent claiml
was i ntroduced by a paragraph stating that, although

| ack of novelty of the nmethod of claim 12 was the
reason for refusal of the application, the Exam ning

Di vision wished to point out that it considered that
the conposite printed circuit board of claim1 al so

| acked novelty in view of docunent Dl (see point 4 of
the reasons), which m ght suggest that the latter

obj ection was not actually to be considered a ground on
whi ch the deci sion was based in the sense of

Article 113(1) EPC. However, the final paragraph of the
decision for its part concluded that the application
was refused "for the above reasons”, w thout further

di stinction.

In the Board's opinion, if a decision of the EPO

1827.D
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i ncl udes several grounds supported by respective
argunents and evidence, it is of fundanmental inportance
that the decision as a whole neets the mandatory
requirenments of Article 113(1) EPC. Leaving it up to

t he deci ding body to suggest which of the grounds were
to be considered as the basis of the decision and which
were not - and did not therefore need to conply with
the requirements of Article 113(1) EPC - can only | ead
to |l egal uncertainty and confusion of the parties. An
exception fromthe above principle may be obiter dicta
whi ch are not part of the grounds on which a decision

i s based.

Moreover, the failing by the Examning Division to
rectify its decision under Article 109 EPC after the
appellant filed his appeal clearly denonstrates that

t he second objection of |lack of novelty as raised
against claiml was in fact considered by the Exam ning
Division as constituting a basis of the decision. As a
matter of fact, the appellant with his statement of the
grounds of appeal filed anended sets of clains, in

whi ch i ndependent claim 12 was supplenented with a
limtation corresponding to the limtation brought to
claim1, which he had omtted in his reply to the

of ficial communication. As a result, the reasons given
in the decision in support of the objection of |ack of
novel ty of the subject-matter of independent claim 12
no | onger applied to the anended claim Had this

obj ection been the only basis of the decision, the
Exam ni ng Division should have rectified it in
accordance with Article 109(1) EPC, which it obviously
did not.

1827.D
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Thus, the fact that the appellant had no opportunity to
comment on all grounds on which the decision was based
constituted in the Board' s opinion a substanti al
procedural violation within the neaning of Rule 67 EPC
in viewof Article 113(1) EPC

4. For these reasons the decision nust be set aside and
the case be remtted to the Exam ning Division for
further exam nation of the application (see Article 10
of the Rules of Procedure of the Boards of Appeal, QJ
EPO 1980, 171), on the basis of the sets of revised
clainms A and B as filed by the appellant as his main
and auxiliary requests with his statenent of the

grounds of appeal.
The substantial procedural violations (points 2 and 3
of the reasons) also justify that appellant's request

for reinbursenent of the appeal fee be all owed.
O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning D vision for
further prosecution.

3. Rei mbur senent of the appeal fee is ordered.

The Regi strar: The Chair man:

1827.D
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P. Martorana E. Turrini
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