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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 92 901 743.2 relating
to "Energy/ Matter Conversion Methods and Structures”
was refused in a decision of the Exam ning Division on
t he grounds that the clains did not conply with the
requi renent of clarity pursuant to Article 84 EPC.

Furthernore the Exam ning Division noted that |arge
parts of the description were not clear since they
tried to explain subject-matter in terns which had no
clear relation to commonly known objects or concepts
and which were not properly defined in the originally
filed application docunents. These obscure terns

i ncluded "energy hole", "electro catal ytic couple”,
"counterion"” and "resonance shrinkage energy", which
were theoretical concepts not capable of being

under stood wi thout recourse to the controversial theory
devel oped by the inventor. Therefore, these parts of
the description did not provide sufficiently clear and
conplete information to enable the skilled person to
carry out the clainmed invention.

The applicant | odged an appeal against the decision of
t he Exam ni ng Division, dispatched on 28 April 1997.
The notice of appeal was received on 7 July 1997, the
prescri bed fee being paid on the same day. The
statenment setting out the grounds of appeal was
received on 28 July 1997

Oral proceedings were held on 6 Decenber 2000 during
whi ch the applicant submtted a new set of clains 1 to
21.
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The i ndependent clains 1 and 15 on file read as
foll ows:

"1. An electrolytic cell operated with a cathode
current density in the range of 5 to 400 mllianps
per square centinetre conprising:

-- a vessel containing at | east one cathode, at
| east one anode, and an electrolytic
sol ution connecting the cathode to the
anode;

-- a source of hydrogen atons; and

-- a source of potassiumion or rubidiumion as
catal yst."

"15. Use of an electrolytic cell according to any one
of the preceding clains for the production of
heat . "

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the clainms submitted during the oral proceedings.

The Appel |l ant argued essentially that claim 1 specified
in clear technical terns the features of an

el ectrolytic cell which could be inplenented by any
skill ed person. Consequently, the reasons for the
refusal of the application set out by the decision of

t he Exam ning Division no | onger applied.

The sane considerations applied with respect to
claim 15 for the use of such an electrolytic cell.
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Reasons for the Decision

1. The appeal conplies with Articles 106 to 108 and
Rule 64 EPC and is therefore adm ssibl e.

2. Arendnent s

2.1 The features of claim1l are supported by the follow ng
parts of the originally filed description:

-- "An electrolytic cell" see page 10, lines 6 and 7;
page 14, |ine 41; page 15, line 27

- - "operated with a cathode current density in the
range of 5 to 400 mllianps per square centinetre”
see page 11, lines 8 to 11 in connection with
lines 39 to 42;

-- "a vessel containing at |east one cathode, at
| east one anode, and an electrolytic solution
connecting the cathode to the anode" see page 10,
line 6 to 9; page 14, line 41, to page 15, line 1
in conbination with Figure 2;

-- "a source of hydrogen atons" see page 10, line 36;
page 11, line 1 to 2;

-- "a source of potassiumion or rubidiumion as

catal yst" see page 10, |ine 35.
2.2 The particul ar enbodi nents of the dependent clains are
di scl osed:
-- claim2: see page 10, lines 33 to 35;

0414.D Y A
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-- clainms 3 and 4: see page 15, line 1 and lines 40
to 43,

- - claim5: see original claim9 and page 10,
lines 32 to 33;

- - claim6: see original claim10, page 13, line 10,
and page 14, line 44,

-- claim7: see page 9, lines 3 to 4;

- - claim8: see page 10, lines 18 to 19, and page 15,
line 1;

-- claim9: see page 15, lines 3 to 4 in conbination
with Figure 2;

-- claim10: see page 12, |ine 26;

-- claim1l: see page 10, lines 16 to 18;

-- claim12: see page 10, lines 19 to 20

-- claim 13: see page 13, lines 15 to 16;

-- claim14: see page 13, lines 15 to 18;

The i ndependent claim 15 is directed to the use of an
el ectrolytic cell according to any of the clains 1 to
14 "for the production of heat". This effect is self-
evident for the skilled person when an appropriate
voltage is applied to the cathode - anode causing a

current across the electrolytic cell.

The particul ar enbodi nents of the dependent clains are



2.5

3.2

0414.D

di scl osed:

- - claim 16: see page 11,

-- claim1l7: see page 12,
original claim13;

- - claim 18: see origina

lines 1 to 2;

lines 38 to 43, and

cl aim 14;

-- claim19: see page 8, lines 30 to 35;

- - cl ai m 20: see page 13,

- - claim 21: see page 10,

lines 31 to 32;

lines 16 to 18;
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In view of the above, the Board is satisfied that the

amendnents are adm ssible under Article 123(2) EPC.

Clarity
Caiml nowrelates to an electrolytic cell in
operation. The cell is "operated” with a cathode

current density in the range of 5 to 400 mllianps per

square centinetre: i.e., the current density of the

cathode is not just a device paraneter, but is

t he

current density actually applied to the cathode during

t he operation of the device.

The electrolytic cell according to claim1l conprises:

-- a vessel contai ning;

- - at | east one cat hode;

- - at | east one anode;
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- - an electrolytic solution connecting;

- - the cathode to the anode;

-- a source of hydrogen atons; and

-- a source of potassiumion or rubidiumion as
cat al yst.

The above features can be readily and clearly

recogni sed by the skilled person. In particular,
according to the "Oxford English Dictionary" (Oxford
University Press 1999), the term"catal yst" indicates
"a substance which when present in small anmounts
increases the rate of a chem cal reaction or process
but which is chem cally unchanged by the reaction”

It is, therefore, understood that the term "catal yst"
in the expression "a source of potassiumion or

rubi diumion as catalyst” defines the role of the

el ements potassi um and rubi dium which contribute to
and increase the rate of the electrolytic reaction in
the cell w thout being consuned or chemcally nodified
in the reaction.

The Board regards any ot her neanings attributed to the
term"catalyst” in the originally filed application
docunents as specul ative and not in conformty wth the
subj ect-matter for which protection is now sought.

As to claim 15, the Board interprets the expression
"for the production of heat" as relating to the well -
known ohm ¢ heat which is produced when a current flows
t hrough an electrolytic cell. As far as it refers to
specul ati ve and controversial phenonena descri bed as
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"excess heat" in the original application, the
description is not in conformty with the subject-
matter of claim 15.

As the clained subject-matter is defined in clear
technical terns, the clainms conply with the requirenent
of clarity according to Article 84 EPC. However, for

t he reasons given above, the description nust be
adapted to the clainms, so as to fulfil all the

requi renments of Article 84 EPC

Di scl osure of the invention

What is to be understood by an electrolytic cell forns
part of textbook know edge. According to the "I EEE
Standard Dictionary of Electrical and El ectronics
Terns", second edition, published by The Institute of
El ectrical and El ectronics Engineers, Inc. New York,
1978, page 222, an electrolytic cell is defined as
fol |l ows:

“"A cell in which el ectrochem cal reactions are produced
by applying electric energy, or conversely, that
supplies electric energy as a result of electrochem cal
action. The latter cell nmay be called a galvanic cell.
Each el ectrolytic cell conprises two or nores

el ectrodes and one or nore electrolytes contained in a
sui tabl e vessel ."

The Board is satisfied that a person skilled in the art
woul d be able to inplement an electrolytic cell
conprising the features specified in claiml. In
particular, the Board accepts that a source of
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potassiumion or rubidiumion may act as a "catal yst"
in the sense that it may affect the reactions occurring
in the cell wthout being depleted or chemcally

nodi fied during the cell's operation (cf. 3.2 above).
In fact, it is known that potassium or other alkal
speci es can be used in electrolytic cells to increase

t he conductivity of the electrolyte.

As to claim15, it is self-evident to any person
skilled in the art that an electrolytic cell according
to claiml, which is operated with a cathode current
density in the range of 5 to 400 m | lianps per square
centinmetre, could, in principle, be used to produce
heat .

Since the Board is satisfied that the skilled person
can carry out the invention as specified in clainms 1
and 15 , the requirenents of Article 83 are net.

In sunmary, the clainms according to the appellant's
request conply with Articles 83, 84 and 123(2) EPC.
However, their subject-matter has not yet been exan ned
with respect to all other requirenents of the EPC, in
particular with respect to novelty and inventive step.
Furthernore, the description still contains references
to specul ative subject-matter which needs be deleted to
bring it into conformty with the clains in order to
conply with all the requirenments of Article 84 EPC (cf.
3.2 and 3.3 above).

In order not to deprive the applicant of the right to
an exanm nation in two instances , the Board deens it
appropriate to remt the case to the Exam ning Division



-9 - T 1032/ 97

for further prosecution.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance for further
prosecution on the basis of clainms 1 to 21 contained in
the main request filed on 6 Decenber 2000.

The Registrar: The Chai r man:

R Schumacher U G Hnmer
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