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Summary of Facts and Subm ssi ons

Mention of the grant of European patent No. 0 311 157
in respect of European patent application

No. 88 201 843.5, filed on 30 August 1988, cl aimng
priority froman earlier application in the Netherlands
(8702089 of 4 Septenber 1987), was published on

10 Novenber 1993 (Bulletin 93/45) on the basis of

17 clainms, Caim1l reading:

"A solution of a polynmer in an organic solvent, said
pol ymer conpri sing

A) 5-80 nol % of one or nore nononers having the
formul a

inwhich R, R, R
Ry and R, may be the same

R3
N ///\ or different and
i

c=C represent H or al kyl,

/// B) up to 70 nol % of

| one or nore nononers

havi ng the fornul a

in which R, Ry and R,

may be the same or

RS c ~ different and

i represent H or al kyl

C and R; is al kyl or

o substituted al kyl,

Rg and the al kyl group Rg
may al so be
interrupted by - O -
groups,

C) 5-50 nmol % of one or nore nononers containing a

het erocyclic group having at | east one basic ring

nitrogen atom or to which such a heterocyclic group is
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attached foll owi ng pol yneri zati on,

D) 0-10 mol % of one or nore nononers containing one or
nore groups reactive to cross-linking or coupling, and
E) 0-20 mol % of one or nore nononers not falling
within the groups A-D, wherein the amobunt of A and B
toget her, nust be at |east 20 nol % and A and B are
both present, as well as organic salts thereof."

Claims 2 to 11 referred to preferred enbodi nents of the
solution according to Caim 1.

Claim12 was directed to the use of the solution
according to Cainms 1 to 11 in the production of
coatings and printing inks. Claim13 referred to a
preferred enbodi nent of O aim12.

C aim 14 read:

"Powdered solids to be incorporated in |iquid systens,
coated with the polynmer as described in clainms 1-11."

Claim 15 referred to a preferred enbodi nent of
Claim 14.

Claim 16 read:
"Pi gnent di spersions consisting mainly of one or nore
pi gments, a polyner as described in clainms 1-11 and

wat er and/ or non-aqueous liquid."

Claim 17 was directed to a preferred enbodi nent of
Cl aim 16.

On 5 August 1994 a Notice of Qpposition against the
granted patent was filed, in which the revocation of
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the patent in its entirety was requested on the grounds
set out in Articles 100(a) and 100(b) EPC.

The opposition was, inter alia, supported by the
fol |l ow ng docunents:

D1: DE-A-2 934 642,

D2: DE- A-2 145 950 and

D4: EP-A-0 154 678.

L1l In a decision delivered orally on 21 January 1997 and
issued in witing on 2 Decenber 1997, the QOpposition
Di vision mai ntained the patent in anended form That
deci sion was based upon two sets of twelve clains, one
filed on 13 January 1995 as the nmin request and one
filed on 21 January 1997 as an auxiliary request.
Claim1 of that auxiliary request differed fromthe
claimas granted in that conponent Cwas |limted to
vinyl i m dazol e. The dependent clains referring to the
conponents C now excl uded were del eted and the ot her
clainms were appropriately renunbered.

According to the Opposition Division, the main request
| acked an inventive step, since the technical problem
in view of DI (DE-A-2 934 642), to provide an inproved
di spersant, was solved in an obvious manner. By
contrast, the auxiliary request fulfilled the
patentability requirenments of the EPC

| V. On 19 January 1998 the Appellant (Opponent) | odged an
appeal against the above decision and paid the
prescri bed fee sinultaneously. In the Statenent of
Grounds of Appeal, filed on 28 March 1998, reference

3122.D Y A
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was made to two docunents that had not been nentioned
bef or e:

D7: DE-A-1 619 353 and

D8: DE-B-1 621 822

in support of a novelty objection.

The Appel |l ant argued essentially that

(a) Regarding the new docunents, since they were

novel ty destroying, they were nore relevant than the
docunents already on file, so that they would influence
the outcone of the case. Therefore, they should be

i ntroduced into the proceedings.

(b) As to novelty, both D7 and D8 discl osed a copol yner
sol ution having a conposition that fell within the
terms of present Caiml.

(c) For inventive step, D1 was considered to be the

cl osest docunent. It disclosed all clainmed conponents
except, instead of vinylimdazole, vinylpyridine. The
object of the patent in suit was to provide stable

di spersants, which problemwas already solved in the
prior art. Therefore, an inventive step could only
possi bly be recognised if any special effects occurred,
whi ch, judging fromthe tests presented in the patent
specification and throughout the proceedi ngs, was not

t he case. Hence the problemto be solved could only be
defined in ternms of an alternative conposition. The
numer ous docunents denonstrating the possibility to use
vinylim dazole as an alternative to vinylpyridine, in
particular D4, rendered the use of the forner obvious,
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also in view of decision T 513/ 90.

Starting from D7 or D8, no solution of any technical
probl em could be seen in raising the lower limt for
vinylim dazol e by the small anpbunt as now required.

The Respondent (Proprietor) argued in witing
essentially as foll ows:

(a) The new docunents, which, on the basis of nore
preci se cal cul ati ons, were not novelty damagi ng, should
not be admtted to the proceedi ngs (statenent of

21 Septenber 2000).

(b) Regarding inventive step, it was agreed that Dl was
t he cl osest docunment. The probl em sol ved by the clai ned
subject-matter, as indicated in the patent
specification, was to provide a di spersant polymer
solution with high conpatibility - which property was
important for the stabilization of pignents -,

i mparting good resistance against floccul ation, good
rheol ogi cal properties and a high gloss to the

di spersions in which they were used. The exanpl es and
further tests showed that the use of vinylimdazole
resulted in an i nprovenent of those properties. None of
the cited docunents, taken alone or in conbination
provi ded an incentive for the skilled person to
substitute the vinylpyridine used in D1 for

vi nyl i m dazole (statements of 22 July 1998 and

18 Sept enmber 2000).

(c) An alternative set of clainms was filed as an
auxiliary request on 22 July 1998, in case the Board
woul d decide to admt the late filed docunments.
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During oral proceedings held on 19 Cctober 2000,
followi ng the prelimnary discussion of the rel evance
of D7 and D8 filed late by the Appellant and the

cal cul ations submtted by the Respondent in reaction to
those citations, the issues of novelty and inventive
step were both consi dered.

The Appellant, which partly relied on the new docunents
in addition to the subm ssions nmade before the first
instance and in witing before the Board, argued
essentially along the lines of equival ence of

vi nyl pyridine and vinylim dazol e and t hat

vi nyl i m dazol e was an obvi ous alternative for

vi nyl pyri di ne.

The Respondent disputed these findings on the grounds
that there were differences, though admttedly m nor,
bet ween the specific conpositions considered by the
Appel l ant and the solutions as clained and that it was
not legitimate to round up the prior art figures as
calculated in order to create an overl apping situation.
Furthernore, the conbination of conpositional features
required by the wording of the clains ensured inproved
properties not only in ternms of gloss, but also in
terns of protection against flocculation and

aggl oneration; this effect was unexpected and supported
t he presence of an inventive step.

The Appel |l ant requested that the decision under appeal
be set aside and the patent be revoked.

The Respondent requested that the appeal be dism ssed
and that the patent be maintained as anended during the
opposi tion proceedings, alternatively on the basis of
Clains 1 to 12 filed on 22 July 1998 as an auxiliary
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request .

Reasons for the Decision

1

The appeal is adm ssible.

Procedural nmatters

Novel ty

3122.D

Regardi ng the new citations provided by the Appell ant
for the first time in the appeal proceedings, the Board
invited the representative to justify the rel evance of
that evidence in the |ight of the Reasons for the

Deci sion given by the first instance and the argunents
put forward so far in witing. Since it appeared that

t hose | ate subm ssions mght contribute to clarify one
or the other aspect of the relation between
conpositional features and properties of the solution,
for which the parties had opposite interpretations, the
Board did not formally exclude any of them inviting
however the parties not to rely primarily on them The
subsequent di scussion of the substantive issues
reveal ed that, depending on the views regarding the

obj ections of novelty and inventive step, those
docunents m ght be relevant or not. Therefore, they

wi || be eval uated herein bel ow.

In both D7, Exanple 1, and D8, Exanple 3, conpositions
are described in which the amounts of the main
conmponents fall within the clainmed range. However, the
amounts of vinylimdazole as cal cul ated by the
Respondent are 4.96 and 4.98 nol % respectively. Those
results were not contested by the Appellant. Therefore,
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t he question to be answered is to which extent those
figures are to be interpreted as 5, which is the | ower
[imt of the range defining the amount of

vi nyl i m dazol e.

The Appell ant argued that, according to the usual rules
for rounding up, 4.96 and 4.98 were to be read as 5.

Si nce the anmount of vinylimdazol e was defined as 5-50
nol % wi thout any indication of decimals, the nunber of
5 al so included the values of 4.96 and 4.98, which
differed from5 only in the second deci mal, hence
representing a very small difference.

The Board cannot follow that |ine of argunent.

First, by just follow ng rounding up rules, val ues
deviating even nore fromthe indicated value, |ike e.qg.
4.60, would also lead to the nunber of 5. In the
Board's view, to interpret the single nunber of "5" so
as to include all values that, upon application of
roundi ng up rules, would have that nunber as the

out cone, woul d expand the scope of the claimbeyond the
indicated limts, thus casting doubt upon the neani ng
of ranges in general. This is not in conformty with

t he standard practice of the Boards of Appeal.

A second aspect to consider is the fact that the val ues
of 4.96 and 4.98 correspond to nol % anmounts whi ch have
been cal cul ated fromthe original nonomer conpositions
expressed in weight% In the case of Exanple 1 of D7

t hi s monomer conposition consists of styrene (200 g),

et hyl hexyl acrylate (720 g), Nvinylimdazole (30 g) and
N- net hyl ol met hacryl am de butyl ether (50g). Therefore,

t he amount of vinylimdazole, 30 g per 1000 g of
conononers, corresponds exactly to 3 wei ght%
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Simlarly, in the case of Exanple 3 of D8, the nononer
conposi tion consists of ethyl hexylacrylate (77 g),
styrene (20 g) and vinylimdazole (3 g), the latter

al so corresponding to 3 wei ght% of the total
conononers. Those nonomer conpositions can hence be
represented by the follow ng weight ratios:

200/ 720/ 30/5 and 77/20/3, respectively. It is evident
t hat any roundi ng-up follow ng the conversion of these
figures into nolar anounts would affect the definition
of those conpositions; in particular, rounding up the
critical figures of 4.96 and 4.98 to 5.0 nol % woul d
inply a nodification of the original weight ratios,
since 5.0 nol % no | onger corresponds to 30.0 g or

3.0 g, respectively. Therefore, follow ng the

Appel lant's line of argunent, in each case there would
be two different versions of the conposition, the
original one expressed in weight and then cal cul ated
and slightly amended to nmol % It is evident that the
true nmeaning of a specific disclosure cannot be

i nfluenced by the units chosen to express it and that
the present objection of lack of novelty relies on an
anbiguity introduced artificially by the Appellant.

Finally, the Respondent confirmed its intention as it
appears fromthe wording of the claimitself, that the
range was to be interpreted as it stands: from5 to 50
nole % Values |lower than 5 were stated not to be
included in the claim

In the light of the above and since no other docunents
were cited against novelty, the Board concl udes t hat
the clained subject-matter is novel

Pr obl em and sol uti on

3122.D
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The patent in suit concerns a dispersant. Dispersants
are described in D1, which the Board, in common with
the parties and the Opposition Division, regards as the
cl osest state of the art.

D1 describes a dispersant especially for the dispersion
of pignments in resin-containing coating conmpositions,
characterized in that said dispersant is the

pol yneri zati on product of a m xture of nononers
conpri si ng:

(i) 20 to 85 %of an al kyl nethacrylate having from 3
to 8 carbon atons in the al kyl group;

(iit) 5to 60 %of a hardening nononer selected fromthe
groups of styrene, nethyl nethacryl ate, ethyl
nmet hacryl ate and m xtures thereof,

(iii) 1 to 25 %of an ethylenically unsaturated
carboxylic acid selected fromthe group of acrylic
acid, nmethacrylic acid, itaconic acid, crotonic acid,
mal ei ¢ acid, fumaric acid and m xtures thereof or a
nononer having an ol efinic double bond in al pha-beta
position to a carbonyl group, which provides carboxyl
functionality when reacted with water, alcohol, am ne
or anhydri de,

(iv) 1 to 25 %of a nmonomer having an ol efinic double
bond in an al pha-beta position to a carbonyl group and
at | east one hydroxyl group or a nononer which provides
such groups when further reacted with an acid or an
epoxi de; and

(v) 0.1 to 15 % of a conpound having a functional am ne
or am ne salt group, wherein the dispersant has a
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wei ght average nol ecul ar wei ght of about 1000 to about
10000, determ ned by gel perneation chromatography
using a polystyrene standard (Claim1l). The functional
am ne or am ne salt group containing conpound can be an
aliphatic or alicyclic amne conpound that forns a salt
wi th a carboxyl group, an acrylic- or nmethacrylic
conmpound havi ng am no groups or it can be obtai ned by
opening a nitrogen containing ring (Cains 13 to 15).
According to page 34, line 7, the fifth conponent nay,
anongst many ot her conpounds |isted (page 32 to

page 35), be 2- or 4- vinylpyridine. In the exanples

di mret hyl octadecyl am ne, dinmethyl am noethyl

nmet hacryl ate, propylene imne and a ring-opened
acridine are used as the conpound containing functional
am ne or amne salt groups. Only in Exanple 9, which
refers to Exanple 3, styrene is present as one of the
conponents of the dispersant, replacing the nethyl

nmet hacryl ate of Exanple 3. In Exanple 22G t hat

di spersant is tested for its conpatibility with and

i nfluence on the properties of filmformng resins.

The object of D1 is to provide mnulti-purpose

di spersants suitable for use as dispersants for

pi gnents that can be used in coating conpositions
containing a wide variety of filmformng resins
(page 23, first paragraph).

According to the Respondent, in conformty with the
specification of the patent in suit, the clained

di spersant shoul d have excellent compatibility with al
ki nds of binders for coatings and printing inks and
pigments stabilized with the claimed pol yners shoul d
have hi gh resistance to floccul ati on, good rheol ogi cal
properties as well as a proper strength and a high

gl oss (page 3, lines 25 to 28). However, the Appellant
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denied that all the aspects of the thus defined
techni cal problem had been effectively solved by the
conbi nation of features according to Claim1.

The exanples in the patent in suit conpare the
properties of the clainmed dispersant with conpositions
according to D4, so that no concl usion can be drawn
whet her the present dispersants effectively have

i mproved properties vis-a-vis D1, the closest prior art
docunent. A conparison of the effects of vinylpyridine
and vinylimdazol e was however filed during the

opposi tion proceedings, in a letter dated 19 July 1995,
in which two conpositions, one containing vinyl pyridine
and the other vinylimdazole, the other conmponents
bei ng the same, were conpared. It was shown that the

gl oss of a lacquer conprising the |atter was higher
than that of a |lacquer conprising the forner. Counter-
experinments were filed by the Appellant (letter of 5
Decenber 1995), showing no difference either in the

gl oss of a nunber of |acquer conpositions with and

wi t hout vinylimdazole, or, in sone, a gloss reduction.
Those results were however contested by the Respondent
in view of the |lacquers used, which were not in
accordance with realistic conditions, and because an
experinment wthout the presence of a dispersant (zero
experiment) had not been perfornmed. Further experinents
were filed by the Respondent to denonstrate that

| acquers cont ai ning vinylimdazol e had i nproved gl oss
and floccul ati on resi stance over conpositions

contai ning one of vinylpyridine or nmethacrylate (letter
dat ed 29 Novenber 1996).

In view of the conflicting interpretations of the
experinments by the parties regarding the effects of
vi nyl i m dazol e on the gl oss of |acquer conpositions,
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the Board takes the view that the technical problem may
be seen in providing dispersants suitable for use with
bi nders for coatings and printing inks and in pignent

di spersions, which, apart from good conpatibility,
stability and high gloss, also have a high resistance
to floccul ation and good rheol ogi cal properties.

According to the patent in suit that problemis sol ved
by a pol yner sol ution containing vinylimdazol e
noi eties, as specified in Caim1l.

The exanples in the patent in suit as well as the

addi tional experinments filed during the proceedi ngs
denonstrate that the above-defined problemis
effectively solved. In particular, |acquer systens
containing the polynmer solution as defined in Claim1l
have a high gl oss and good floccul ati on resistance, as
wel | as a good viscosity.

Obvi ousness

3122.D

It remains to be deci ded whet her the clained subject-
matter is obvious having regard to the docunents on
file.

As can be seen frompoint 4.1 above, the conpositions
according to D1 contain five conponents, one of which
is selected fromthe groups of styrene, nethyl

met hacryl ate, ethyl nethacrylate and m xtures thereof
(conponent (ii)), another of which being a conmpound
having a functional am ne or am ne salt group
(conponent (v)). As confirmed by the exanpl es
(Exanmples 1 to 8, application Exanples 10 to 22F), the
presence of styrene is therefore not obligatory,
whereas vinylimdazole is not nentioned at all.
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Furthernore, D1 ains at conpatibility of the

di spersant, wi thout specifically indicating the other
desirable properties as nentioned in the patent in
suit. Therefore, Dl contains no incentive for the
skilled person to start froma styrene contai ning
conposition in the first place and to add

vinylim dazole to that styrene containing conposition
in the second place in order to solve the above-defined
problem (point 4.3). It follows that D1 by itself does
not render the claimed conbi nati on of features obvious.

D2 describes a dispersion of finely divided pignment
particles characterized by

(1) a solid solution of a copolynmer fornmed by

pol yneri zi ng copol ynmeri zabl e unsaturated nononers and a
dye that is dissolved in the copolyner, the dye not
bei ng copol yneri zable wth the nononers, and

(ii) a protective coating |ayer consisting of a
stabilizer around the solid solution (i), the
stabilizer being conpatible with and chem cally bonded
to the copolynmer and conprising a |ong chain

car bohydrate soluble in an organic liquid having a | ow
or no polarity, so that the solid solution (i) can form
a stable dispersion in the organic liquid, the
particles having an average size of 0.1 to 5 pm
(Cdaiml).

The mononers from which the copolyner in solution (i)
is formed, can be divided in three groups (Caim4).
The mononers of type A have a low affinity with dyes.
They are exenplified by e.g. acrylic acid esters,

nmet hacrylic acid esters, styrene and vinylchloride
(paragraph bridging pages 5 and 6). The nononers of
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type B contain one or two cyano groups, through which
t hey possess a relatively high affinity with the dyes,
e.g. acrylonitrile (page 6, second paragraph). The
nononers of type C have a functional group that
provides a very high affinity with the dye. They can
have an acid group, like e.g. acrylic acid or itaconic
acid, or a basic group, such as, anobngst many ot her
conmpounds, N-vinylimdazole, vinylpyridine and
acrylam de (page 6, third and fourth paragraph). N
vinyl pyridine is actually used in Exanple 5 (out of 29)
and N-vinylimdazole in Exanple 28. The conposition
described in Exanple 5 contains no styrene, the
conposi tion of Exanple 28 does.

The stabilizers of conponent (ii) contain organic
conpounds which are either conpatible with or bonded to
t he unsaturated nononers formng the copol yner and have
a long hydrocarbon chain. They are exenplified by e.qg.
esters such as hexylacrylate and octyl nethacrylate or
di hexyl fumarate and di octyl fumarate, polyneric vinyl
esters such as polyvinyl stearate, waxes (e.qg.

depol yneri zed pol yet hyl ene wax), resins, oils, etc.
(paragraph bridgi ng pages 4 and 5).

In the light of the disclosure of D2, especially
Exanples 5 and 28 as well as the general listing on
page 6, third full paragraph, no equival ence of

vi nyl pyridine and vinylimdazole for the present

pur poses can be derived, since D2 does not refer to the
sane technical field as the patent in suit. The object
of D2 is to provide a dispersion of finely divided

pi gnent particles which is suitable for printing

pur poses by polynerizing certain nononers in the
presence of dyes. In contrast to the pignments of the
patent in suit, the latter may be water soluble, as in
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Exanples 5 and 28. Therefore, the product described in
D2 is in fact a coloured polyner and not a di spersant
as such. For that reason, the skilled person would not
turn to D2 when trying to find a dispersant having the
above-descri bed properties. Even if the skilled person
woul d conbine D2 with D1, he would still not be led to
the specific conposition of the dispersant as cl ai ned.
In particular, the obligatory presence of both nonomer
(a)(e.g. styrene) and vinylimdazole could not be
derived fromD2 or froma conbination of D2 with DI1.

D4 (Caim1l) describes addition conmpounds suitable as
di spersants which are obtai nable by reacting

pol yi socyanat es havi ng an average functionality of 2.5
to 6 with

(a) nmonohydroxy conpounds of the formula Y-OH, in which
Y is an aliphatic and/or cycloaliphatic hydrocarbon
group having 8 to 30 carbon atons, in which the
hydrogen can be partly replaced by hal ogen and/ or al kyl
rests, in such a way as to convert 15 to 50% of the NCO
groups, then

(b) by further reacting the so obtained product with a
conmpound of the formula G(E),, in which E neans -CH
-NH, and/or -NHR (R being an alkyl group with 1 to 4
carbon atons), nis 2 or 3 and Gis an aliphatic group,
cycl oal i phatic and/or aromatic group having at |east 2
carbon atons and a nol ecul ar wei ght of at npst 3000 and
which can contain -O, -COO, -CONH, -S- and/or -SO-
groups, in such a way that further 15 to 45% of the
originally present -NCO groups are converted, the sum
of converted -NCO groups in both steps a) and b) being
from40%to 75% and
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(c) further reacting the thus obtained product with a
conmpound of the formula Z-Qin which Qis -OH -NH, NHR
(R being an alkyl group with 1 to 4 carbon atons) or
-SH and Z is an aliphatic group with 2 to 10 carbon
atonms having at |east one tertiary amno group or a

het erocyclic group with at | east one basic ring

ni trogen atom whi ch does not contain any hydrogen atom
in which the heterocyclic group can be bonded to group
Q via an al kyl ene group having at nost 10 carbon atons,
in such an anmount that for each remaining, in steps a)
and b) not converted -NCO group at |east one nol ecul e
of the compound Z-Q is present.

Preferably, Zis a one or two core heterocyclic
conmpound the ring nitrogen atom of which is (preferably
via an al kyl ene group of 2 to 5 carbon atons) bonded to
group Q (Caim7). Conpounds of the formula Z-Q are
exenplified by triazole, pyrimdine, imdazole,
pyri di ne, norpholine, pyrrolydine, piperazine,
benzi m dazol e, benzot hi azol e and/or triazine, which can
be substituted (paragraph bridging pages 12 and 13).
Nei t her anongst the nunerous exanpl es given for a
conmpound of formula Z-Q nor in the worked exanpl es,
N-vi nyl pyridine or N-vinylimdazole are nentioned

(page 13, lines 14 to 22; Exanples 1 to 19).

The object of D4 is to provide dispersants that reduce
reaggl oneration or flocculation w thout reduction of
the gl oss and col our properties in |lacquers and
coatings (page 2, lines 8 to 35).

Since D4 refers to a different kind of polyner

conposi tion and does not even mention vinylimdazol e,
it contains no teaching regarding its effects on the
ki nd of compositions such as the present ones, so that
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D4 al one or any conbination with D1 and/or D2 woul d not
lead to the clained subject-matter, even if the
techni cal probl em would be broadly defined as to
provide an alternative dispersant.

The nere fact that vinylimdazole is a conpound that
was available to the skilled person and coul d have been
used in any kind of suitable application, is not
sufficient to establish obviousness (see T 513/90, QJ
EPO 1994, 154). As pointed out by the Respondent during
oral proceedings, the present situation is nmuch nore a
typi cal "coul d/woul d* situation which the skilled
person had no particular reason to solve the technica
problemin the manner as required in the patent in suit
in view of the definition of that problemand the
teaching of the various docunents relied upon by the

Appel | ant .

In view of the above considerations, the Board cones to
the conclusion that the subject-matter of Claim1l
i nvol ves an inventive step.

That concl usion would not be any different if both late
filed docunents D7 and D8 woul d al so be taken into
account. The nere nentioning of conpositions "close" to
t hose now cl ai mred cannot be interpreted as a teaching
to conbi ne the specific features of the clainmed

subj ect-matter for any general purpose, or, nore
specifically, in order to solve the above-defined

t echni cal probl em

As Claim1l of the main request is allowable, the sane
is valid for dependent Clains 2 to 6, the patentability
of which is supported by that of Gaim1l. The above
considerations also apply to Clains 7 to 12 since their
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subject-matter is based on the same conbi nati on of
features as in Caiml.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgmai er C. Gérardin
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