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Summary of Facts and Subm ssi ons
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The Appellant (Proprietor of the patent) | odged an
appeal against the interlocutory decision of the
OQpposition Division to maintain the European patent
No. O 496 937 (European patent application

No. 91 115 262.7) in the formas anmended pursuant to
Article 102(3) EPC

Notice of QOpposition had been filed by the Respondents
| and Il (Opponents | and I1), requesting revocation of
the patent in its entirety on the ground of |ack of
novelty or inventive step in view of the cited prior
art.

The Opposition Division held that the subject-matter
claimed in the formof the then fourth auxiliary
request nmet the requirenents of Article 54 and 56 EPC.

Oral proceedi ngs before the Board took place on

22 January 2003. The Appellant, in the course of the
oral proceedings, withdrew all his previous requests
and filed in lieu thereof four requests as main request
and first to third auxiliary request. Claim1l of the
mai n request read as foll ows:

"1l. Use as a lubricant of a lubricant conposition

m sci bl e in hydrofl uorocarbon and

hydr ochl or of | uorocarbon refrigerants, in conbination
wi t h hydrofl uorocarbon refrigerants selected from

di fl uor onet hane, pentafl uor oet hane,

1,1,2,2-tetrafl uoroethane, 1,1, 1, 2-tetrafl uoroethane,
1,1,2-trifluoroethane, 1,1,1-trifl uoroethane,

1, 1-di fl uor oet hane, and nonofl uoroethane, in a
refrigerating apparatus containing a refrigerator
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conpressor therein, wherein the |ubricant conposition
conprises as a base oil at |east one nenber selected
fromester oils selected fromhindered ester oils
obt ai ned by esterification reaction of an organic fatty
acid with a pol yhydric al cohol, conplex ester oils
obtai ned froma pol yhydric al cohol, a polybasic acid
and an organic fatty acid, and a m xture thereof, and
0.05 to 10% by wei ght of an epoxy conmpound havi ng at
| east two epoxy groups based on the weight of the
conposition, wherein the epoxy conmpound is at |east one
menber selected fromthe group consisting of al kyl ene
gl ycol diglycidyl ethers, sorbitol polyglycidyl ether
“H
Cl{i_;fn_. cHz—u—cuz—r?H_clH--—cu——r|:H—n:H1—- "
: L J
::EE—}H—::HE—G O—C‘HI—CH—;H!
4]
*—O0--CHy CH—CH,

O

and alicyclic epoxy conmpounds, and 0.01 to 5% by wei ght
of a phenolic anti-oxydant based on the wei ght of the
conposition".

Claim1l of the first auxiliary request differed from
Claim1l of the main request in that the

hydr of | uorocarbon refrigerants were restricted to those
selected from 1,1, 2, 2-tetrafl uoroet hane,

1,1,1,2-tetrafl uoroethane, 1,1, 2-trifluoroethane and
1,1,1-trifl uoroet hane.

Claim 1 of the second auxiliary request read as
fol | ows:
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"1l. Use as a lubricant of a lubricant conposition

m sci bl e in hydrofl uorocarbon and

hydr ochl or of | uorocarbon refrigerants, in conbination
wi t h hydrofl uorocarbon refrigerants selected from

di fl uor onet hane, pentafl uor oet hane,

1,1,2,2-tetrafl uoroethane, 1,1, 1, 2-tetrafl uoroethane,
1,1,2-trifluoroethane, 1,1,1-trifl uoroethane,

1, 1-di fl uor oet hane, and nonofl uoroethane, in a
refrigerating apparatus containing a refrigerator
conpressor therein, wherein the |ubricant conposition
conprises as a base oil at |east one nenber selected
fromester oils selected fromhindered ester oils
obtained by esterification reaction of an organic fatty
acid wth a polyhydric al cohol, conplex ester oils
obtai ned froma pol yhydric al cohol, a polybasic acid
and an organic fatty acid, and a m xture thereof, and
0.05 to 10% by wei ght of an epoxy conpound havi ng at

| east two epoxy groups based on the weight of the
conposition, wherein the epoxy conmpound is at |east one
menber sel ected froma conpound of the fornul a:

al kyl ene gl ycol di gl yci dyl ethers

sel ected from conpounds QELMﬁHTQEG of the fornul a

wherein R, is an "al kyl ene group; R,
- e, —o {(‘H_m:_oa;kﬁl?nz

is a hydrogen aton1ort° "an al kyl group; and

nis an integer of 1 to 22;

a conmpound of the fornul a:

and a conpound of the . = formula:

and %?Hkgﬁkwmﬂgg u»\/m sor bi t ol

pol ygl yci dy | ether:
and 0.01 to 5% Cwymﬂﬂwgngﬂﬁ mby wei ght of a phenolic
ant i oxydant ° (ﬁ,,l HHHHH Liww based on the wei ght of
t he T conposi tion".
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Claim1l1l of the third auxiliary request differed from
Claim1 of the second auxiliary request in that the
epoxy conpound was restricted to alicyclic conpound of
formula (5).

In respect of the conpliance of the anmendnments nade to
the clains with the requirenments of Article 123 EPC,

t he Appellant argued that the feature relating to a
"use as a lubricant of a lubricant conposition ... in a
refrigerating apparatus containing a refrigerator
conpressor therein"” found support in the application as
filed on page 1, lines 4 to 5 and 11 to 14.

Furthernore, the features nentioned in each request
relating to hydrocarbon refrigerants and to ester oils
as base oils also energed clearly fromthe application
as filed on page 36, lines 19 and 20; page 18, lines 2
to 8, 18 and 19 and page 7, lines 17 to 25
respectively.

The Respondents submitted that the clai ned subject-
matter of each request resulted fromthe sel ection of
an ester oil as base oil, on the one hand, and of

hydr of | uorocarbons as refrigerants, on the other. This
amendnent anmounted to a multiple selection which was
not directly and unanbi guously derivable fromthe
application as filed thereby contravening

Article 123(2) EPC

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained either
on the basis of his main request, or of one of his
three auxiliary requests all filed during the oral

pr oceedi ngs.

The Respondents requested that the appeal be di sm ssed.
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VIIl. At the end of the oral proceedings, the decision of the
Board was announced orally.

Reasons for the Decision

1. The appeal is adm ssible.

2. Rul e 57a EPC

The amendnents nmade to the clainms as granted are
designed to overcone objections raised by the
Respondent s- Qpponents in the course of the appeal
proceedi ngs. Therefore, the anendnments are consi dered
appropriate and necessary and the Board, in exercising
due discretion, admts the sets of clains as anended
according to the main request and the first to third
auxi liary request into the appeal proceedings (cf.
decisions T 295/87, Q) EPO 1990, 470, point 3 of the
reasons; T 406/86, QJ EPO 1989, 302, point 3.1 of the
reasons).

3. Article 114 EPC - Extent of scrutiny

The Appel | ant has anended the clains as granted in the
course of the proceedi ngs before the Board (cf.

point |V above). In case of such anmendments, they nust
be fully exam ned by the Board as to their
conpatibility with the requirenments of the EPC, in
particular with the provisions of Article 123 EPC (cf.
G 9/91, QJ EPO 1993, 408, point 19 of the reasons).

Mai n request

4. Article 123(2) EPC - Amendnents

0689. D Y A
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The first fresh anendnent nade by the Appellant to
Claim1l as granted concerns a change of category, i.e.
the switch froma conposition claimto a claimdirected
to the use of that conposition "as a lubricant ... in a
refrigerating apparatus containing a refrigerator
conpressor therein". O her anmendnents concern the
mandat ory presence of an ester oil in the base oil in
conmbi nation with particular hydrofl| uorocarbon
refrigerants indicated in the list nmentioned in
Claima1l.

The Board, as the Respondents, sees no objections with
respect to Article 123(2) EPC in the change of claim
category which is actually supported by the application
as filed on page 1, lines 4 to 5 and 11 to 14.

The sane is not true for the other anendnents made to
Claim1l1. Indeed, the present wording of that claim
specifies a fresh enbodinment in requiring the presence
of an ester oil and of hydrofluorocarbon refrigerants.
The Respondents objected to that particul ar conbination
of features as generating subject-matter extending
beyond the content of the application as filed.

In order to determ ne whether or not the subject-matter
of an anmended cl ai m extends beyond the content of the
application as filed it has to be exam ned whet her that
cl ai m conprises technical information which a skilled
person woul d not have clearly and unanbi guously derived
fromthe original application

The passage of the description as filed relating to the
base oil, referred to by the Appellant read:

"As the base oil in the lubricant conposition, there is
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used at | east one nenber selected fromthe group

consi sting of ester oils, alkylbenzene oils and m neral
oils. Particularly, as the ester oils, it is preferable
to use hindered ester oils obtained by esterification
reaction of an organic (fatty) acid with a pol yhydric
al cohol, and conplex ester oils obtained froma

pol yhydric al cohol, a polybasic acid and an organic
(fatty) acid, alone or as a mxture thereof" (cf.

page 7, lines 17 to 25),

Fromthis passage, however, the skilled person can only
derive that an oil sel ected anpbng equival ent
alternative base oils, i.e. ester oils, alkylbenzene
oils or mneral oils, may be used. This shows that the
application as filed discloses in an undifferentiated
way different categories of base oils w thout any

poi nter regarding the selection of one particul ar
category thereof. Therefore, priority is not given to
ester oils fromthe original host of equival ent base
oils.

The application as filed discloses on page 36, lines 19
and 20 the use of lubricating conpositions "in

conbi nati on wi th hydrofl uorocarbon and

hydr ochl or of | uor ocar bon refrigerants”. Furthernore,

al t hough the original description nentions inter alia
the particul ar hydrofluorocarbons listed in present
Claim1l as refrigerants, (cf. page 18, lines 2 to 27),
it can be derived fromthe sentence "these

hydr of | uor ocar bons and hydrochl or of | uor ocar bons can be
used alone or as a mxture thereof" (cf. page 18,

lines 26 to 27) that the person skilled in the art is
faced with equivalent alternative refrigerants, none of
them being prioritized in the original application.
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In view of the above, conbining in Caim1l a base oi
mandatorily conprising ester oils with the

hydr of | uorocarbons listed in Claiml, results froma
mul tiple selection within two lists of alternative
features, nanely of ester oils fromthe list of base
oi Il s and of hydrofluorocarbons fromthe |ist of
refrigerants, thereby generating a fresh particul ar
conbi nati on. The content of the application as filed
nmust not be considered to be a reservoir from which

i ndi vi dual features pertaining to separate sections can
be combined in order artificially to create a
particul ar conmbination. In the absence of any pointer
to that particular conbination, this conbined selection
of features does not, for the person skilled in the
art, energe clearly and unanbi guously fromthe content
of the application as filed (cf. T 727/00 of 22 June
2001, point 1.1.4 of the reasons).

In conclusion, the subject-matter of Claim1l of the
mai n request of fends agai nst the provisions of

Article 123(2) EPC and since the Board can only decide
on a request as a whole, this request nust be rejected.

First auxiliary request

0689. D

Article 123(2) EPC - Amendnents

Conpared with Claim1 of the main request, Caim1l of
the first auxiliary request was further anended to
restrict the list of refrigerants (cf. point |1V above).
However, such an anendnent does not change the issue as
set out for the main request. Indeed, for the above
reasons (cf. point 4.3), the fresh particular

conbi nation of ester oils and of hydrofl uorocarbon
refrigerants does not energe clearly and unanbi guously
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fromthe application as filed, though the original
description nentions inter alia the hydrofluorocarbons
listed in present Claiml as refrigerants (cf. page 18,
lines 18 to 19).

Therefore, in the Board's judgnent, for the sane
reasons as set out regarding Claim1l of the main
request, the result of the amendnents nade to Claim1l
of the first auxiliary request is that the skilled man
is presented with informati on which are not directly
and unanbi guously derivable fromthe application as
filed and this request nust also be rejected as

of fending the requirements of Article 123(2) EPC.

and third auxiliary requests

Article 123(2) EPC - Amendnents

Concerning Claim1 of the second and third auxiliary
request, the further anmendments nmade by the Appell ant
amounts to restricting the definition of epoxy
conmpounds set out in Caim1l of the main request to
that disclosed in Clains 6 and 7 as originally filed
(second auxiliary request) or in Claim7 as originally
filed (third auxiliary request). However, Caim1l of

t he second and the third auxiliary request conprise the
sane anmendnents objected to in Caim1 of the main
request.

In view of the above reasons (cf. point 4.3 above),
conbining a base oil mandatorily conprising ester oils
with the particular hydrofluorocarbons listed in
Claim1 of the second or third auxiliary request,
results froma multiple selection within two lists of
alternative features w thout any pointer to that
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particul ar conbination in the application as filed. In
the Board's judgnment, such a conbination is not
directly and unanbi guously derivable fromthe
application as filed and those requests nust be
rejected as offending the requirenments of

Article 123(2) EPC as wel|.

7. Si nce none of the requests put forward conply with the
requi renents of the EPC, the appeal nust be di sm ssed.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin R Freinuth

0689. D



